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A REVIEW OF BRITISH TRADEMARK CASES 
REPORTED IN 1958 


By Eric D. Offner* 


The year 1958 brought to the fore the continued strict British 
practice on inherent registrability of trademarks exemplified by 
both ex parte and inter partes proceedings, including the applica- 
tion of the perFecTION doctrine to a device mark. 

We also saw the Registrar passing on a copyright question 
although he admitted that he was not competent to pass on such 
issues; and the peculiar circumstances of an opposer who suc- 
ceeded in an opposition by relying on a third party’s registration 
whose owner had already furnished the applicant with a written 
Consent. 

Perhaps the most significant series of cases involved American 
companies who had not registered their trademarks in Great 
Britain, who had not currently used their marks on goods in Great 
Britain, but who nevertheless attempted to exert their rights in 
both opposition and rectification proceedings. 

Among the many passing off and infringement cases reported 
last year, the culmination of the long litigated battle of two hair- 
dressers will be of interest to the reader. 


I. EX PARTE PROCEEDING 


A. Trademark Application 
1. Inherent Registrability 


Verve Records Inc. applied for registration of its trademark 
vERVE for, inter alia, phonograph records. The applicant submitted 
no evidence of acquired distinctiveness and it must be assumed 
that the application was filed with a bona fide intention to use 
the mark in the future. The Hearing Officer, Mr. W. G. Handley, 





* Member of the New York Bar; associated with Haseltine, Lake & Co. of New 
York; member of the Committee on Foreign Patents and Trademarks of the New York 
Patent Law Association and of the International Trademark Relations and Conventions 
Committee of the American Bar Association; former Editor-in-Chief of the “Cornell 
Law Forum.” 
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acting for the Registrar, held that the mark does not consist of 
any of the essential particulars prescribed in paragraphs (ce), (d) 
and (e) of Section 9 (1) of the Act’ to qualify for registration. 

In accordance with the usual practice, the Patent Office re- 
ferred to the definition of the word “verve” in “Webster’s Dic- 
tionary,” a noun meaning “marked aptitude; special ability or 
talent; vivacity of imagination, especially such as animates a poet, 
artist or musician in composing or performing, enthusiasm, 
spirit.” The conclusion was reached that verve is a “word which 
denotes in short a high standard of performance, or a spirited 
performance ... when used in relation to sound records it would 
connote to the public records which bear and will reproduce per- 
formances having those attributes.” * The Registrar relied on the 
holding in the scorcHuiTE case* to support the proposition that 
the mark is not inherently distinctive. 

It was furthermore held that the mark was not capable of 
registration on Part B of the Register, citing the pussIKIN case,‘ 
on the basis that, prima facie, traders should not be hampered or 
restricted in their use of a “commonplace word” such as VERVE by 
fear of conflict with the rights of a registered proprietor of the 
trademark. 

An appeal was taken to the Chancery Division of the High 
Court of Justice, the applicant-appellant arguing that the Hearing 
Officer failed to distinguish between the two meanings of the 
word “record,” namely the wax dise and the performance recorded 
on it. It was admitted that the performance may have “verve,” 
but a phonograph record, i.e., a wax disc, the goods applied for, 
could not have “verve.” 

Lloyd Jacobs, J. held that the Patent Office had properly cited 
his own decision in the pussIKIN ease,’ supported it by a reference 
to the EARTHMASTER case* and affirmed the decision below, although 


1. Section 9. “(1): In order for a trade mark (other than a certification trade 
mark) to be registrable in Part A of the register, it must contain or consist of at least 
one of the following essential particulars: ...(¢c) an invented word or invented words; 
(d) a word or words having no direct reference to the character or quality of the goods, 
and not being according to its ordinary signification a geographical name or a surname; 
(e) any other distinctive mark, but a name, signature, or word or words, other than 
such as fall within the descriptions in the foregoing paragraphs (a), (b), (c) and (d), 
shall not be registrable under the provisions of this paragraph except upon evidence of 
its distinctiveness.” 

2. (1958) R.P.C. at 4. 

Minnesota Mining & Mfg. Coy.’s Application (1948) 65 R.P.C. 229. 

Quemell Ld.’s Application (1955) 72 R.P.C. 36. 

See Note 4, supra. 

Chaseside Engineering Coy.’s Application (1956) R.P.C. 73. 
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not without expressing considerable reluctance to do so. In the 
significant portion of this opinion, Lloyd Jacobs, J. stated: 


“As I see the matter, the only justification for holding that 
the word veRvVE has any reference to the character or quality 
of the goods must lie in construing the word ‘record’ as equiva- 
lent to ‘recording,’ and although I am inclined to doubt 
whether, had I been sitting at first instance, I too would have 
concluded that the reference in such event is very direct and 
close, or direct or very close, I cannot say that a finding to that 
effect is erroneous.” * 


It does not seem to be unfair to comment that the Justice 
considered the holding of the Patent Office as rather harsh, and 
he advised the applicant that a new application for Part B would 
probably be allowed, if evidence of user can be submitted in sup- 
port of the application. Apparently the Justice was of the opinion 
that the holding in the first instance was not an abuse of the exer- 
cise of discretion of the Registrar which would constitute a basis 
for reversing the decision. It is believed that this decision, while 
intended to maintain the purity of the Register, may not have 


served this purpose (as the applicant undoubtedly will proceed 
with a new application supported by some evidence of acquired 
distinctiveness), while the “commonplace word” referred to by 
the Hearing Officer may not have been in keeping with the realities 
of the market place. (Verve Records Inc.’s Application to Register 
a Trade Mark (1958) R.P.C. 3.) 


II. INTER PARTES PROCEEDINGS 


A. Opposition 
1. Likelihood of Confusion 


The first of the reported oppositions is In the Matter of The 
Trade Marks Act, 1938, and Koyo Seiko Kabushki Kaisha’s Appli- 
cation to Register a Trade Mark (1958) R.P.C. 112. This case is an 
appeal from the judgment of Lloyd Jacobs, J., dismissing an ap- 
peal from the decision of the Assistant-Comptroller refusing regis- 
tration of the composite mark rxr Koyo filed by Koyo Seiko Com- 
pany in respect of “ball bearings and roller bearings, all being 
parts of machines.” The opposer, The Skefko Ball Bearing Coy., 
Ld. relied on their two registrations on skF and two registrations 


7. (1958) R.P.C. at 6. 
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for skeFco for the same goods as the appellants and their reputa- 
tion in their marks acquired by use over a period of forty years.® 

The appellants argued that Mr. Justice Lloyd Jacobs erred 
in comparing the marks 1kF and skF when the composite mark 
IKF KOYO and skF should be the basis for comparison and relied 
on a series of cases in support of the arguments submitted,° involv- 
ing trademarks consisting of letters, discussing aspects of likeli- 
hood of confusion and arguing that the opposer must not be given 
a monopoly in the letters k Fr. Finally, much to the writer’s sur- 
prise, the applicant argued that the burden of proof was on the 
opposer to prove likelihood of confusion. 

Lord Justice Jenkins summarily disposed of the last submis- 
sion, in an otherwise iong twenty page decision, by holding 
squarely that the onus is on the applicant to satisfy the court that 
there is no reasonable likelihood of confusion (Eno v. Dunn 
(1890) 7 R.P.C. 311) and held that there is a reasonable likelihood © 
of confusion between the mark 1kF Koyo on the one hand and skFr 
and sKEFKO on the other. 

The court refused to permit the application to go to allow- 
ance on condition that the gap between 1xFr and Koyo be limited on 
the theory that by reducing the gap, the risk of confusion between 
IKF and skKF may be reduced, but the possibility of confusion be- 
tween SKEFKO and IkF Koyo would be substantially increased. 

Lord Justice Ormerod in a concurring opinion, in categorizing 
the applicants act, expressed the opinion, in the words of the 
Australian Wine Importers Trade Mark case,*° that the applicants 
sailed as close to the wind as they could. 

In the concurring opinion of Mr. Justice Roxburgh, appli- 
cant’s request to allow the application, subject to some limitation 
or condition received the following comment: “I should not have 
thought that in the circumstances of this case the Court should 





8. The most important provisions of The Trade Marks Act of 1938 relied upon 
by the opposer are Sections 11 and 12 (1). Section 11: “It shall not be lawful to 
register as a trade mark a part of a trade mark any matter the use of which would, 
by reason of its being likely to deceive or cause confusion or otherwise, be disentitled 
to protection in a court of justice, or would be contrary to law or morality, or any 
scandalous design.” Section 12: “Prohibition of registration of identical and resembling 
trade marks.” “(1) ... no trade mark shall be registered in respect of any goods or 
description of goods that is identical with a trade mark belonging to a different pro- 
prietor and already on the Register in respect of the same goods or description of goods, 
or that so nearly resembles such a trade mark as to be likely to deceive or cause 
confusion.” 

9. Dw Cros Ld.’s Application (1913) 30 R.P.C. 660; British Thomson-Houston 
Coy.’s Application (1917) 34 R.P.C. 469; De Cordova v. Vick Chemical Coy. (1951) 
68 R.P.C. 103; Coombe v. Mendit Ld. (1913) 30 R.P.C. 709; London Lubricant’s Appli- 
cation (1925) 42 R.P.C. 264. 

10. (1889) 6 R.P.C. 311. 
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be astute to cure for the appellants the infirmities of their appli- 
cation.” * 

It is believed that the appellants’ use of the respondents’ 
script, the likelihood of oil and grease obliterating or obscuring 
the respective marks, the minute size of the letters necessarily 
used on ball bearings, the long user and extensive reputation of 
the opposers’ mark, the evidence that the applicant spaced 1kr and 
KOYO widely apart, around the rim of the bearing so that they may 
be said to be a distance of 120 degrees from each other around 
the rim, and an instance of actual confusion warranted the rejec- 
tion of the application. 

In another case, the applicant In the Matter of Warwick 
Upholstery Coy. Ld.’s Applications for Trade Marks (1958) 
R.P.C. 488 sought registration for the marks PURPLE SHIELD, RED 
SHIELD, SILVER SHIELD and WHITE SHIELD in respect of, inter alia, 
“mattresses” and was opposed by a prior user of the marks PURPLE 
SEAL, RED SEAL, SILVER SEAL and WHITE SEAL also used for mattresses. 

Although the evidence showed that applicants had used their 
marks in association with spRUNG-SLUMBER and the opposer had 
used their mark with sLUMBERLAND, the Assistant-Comptroller, act- 
ing for the Registrar, held that this was not a factor to be taken 
into consideration in determining the registrability of the marks, 
and rejected the applications on the close phonetic resemblance 
between SHIELD and SEAL. 


2. Inherent Registrability 


The long litigation between Electrolux Ld. v. Electrix Ld. 
(See, for example, (1954) 71 R.P.C. 23) is approaching its end, 
in a typical casebook decision by the Court of Appeal in Electrix 
Ld.’s Application for Trade Marks (1958) R.P.C. 176 reversing the 
decision of the Assistant-Comptroller’ allowing three trademark 
applications for ELECTRIX in respect of “electric domestic vacuum 
cleaners and parts thereof included in Class 9” on Part A of the 
Register and for “electrically driven floor polishing machines” and 
“electrically driven spraying machines and parts thereof included 
in Class 7” on Part B of the Register. Jenkins, L.J.’s decision 
discusses the inherent registrability of the word ELEcTRIx in re- 
spect of electrically operated appliances by referring to the leading 
cases in point in an eighteen page decision. 


132. 
369. 


(1958) R.P.C. 
R.P.C. 


(1957) R.P. 
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The opposer relied on the following major propositions in 
urging that the decisions below be reversed and that the applica- 
tions be rejected: 

1. A purely descriptive word is not registrable as it is equally 

applicable to the goods of any trader. 

A word unregistrable in its ordinary spelling cannot be 
made registrable by substituting its phonetic equivalent. 
A word which so nearly resembles an unregistrable word 
that when registered would be infringed by the use of 
the unregistered word cannot be registered. 


A descriptive word cannot acquire a secondary meaning by 
user. 

Registration should not be granted for a word which would 
hamper, harass or embarrass other traders in their use 
of a descriptive word. 


The court cited with approval many of the leading cases re- 
jecting trademark applications on the ground that the word in 
question was not inherently registrable."* 

The court then examined the facts of this case in the light of 
the authorities. It was concluded that the word ELEctRIc could 
never be registered in respect of electrical goods or appliances. 
The addition of the letter “S” would not convert ELECTRIC into a 
faney word and, in the opinion of the court, no amount of use 
could render ELEcTRICcs distinctive. “If we are right in holding 
ELECTRICS is inherently unregistrable, then it follows from author- 
ity binding upon us, to which we have already referred, that its 
phonetic equivalent ELEcTRIX is in no better case” ((1958) R.P.C. 
at 193). The court furthermore held that Section 8” is irrelevant 
for determining whether a mark should be registered or not. The 


: 
: 
4a 
a] 





13. All these cases construed statutes prior to the 1938 Act: PEARLE and PIRLE 
in respect of textile goods (Edward Ripley and Son’s Application (1898) 15 R.P.C. 
151); PERFECTION in respect of soap (Crosfield (J.) and Son’s Application (1909) 26 
R.P.C. 837) and orLwooua for textile fabrics (Re Orlwoola Trade Mark (1909) 26 
R.P.C. 850); w & G, the initials of the founders of the business William and George 
du Cros (W. & G. du Cros Ld.’s Application (1913) 30 R.P.C. 660); BOARDMAN for 
tobacco (R. J. Lea Ld.’s Application (1913) 30 R.P.C. 216); OGEE, standing for the 
initials of the names Osborne and Garrett (Garrett’s Applications (1916) 33 R.P.C. 
117); and GLASTONBURYS for sheepskin footwear (Bailey § Coy. Ld. v. Clark, Son & 
Moreland, Ld. (1938) 55 R.P.C. 253); the allowance for TRAKGRIP for tires (Dunlop 
Rubber Co.’s Application (1942) 59 R.P.C. 134) was also considered in the judgment. 

14. Section 8: “No registration of a trade mark shall interfere with—(a) any 
bona fide use by a person of his own name or of the name of his place of business, 
or of the name, or of the name of the place of business, of any of his predecessors in 
business; or (b) the use by any person of any bona fide description of the character 
or quality of his goods, not being a description that would be likely to be taken as 
importing any such reference as is mentioned in paragraph (b) of subsection (1) of 
section four, or in paragraph (b) of subsection (3) of section thirty-seven, of this Act.” 
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Court of Appeal by reversing the court below thus preserved 
the purity of the British Register. 

In another decision, the principles established in the famous 
PERFECTION case’ were applied to a device mark In the Matter of 
Maschinenfabrik Gustav Eirich’s Application for a Trade Mark 
(1958) R.P.C. 493. 

Applicant filed an application for a device consisting of a 
circle (in white) on a black square background, two further circles 
therein with one arrow pointing from right to left and three 
arrows pointing in the other direction and an outline of a figure 
resembling the letter “Y,” in respect of “machines included in 
Class 7 and machine tools, and parts included in Class 7 of all 
such goods.” 

The opposers, manufacturers of concrete mixing machines, 
opposed on the grounds that the mark is not inherently distinctive 
and that registration would embarrass opposer’s conduct of their 
business. On the other hand, the applicant contended that the 
mark had acquired a secondary meaning by user to be capable of 
registration, although conceding that the mark has a diagram- 
matie content illustrating the operation of counter-current mixing 
machines. 

The opposer’s evidence also tended to show that the main and 
obvious significance of the mark applied for is to illustrate the 
mechanical principles underlying the machine in relation to which 
it is used and the Assistant-Comptroller, in rejecting the applica- 
tion stated: 

“The Applicant’s mark is essentially an advertising agent’s 
version, and not an engineer’s version, but having given the 
matter the best consideration I can, taking into account not 
only the descriptive nature of the Applicants’ mark but also 
the admitted practice in this industry of including diagrams 
of a closely similar nature in sales brochures, I have come 
to the conclusion that the Applicants’ mark is of so descriptive 
a nature as to be inherently unadapted to distinguish the 
goods of the Applicants irrespective of any amount of use 
prior to the filing of the Application.” ((1958) R.P.C. at 496.) 


3. Opposer’s Lack of Current Use of Trademark on Goods per se in Great Britain 
a. Discretion of the Registrar 


Owners of trademarks which have not been registered or 
extensively used in Great Britain will be encouraged by the deci- 





15. Crosfield (J.) §& Sons’ Application (1909) 26 R.P.C. 837. 
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sion of the Assistant-Comptroller in Gaines Animal Foods Ld.’s 
Application for a Trade Mark (1958) R.P.C. 312. 

A British company, Gaines Animal Foods Ld. applied for 
registration of Gro-pup in respect of “food for dogs” which was 
opposed by the Kellogg Company. In a previous opposition pro- 
ceeding, the Kellogg Company was unsuccessful in opposing the 
same applicant’s application for Gro-paL.**® The difference in the 
two cases is that the opposer, in the second opposition herein con- 
sidered, submitted proof that 900 lbs. of Gro-pup dog food reached 
Great Britain in the years 1938 to 1940 and that advertisements 
of Gro-puP appeared in American periodicals circulating in Great 
Britain. 

The Patent Office dismissed the first ground of the opposition 
by holding that the opposer had not established a reputation in 
Great Britain to warrant the rejection of the application. 

It was shown, however, that the applicant adopted GAINEs as 
a trading name at a time when The Gaines Food Co. Ince. had 
registered GaIngs in Great Britain,’ that the same applicant filed 
application for parp which was withdrawn after the American 
owner of this mark for dog foods objected, and that applicant 
registered another famous American mark for dog food, RIVAL. 
On these facts, the Assistant-Comptroller exercised his discretion 
in opposer’s favor and rejected the cro-pup application. 

Another case in which the opposer, an American company, 
tried to succeed in an opposition in Great Britain without having 
made any use of the mark on goods in the United Kingdom oc- 
eurred In the Matter of Applications by The Alligator Company 
and by the London Waterproof Company (Silkimac) Ld. for 
Trade Marks (1958) R.P.C. 420. 

Alligator Coy., the opposer, had used the aLuicator mark for 
raincoats in the United States since 1908, had advertised its mark 
in magazines known to have a circulation in the United Kingdom 
and submitted nine Statutory Declarations from parties resident 
in England who knew the opposer’s mark. Silkinae Ld., the appli- 
eant, on the other hand, commenced using the aLuicator mark on 
raincoats in Great Britain in 1932. In rejecting the opposition by 
the American company, the Assistant-Comptroller, Dr. R. G. 
Atkinson, acting for the Registrar, considered that each of the 
British declarants had special reasons for knowing the opposer’s 


16. (1951) 68 R.P.C. 178. 
17. Registration No. B.642448. 





Vol. 49 T. M. R. BRITISH TRADEMARK CASES IN 1958 499 








mark, which was therefore not indicative of the knowledge of the 
ordinary citizen, and held that: 


“The evidence adduced to show the reputation of the Alligator 
Coy. in the United Kingdom ... has little weight and the 
combined effect of the evidence and the evidence of the adver- 
tising in American magazines circulating in this country is 
inadequate to establish that the Alligator Coy. have a sufficient 
reputation in this country .. .*® 


The Assistant-Comptroller did not indicate in the decision 
the date the opposer’s mark was first advertised in magazines 
circulating in the United Kingdom, i.e., particularly whether prior 
to the date of first use by the applicant, but he did consider the 
question of whether use of a trademark on goods in Great Britain 
was essential to succeed in an opposition, by making the following 
observations: 


“..A perusal of these authorities lends support to Mr. Whit- 
ford’s contention that in order to succeed under Section 11” 
some use of the marks in question in this country in the course 
of trade is necessary, since in each of these cases where there 
was a successful argument under Section 11 there was some 
use of the mark in the course of the trade, in this country.” *° 


There is no indication whether the opposer tried to rely on 
the Vitamins case.” 

These cases indicate the desirability of securing registration 
of the trademark in Great Britain even if the mark is not in use 
in Great Britain, to avoid the risk of the adoption of the mark by 
third parties. An allegation of bona fide intention to use the mark 
in the future affords a basis for securing the registration. 


b. Copyright Claim 


Balsa Ecuador Lumber Corp. filed opposition against Planta- 
tion Wood (Lancing) Ld.’s Applications for a Trademark (1958) 
R.P.C. 400, consisting of a device of a porter carrying a large 
bulk of timber on his shoulder. The American opposer had taken 
photographs of natives in South America carrying wood and pub- 
lished them in a booklet which was distributed by the opposer all 





18. (1958) R.P.C. at 424. 
19. See footnote 8. 

20. (1958) R.P.C. at 422. 
21. (1956) R.P.C. 1. 
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over the world, including the United Kingdom. The applicant 
received two copies of this booklet prior to the filing of the trade- 
mark application. 

The opposer mainly relied on the principle that an importer 
cannot register the trademark of the foreign manufacturer” and 
on Section 11,** namely that the device is distinctive of opponent’s 
goods and that the use of the device is an infringement of opposer’s 
copyright. 

Dr. R. G. Atkinson, the Assistant-Comptroller, acting for the 
Registrar, held that the applicant devised the trademark by taking 
it out of the photograph, creating a trademark and that the two 
cited cases were not applicable, as the opposer had made no 
trademark use of the device. Furthermore, “while it is not within 
the competence of the Registrar to decide whether or not copy- 
right subsists in any particular work,” ** the Registrar neverthe- 
less decided that the opponent did not fulfill the conditions of the 
Copyright Act® to succeed in the opposition. 

Opposer’s reliance on the Merchandise Marks Act, 1887*° also 
failed as opposer was not using the device as a trademark and 
the applicant was considered to be the originator of the mark. 


4. Opposer’s Reliance on Third Party’s Registration 
a. Effect of Consent by Third Party 


The effect of a written Consent obtained by the applicant was 
considered In the Matter of British Lead Mills Ld.’s Application 
for a Trade Mark (1958) R.P.C. 425. 

British Lead Mills Ld. applied for registration of the mark 
WELLoy in respect of “cast, rolled and extruded alloys of tin and 
lead” and Wellworthy Ld. filed opposition, relying primarily on 
registrations obtain on WELLWORTHY, WELFLEX, WELCROM and 
LYMALLOY in respect of pistons, piston rings, valve seats, cylinder 
liners and metallic alloys, unwrought or partly wrought, used in 
manufacture, on the widespread reputation of their marks, that 
WELLWORTHY was opposer’s house mark and on the basis of a third 
party’s registration on waLLoy in respect of “unwrought and 
partly wrought metals used in manufacture” which was subse- 


22. Apollinaris Coy.’s Application (1891) 8 R.P.C. 137; New Atlas Rubber Coy.’s 
Trademark (1918) 35 R.P.C, 269. 

23. See footnote 8. 

24. (1958) R.P.C. 404. 

25. The work published in the United States was not published in Great Britain 
within the prescribed period. 

26. Section 2,1 (a). 
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quently limited by excluding “alloys, containing lead, the lead 
predominating.” 

The Patent Office considered the fact that applicant offered 
to limit the goods to tin lead alloys with the lead predominating 
but held that the goods and the marks covered by the waLLoy 
registration closely resembled the wEeLLoy application to warrant 
the rejection of the application. The fact that the opposer was 
not the owner of the waLLoy registration was not considered but 
the Patent Office quoted with approval the language of Dewhursts’ 
Application (1896) 13 R.P.C. 288 that a Consent was not conclu- 
sive or binding on the Registrar but merely some evidence that 
there might not be confusion. Thus the Consent obtained by the 
applicant from the owner of a prior cited registration, which 
was sufficient to enable the application to proceed to publication 
did not prevent a third party from succeeding in an opposition, 
relying on the registration of the party who had given the 
Consent. 

The considerable reputation acquired by the opponents, the 
ownership by the opposer of a number of marks having the prefix 
WEL, their use of WELLWoRTHY as a house mark and the view that 
“the word WELLoy is a word which in the mind of the public would 
indicate WELLWoRTHY alloy*’ were also considered to be sufficient 
reasons for upholding the opposition. 


The opposer’s successful reliance on a third party’s registra- 
tion, whose owner had consented to the allowance of the applica- 
tion is a strong example of the position of the Patent Office as 
the guardian of the public interest. 


B. Rectification Proceedings 


1. Procedure 


The first reported case on discovery proceedings since the 
year 1938 came before Mr. Justice Roxburgh in the Chancery 
Division of the High Court of Justice, In the Matter of an Applica- 
tion for Rectification of the Register of Trade Marks by Masters & 
Coy. (Clothiers), Ld., (1958) R.P.C. 215. The case involved an 
appeal from a decision of the Assistant-Comptroller expunging 
the registrations owned by the appellants wherein the appellants 


27. (1958) R.P.C. at 428. 
28. Vince’s Dry Batteries Ld.’s Application (1938) 55 R.P.C. 326. 
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sought the procedural remedy of discovery proceedings of a Statu- 
tory Declaration and for leave to cross-examine the deponents for 
the respondents. It was held that on “every application asking 
for discovery the proper procedure ... is to take out a summons 
asking for discovery and when the summons is ripe for hearing, 
when for example some evidence has been filed . . . it will be ad- 
journed into court as a procedure summons.” (1958) R.P.C. at 216. 
Appellants’ application was dismissed without prejudice to filing 
application for a summons at the proper time. 


2. Plaintiff’s Lack of Current Use of Trademark on Goods per se in Great Britain 


The decision by the Assistant-Comptroller, acting for the 
Registrar, in the Application by Brown Shoe Company Inc. for the 
Rectification of the Register in Respect of Trade Mark No. 
B 720262, (1958) R.P.C. 406, is of considerable interest to trade- 
mark owners who have used and registered their mark in their 
home country but who do not have a British registration, have 
not used their mark on goods in the United Kingdom and who 
are faced with an objectionable registration in Great Britain. 
Moreover, the decision is the first reported case in which a party 
has relied on the now famous Vitamins Ld.’s Application.” 

The American applicant for rectification of the Register, 
Brown Shoe Coy. Ine. previously applied for registration of 
NATURALIZER in Great Britain on July 27, 1952 but the application 
was rejected by virtue of Section 9 of the Trade Marks Act.*° The 
American company thereafter was advised that their intended 
shipment of ladies’ shoes would infringe the registration (applied 
for exactly one year subsequent to the filing of their British trade- 
mark application) for the mark NATURALIZET in respect of “boots, 
bootees, shoes, slippers and sandals.” Brown Shoe Coy. Ine. ac- 
cordingly applied for the rectification of the Register, seeking 
removal of the NaTURALIzET registration on the ground that the 
respective marks are confusingly similar and that at the date of 
the application for rectification, NATURALIZER was so well-known 
in Great Britain that confusion and deception was likely so that 
the registration contravened the provisions of Section 11.™ 

It was well established that the NaTuraLizeR trademark for 
shoes is well-known in the United States. It was also agreed that 
the respective marks are confusingly similar. One issue to be 





29. See footnote 21. 
30. See footnote 1. 
31. See footnote 8. 
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resolved was whether the applicant for rectification had a suffi- 
cient reputation for their mark in Great Britain at the relevant 
date. 

The applicants for rectification relied for their reputation in 
their mark on the circulation in Great Britain of American maga- 
zines carrying advertisements of their products in association with 
their mark, the large interchange of visitors between Great Britain 
and the United States and that the shoe trade is of an international 
character.*? In requesting the Registrar to exercise his discretion 
in their behalf, the applicants for rectification relied on the famous 
LIVRON case* and the aforementioned Vitamins case.” 

The Registrar held that the applicants for rectification had 
not established a sufficient reputation in Great Britain so that the 
use of the mark by the registered proprietors would be likely to 
cause confusion among a substantial number of people. 

The Registrar’s holding on his exercise of discretion is worth 
quoting: 


“On the question of discretion, I find nothing in the evidence 
to establish that the Registered Proprietors have copied the 
Applicants’ Mark, and also I do not regard the trade in ladies’ 
shoes as being in the same category as the trade in pharma- 
ceuticals as far as its international character is concerned. 
The danger of serious consequences to human life which might 
result from confusion arising from the use of the same or 
similar trade mark for different pharmaceutical substances 
used in medicine, which was an important consideration in 
the Vitamins case, is entirely absent in the case of the shoe 
trade.” * 


It is very unfortunate for many trademark owners not having 
registered their trademarks in Great Britain that the Assistant- 
Comptroller held that the Vitamins case is inapplicable in view of 
the danger of serious consequences to human life which might 
result from confusion arising from the use of the same or similar 
trademarks in respect of pharmaceutical substances used in medi- 
cine, a condition which is obviously not applicable in the shoe 
trade. 


32. The decisions in Impex v. Weinbawm (1927) 44 R.P.C. 405, Notox Ld.’s 
Application (1931) 48 R.P.C. 168 and Gaines Animal Foods Ld.’s Application (1951) 
68 R.P.C. 178 were used to support the applicant’s case. 

33. Boots Pure Drug Coy. Ld.’s Trademark “Liwron” (1937) 54 R.P.C. 161. 

34. See footnote 21. 

35. (1958) R.P.C. at 4. 
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It seems that the Vitamins decision, an opposition proceeding, 
is inapplicable to the subject rectification proceeding in view of 
the fundamental principle that in an opposition proceeding the 
applicant for registration has the burden of proof to show that 
there is no likelihood of confusion and it was easier, therefore, 
for the opposer in the Vitamins case to succeed by relying on 
evidence of advertisements of the mark in American periodicals 
known to have circulation in the United Kingdom. On the other 
hand, in a rectification proceeding, such as the Brown Shoe ease, 
the burden of proof is on the plaintiff, the applicant for rectifica- 
tion, who had to rely on the evidence of advertisements in Amer- 
ican periodicals. The conclusion that use of the mark in advertise- 
ments in American journals known to have circulation in Great 
Britain may be sufficient in an opposition proceeding but not 
sufficient in a rectification action would be the more preferred 
rationale of the two decisions. Such a conclusion would have per- 
mitted the construction that the Vitamins case is applicable in 
opposition proceedings whenever the product is of an “inter- 
national character,” regardless of the nature of the goods and 
whether or not its use constitutes a danger to human life.** 


3. Nonuse of Trademark 


Applicant for rectification sought to exclude “ice cream and 
goods of the same description as ice cream” from the specification 
of goods of a registration on HosTEss in respect of “substances 
used as food or as ingredients in food .. .” under the nonuser 
provisions of Section 26 of the Trade Marks Act, 1938.°*" 

The registered proprietor conceded nonuse of the HosTEss 
mark in respect of ice cream but sought to excuse such nonuser 
by evidence of use of the mark upon goods allegedly of the same 
description, table jellies. 

Mr. Justice Lloyd Jacobs confirmed the established practice 
that the burden of proof of nonuser was on the applicant for 








36. The High Court of Appeal reversed the Registrar in a decision published at 
(1959) R.P.C. at 29, after this article was written. 

37. “A registered trade mark may be taken off the Register in respect of any of 
the goods in respect of which it is registered on application by any person aggrieved 
... to the Registrar, on the ground (a) that up to a date of one month before the 
date of the application a continuous period of five years or longer elapsed during 
which the trade mark was a registered trade mark and during which there was no bona 
fide use thereof in relation to those goods by any proprietor thereof for the time being; 
Provided that . .. the tribunal may refuse an application made under paragraph (b) 
of this sub-section in relation to any goods, if it is shown that there has been... during 
the relevant period bona fide use of the trade mark by any proprietor thereof for the 
time being in relation to goods of the same description, being goods in respect of which 
the trade mark is registered.” 
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rectification and that the onus to show that use of the mark on 
a different product constituted use on goods of the same descrip- 
tion as sought to be excluded was on the registrant. The test for 
determining the similarity of the goods involves the nature of 
the goods, the uses to which the goods are put and the trade 
channels through which they pass. The High Court of Justice 
affirmed the Registrar’s decision that jelly and ice cream are in 
the category of similar goods and the petition was denied. 

Although it is doubtful that the outcome of the case would 
have been different if the applicant had sought to exclude “ice 
cream” rather than “ice cream and goods of the same description 
as ice cream,” a reading of the case indicates the undesirability 
of requesting the exclusion of “goods of the same description” as 
this request places the burden of proof on the applicant to show 
that the goods on which the registrant uses the mark (table jellies) 
and the goods sought to be excluded (ice cream and goods of the 
same description) are in fact not goods of the same description.** 
(J. Lyons & Coy. Ld.’s Application for Rectification of the Register 
in Respect of Trade Mark No. 418,577, (1958) R.P.C. 466.) 


C. Passing Off and Infringement Proceedings 
1. Passing Off 

Rather novel circumstances led to a holding of “passing off” 
in the case of Wilts United Dairies, Ld. v. Thomas Robinson Sons 
& Coy., Ld. (1958) R.P.C. 94 by the Court of Appeal. 

An appeal was taken from a judgment” against the defendant 
who was allegedly passing off an old stale stock of condensed milk 
bearing plaintiff’s trademark British Mai as if the goods were 
new. Condensed milk was a government controlled article, in the 
United Kingdom, from 1940 until March, 1954; all of the output 
had to be sold to the Ministry of Food who distributed the con- 
densed milk as a rationed article to the trade. The defendants 
bought a large quantity of BRirisH Main canned condensed milk 
from the Ministry in September and October of 1955 and sold them 
to the trade in November 1955. It was established that the product 
in question deteriorates after approximately six months from the 
date of canning. On the basis of these facts, the Lord Chief Jus- 
tice, Lord Goddard, approving the holding in A. G. Spalding Bros. 





38. Rule 82 prescribes the rules governing an application to rectify, or remove a 
trademark from the Register. 
39. (1957) R.P.C. 221. 
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v. A. W. Gamage Ld. (1915) 32 R.P.C. 284° affirmed the decision 
below “holding that there had been a representation that this stale 
milk was milk of the current production." 

In a concurring opinion, Lord Justice Morris stressed the 
good will the plaintiffs had acquired in BritisH Maip milk, that the 
tins sold by defendant were the same tins as used by plaintiff but 
containing old milk, that this conduct was misleading and decep- 
tive and that “in selling as they did, the defendants were passing 
off the tins of milk as being other than they were.” *? Lord Justice 
Donovan concurred in the views expressed. 

The case appears to be of particular interest on the theory 
that the defendant was actually selling plaintiff’s own goods but 
was guilty of the tort of “passing off.” It would appear that under 
the British law, under the facts of the case, there is no breach of 
warranty under the Sale of Goods Act, 1893 and the defendant’s 
admittedly wrongful act, which would appear to be a breach of 
an implied warranty that the goods are of merchantable quality, 
was only actionable on the basis of “passing off”—a broadening 
of the concept of this tort.** An appeal to the House of Lords was 
denied. 

The long litigation between the two hairdressers, trading 
under the name CHARLES OF LONDON was finally placed at rest when 
Lord Justice Jenkins, Lord Justice Romer and Lord Justice 
Ormerod of the Court of Appeal affirmed the judgment of the 
lower court and leave to appeal to the House of Lords was refused. 
(Brestian v. Try (1958) R.P.C. 161.) The plaintiff established a 
good will in the trading name CHARLES OF LONDON and submitted 
sufficient evidence of likelihood of confusion and actual instances 
of confusion to succeed in enjoining the defendant, whose Christian 
name is Charles, from using the trading name CHARLES OF LONDON 
Or CHARLES OF LONDON (COIFFEUR). 

Jenkins, L.J. cited with approval the principles of law estab- 
lished in the cases of Ouvar Ceylon Estates v. Uva Ceylon Rubber 
Estates, Ld. (1910) 27 R.P.C. 645, Ewing v. Buttercup Margarine 
Coy. (1917) 2 Ch. 1, 34 R.P.C. 110, 232, Society of Motor Manufac- 





40. Lord Parker stated the applicable proposition of law as follows: “A cannot, 
without infringing the rights of B, represent goods which are not B’s goods of a par- 
ticular class or quality to be B’s goods of that particular class or quality.” 

41. (1958) R.P.C. at 98. 

42. (1958) R.P.C. at 100. 

43. The judgment on appeal does not discuss what would appear to be a wrongful 
act by the Ministry of Food in selling the milk to the defendant after a lapse of six 
months; presumably, however, the defendant was aware, when purchasing the milk 
that the same had been on stock by the Ministry for a long period of time. 
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turers’ and Traders v. Motor Manufacturers’ and Traders Mutual 
Insurance Coy. Ld., (1925) 1 Ch. 675, 42 R.P.C. 307 and McCulloch 
v. Lewis A. May (Produce Distributors) Ld. (1947) 2 All E.R. 845, 
65 R.P.C. 58, that to succeed in a passing off action, it is essential 
for plaintiff to show his reputation in the name and that the acts 
of the defendant bring about a tangible risk of damages in the 
form of diversion of customers or confusion of the respective busi- 
nesses. The principle of law was summarized in these words by 
the late Lord Romer, then Romer, L.J., in the case of The Clock 
Ld. v. The Clockhouse Hotel Ld. (1936) 53 R.P.C. 269 at 275: 


“The principle is this, that no man is entitled to carry on his 
business in such a way or by such a name as to lead to the 
belief that he is carrying on the business of another man or 
to lead to the belief that the business which he is carrying 
on has any connection with the business carried on by another 
man.” 


The injunction was settled as follows: 


“(1) The defendant Charles Try be restrained from doing 


whether by himself or by his servants or agents or any of 
them the following act that is to say carrying on the business 
of hairdressing or any business connected therewith under 
the name CHARLES OF LONDON Or CHARLES OF LONDON (COIFFEUR) 
or any name likely to be confused therewith or containing any 
words calculated to mislead or deceive the public into the 
belief that the business of the defendant is the business of 
the plaintiff or is connected therewith. (2) The defendants 
Charles of London (Coiffeur) Limited be restrained from 
doing the said act.” (1958) R.P.C. at 175. 


From the decision involving two barbers, we shall now refer 
briefly to some liquor cases, Showerings Ld. v. Cheltenham & 
Hereford Breweries Ld. and Others (1958) R.P.C. 446 and 
Showerings Ld. v. Fern Vale Brewery Coy. Ld. and Others (1958) 
R.P.C. 462 and (1958) R.P.C. 484 concerning the passing off by 
defendants of a drink in response to orders for BABY CHARM which 
was not BABY CHARM liquor. 

In the first of these cases the High Court of Justice, in grant- 
ing a motion for an interlocutory injunction to restrain the passing 
off, distinguished the case from Cellular Clothing Coy. v. White 
(1953) 70 R.P.C. 9 and held that evidence of fifty trap orders was 
quite proper. 
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These cases involved mostly procedural and evidentiary mat- 
ters prior to the trial of the cases but in the third reported case 
Mr. Justice Danckwerts dealt with a substantive law principle 
when, speaking for the High Court of Justice, he decided that one 
of the defendants must be held responsible for the acts of his 
servants, when the servants did not obey instructions, a well estab- 
lished principle of agency law. 

In another ease, the plaintiff, who traded for years under the 
name PARKER-KNOLL succeeded in enjoining defendant’s use of the 
trading name KNOLL, until the case could be tried, to prevent the 
possible confusion which would otherwise arise. (Parker-Knoll Ld. 
and Parker-Knoll (Teatiles) Ld. v. Knoll International Britain 
(Furniture and Textiles) Ld. (1958) R.P.C. 317.) The defendant 
claimed it was connected with a long established United States 
company but Mr. Justice Harman speaking for the High Court 
of Justice (Chancery Division) granted the interlocutory injunc- 
tion and refused the defendant’s motion to order joinder of the 


U.S. company as co-defendant. 


2. Passing Off and Trademark Infringement 

The Chancery Division of the High Court of Justice heard 
two actions in one case, Adrema Ld. v. Adrema-Werke G.m.b.H., 
B.E.M. Business Efficiency Machines Ld. and others (the passing 
off action) and Adrema Ld. v. Adrema-Werke G.m.b.H. and 
B.E.M. Business Efficiency Machines Ld. (trademark infringe- 
ment) (1958) R.P.C. 323, both cases involving identical sets of 
facts. 

The plaintiff company was incorporated in 1923 in England 
by the German defendant company and all of plaintiff’s outstand- 
ing shares were held by the defendant until March 29, 1940, when 
these shares were vested in the Custodian of Enemy Property 
in England who sold them to an English Syndicate. The other 
defendant, B.E.M. Business Efficiency Machines Ld. was incorpo- 
rated in England in 1953 for the purpose of distributing in Eng- 
land the machines handled by the German company defendant. 

An order by the Board of Trade, on March 19, 1954, vested 
the good will of the trademark in the Administrator of German 
Enemy Property and on the next day the Administrator required 
the Custodian of Enemy Property to assign the trademark regis- 
trations to him and “agreed to sell and assign the said marks and 
good will to the Plaintiff Company.” * 





44. (1958) R.P.C. at 326. 
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The present defendant had instituted an action in 1952 against 
the Custodian to enjoin the Custodian from assigning the trade- 
mark registrations but the German company’s contentions were 
denied by Lloyd Jacobs, J. whose decision was affirmed by the 
Court of Appeal. An appeal to the House of Lords was abandoned 
in December, 1957. 

The court considered the effect of the circulation by the 
German company in Great Britain of circulars describing the 
goods as “manufactured by Adrema-Werke G.m.b.H. of Berlin” 
and to place words to the same effect on goods sold in Great 
Britain. The defendant admitted that aprema had always signified 
in the United Kingdom the plaintiffs as the trade origin,* that 
the good will “attached to the word aprema” in Great Britain 
belonged to the plaintiffs and that the use by the defendant of 
ADREMA in Great Britain belonged to the plaintiffs and that the 
use by the defendant would cause confusion unless sufficiently 
distinguished from plaintiff’s goods. 

The defendant relied on many authorities** for the wording 
of the injunction urged, which would include the phrase “. . . but 
so that this injunction shall not prevent the German company 
from trading and marking their goods with their own name 
Adrema-Werke G.m.b.H. Berlin, provided that they sufficiently 
distinguish their business and goods from the business and goods 
of the plaintiff company.” The proposition sought to be founded 
by these authorities is that the courts are loath to prevent a party 
from using his own name to trade and that if the unqualified use 
of the name causes confusion, the courts do not grant absolute 
injunctions but require the name to be used in a manner to avoid 
confusion. 

Mr. Justice Danckwerts in reaching his decision, cited with 
approval the principle stated by Lord Halsbury, L.C. in Reddaway 
v. Hanham (1896) A.C. 199 at 204: “The principle of law may be 
very plainly stated, and that is, that nobody has any right to 
represent his goods as the goods of somebody else.” The “diffi- 





45. This admission is made even though the German company was the owner of 
the British trademark registrations for many years. The court is not troubled, it seems, 
by the fact that the trademark functioned in the market place to indicate origin with 
one company while the records of the Patent Office indicated origin with another company. 

46. Prof. Dr. G. Jaeger v. Jaeger Coy. Ld, (1927) 44 R.P.C. 437 (referring to 
p. 447 thereof); Turton vy. Turton (1889) 42 C.D. 128; J. & J. Cash Ld. vy. Cash 
(1902) 19 R.P.C. 181; Joseph Rodgers Ld. v. Joseph Rodgers Simpson (1906) 23 
R.P.C. 297; National Cash Register Coy. v. Theeman (1907) 24 R.P.C. 211; Dorman 
§ Coy. v. Henry Meadows Ld. (1922) 2 C.D. 332; and Joseph Rodgers Ld. v. W. N. 
Rodgers § Coy. (1924) 41 R.P.C. 277. 
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culty of this proposition to the particular facts of the case” *’ was 
resolved by virtue of the good will acquired by the plaintiff com- 
pany in ADREMA in Great Britain since 1923 and by considering 
immaterial the trade undertaken by the German company in other 
parts of the world.** (Sturtevant Engineering Company Ld. v. 
Sturtevant Mill Co. of U.S.A. Ld. (1936) 53 R.P.C. 430.) 

The defendant companies were restrained from using ADREMA 
on any addressing or listing machines in the United Kingdom 
under any name or mark apREMA or a mark similar thereto as to 
deceive and from using “any style or title comprising the word 
ADREMA” or any style which would lead to confusion between the 
business of the defendants and plaintiffs as requested by the 
British company. 

The defendants were also held to have been guilty of trade- 
mark infringement, defendant’s reliance on Section 8 of the Trade 
Marks Act*® being denied, on the ground that their use of the 
trading name on the goods was not bona fide. 

In the arrow case (Cluett Peabody & Coy. Inc. v. McIntyre 
Hogg Marsh & Coy. Ld. (1958) R.P.C. 335) the plaintiff first sold 
separate collars bearing a “Device of a Horizontal Arrow” and 
the word arrow over it in 1909. The plaintiff’s trade closed down 
during the first World War and resumed in 1930 when a substan- 
tial trade in arrow and Device in American styled high priced 
collar attached shirts was built up. The defendant used the arrow 
device since 1886 and used the device and word arrow or ARROW 
BRAND since 1892 in respect of lower quality shirts and collar 
attached shirts during the nineties and resumed use on such shirts 
in the late 1920’s. 

Plaintiff owned two registered trademarks; a “Device of three 
intercrossed arrows in the background of a shield with a ribbon 
across the end and the words arrow BRAND” in respect of shirts, 
collars and cuffs under No. 13097 of September 7, 1877 and a 
“Device of a plain horizontal Arrow and the word arrow above it,” 
covering collars and cuffs obtained on October 18, 1923. The defen- 
dant registered the “Device of an Arrow” on September 28, 1877 
in respect of shirts under No. 441,750. 

There were prolonged negotiations over the years; from 1911 
to 1951 defendant’s action (or inaction) seems to have been guided 





47. Lord Alverstone, then Master of the Rolls in Valentine Meat Juice Coy. V. 
Valentine Extract Coy. Ld. (1900) 17 R.P.C. 673. 

48. The court applied the doctrine that trademarks are territorial in concept. 

49. See footnote 14. 
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by the belief that the use of plaintiff’s arrow and Device mark 
would increase the value of defendant’s mark, either because they 
could get a higher price for their goods or because the defendant 
would gain from the possible confusion. 

The plaintiff does not seek to restrain defendant’s use of the 
“Horizontal Arrow Device” (which defendants have registered) 
but seeks to restrain the use of the words ARROW Or ARROW BRAND. 


The defendants deny the infringement and rely on the addi- 
tional defenses of Section 4(4),*° that they are using their regis- 
tered trademark; that they are the prior users,” and that the 
plaintiffs are precluded by their laches, acquiescence and delay. 
Furthermore, defendant counterclaims that plaintiff’s use of the 
ARROW and Device mark on collars infringes the defendant’s regis- 
tration. Plaintiffs do not deny the infringement, but defend on 
the ground of defendant’s laches, acquiescence and delay. 

An additional issue is raised by plaintiff’s counterclaim to the 
counterclaim: whether defendant’s permission to plaintiff to use 
defendant’s mark renders defendant’s mark deceptive so that 
defendant’s registration should be expunged. 

After reviewing the test of comparison of marks announced 
in De Cordova & Others v. Vick Chemical Coy. (1951) 68 R.P.C. 
103, and Saville Perfumery Ld. v. June Perfect Ld. and F. W. 
Woolworth & Co. Ld. (1941) 58 R.P.C. 147, Mr. Justice Upjohn 
held that defendants have infringed plaintiff’s mark No. 13097. 
However, defendants’ mark as used on shirts does not infringe 
Reg. No. 441,750 registered for cuffs and collars, particularly since 
the item “shirts” was deleted from the specification of goods after 
a complaint by the defendant. 











50. Section 4(4): “The use of a registered trade mark, being one of two or more 
registered trade marks that are identical or nearly resemble each other, in exercise of 
the right to the use of that trade mark given by registration as aforesaid, shal] not 
be deemed to be an infringement of the right so given to the use of any other of those 
trade marks.” 

51. Section 7: “Nothing in this Act shall entitle the proprietor or a registered 
user of a registered trade mark to interfere with or restrain the use by any person of 
a trade mark identical with or nearly resembling it in relation to goods in relation 
to which that person or a predecessor in title of his has continuously used that trade 
mark from a date anterior— 

(a) to the use of the first-mentioned trade mark in relation to those goods by the 
proprietor or a predecessor in title of his; or 

(b) to the registration of the first-mentioned trade mark in respect of those goods 
in the name of the proprietor or a predecessor in title of his, whichever is the earlier, 
or to object (on such use being proved) to that person being put on the register for 
that identical or nearly resembling trade mark in respect of those goods under sub- 
section (2) of section twelve of this Act.” 


(See footnote 57 for Section 12 (2).) 
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The main issue resolved was the question of the equitable 
defenses of laches, acquiescence and delay. Although Fullwood v. 
Fullwood (1878) 9 C.D. 176 stands for the proposition that a mere 
lapse of time affords no bar in equity, the High Court of Justice 
limits this principle to the particular facts of that case. The delay 
in that case, it will be recalled, was under two years. Here the 
defendant had used the offending word and device for sixty years 
prior to the action and in deliberate dicta, the court states that such 
delay without more would be a good equitable defense. But in this 
ase plaintiffs made no complaint of defendant’s continued use 
of the word arrow on shirts and “further lulled them into a feeling 
of security.” °? While falling short of an estoppel, as defendants 
knew of all the facts to enable them to draw a conclusion of their 
own legal position, and since they did not act in reliance of plain- 
tiff, plaintiff’s behavior and delay constituted a “waiver of the 
plaintiff’s right to sue for infringement.” * 

The defendants were also estopped from succeeding in their 
counterclaim, in view of their part in the mutual understanding 
of the parties to live and let live. 

The defenses of defendants on various sections of the Trade 
Marks Act were denied. Section 30 (1)** was held inapplicable as 
the use of the word arrow was a substantial addition affecting the 
“Device” registration. The defense of Section 7° also failed as 
no word was used by the defendant before 1877, the date of plain- 
tiff’s first registration. 

The counterclaim to the counterclaim, to expunge defendant’s 
registration failed, the court holding that the Bowden Wire case™ 
was not applicable, no licensing in law or in fact existing here. 
The court permitted the use of the mark involved by both parties 


in this language: 


“Tt is a commonplace of trade mark law that two registered 
trade marks may so nearly resemble one another as to cause 
confusion, yet in certain circumstances both may be allowed 





52. (1958) R.P.C. at 354. 

53. (1958) R.P.C. at 355. The court considered the doctrine of acquiescence as dis- 
cussed in Willmott v. Barber (1880) 15 C.D. 96; Canadian Pacific Railway v. King 
(1931) A.C. 414 and Electrolux Ld. v. Electrix Ld. and Another (1954) 71 R.P.C, 23. 

54. Section 30 (1): “Where under the provision of this Act use of a registered 
trade mark is required to be proved for any purpose, the tribunal may, if and so far 
as the tribunal thinks right, accept use of an associated registered trade mark, or of 
the trade mark with additions or alterations not substantially affecting its identity, as 
an equivalent for the use required to be proved.” 

55. See footnote 51. 

56. (1913) 30 R.P.C. 580 and (1914) 31 R.P.C. 385. 
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to remain on the Register. This is recognized by Sec. 4(4) 
and See. 12(2) of the Trade Marks Act, 1938.” * 


3. Injunctive Relief and Damages 

Plaintiff, owner of a trademark registration for aQqUAMATIC 
for toy water pistols instituted an infringement action against 
the use of watTerMatic for toy water pistols. (Harry Reynolds v. 
Laffeaty’s Ld., Dodwell & Coy. Ld. and S. Guiterman & Coy. Ld. 
(1958) R.P.C. 387.) 

The water pistols were manufactured by a New Zealand com- 
pany who had obtained trademark registrations on aQUAMATIC in 
Australia and New Zealand and since this mark was registered in 
Great Britain, warerMatic was adopted for use in the United 
Kingdom. There was evidence that the word “matic” was common 
to the trade and defendants argued that “aqua” was descriptive 
for water pistols. The plaintiff admitted that each part of the 
mark was not protected but that the mark, as a whole, must be 
protected and that any one with the least knowledge of Latin 
knows that “aqua” means “water.” Mr. Justice Upjohn held that 
“the ordinary member of the public, seeing an aqguamMaTic water 
pistol one day and a waTeRMatic water pistol months afterwards, 
would be more likely to be confused.” ™ 

The question whether the manner of use of the words ENGLISH 
ROSE was trademark or trade name usage was the principal issue 
in the case before the High Court of Justice before Mr. Justice 
Upjohn in English Rose Ld. v. Daintifyt Brassiere Coy. Ld. (1958) 
R.P.C. 359. In the advertisements which the plaintiff sought to 
enjoin, the words ENGLISH ROSE appeared on one line and the words 
CORSETRY LTD. appeared in the next line and the defendants took 
the position that this is use of ENGLISH ROSE CORSETRY LTD. of its 
name; but the court considered this to be trademark use within 
the meaning of the injunction which had issued, restrained the 
defendants perpetually from “using or permitting or procuring 
ENGLISH ROSE CORSETRY LD... . to use the trademark ENGLISH ROSE.” °° 

In a motion for sequestration of the defendant’s property for 
an alleged breach of an injunction, Mr. Justice Wynn-Parry, speak- 


57. (1958) R.P.C. at 357. See footnote 50 for Section 4(4). Section 12(2) pro- 
vides: “In case of honest concurrent use, or of other special circumstances which in 
the opinion of the Court or the Registrar make it proper so to do, the Court or the 
Registrar may permit the registration of trade marks that are identical or nearly 
resemble each other in respect of the same goods or description of goods by more than 
one proprietor subject to such conditions and limitations, if any, as the Court or the 
Registrar, as the case may be, may think it right to impose.” 

58. (1958) R.P.C. at 391. 

59. (1958) R.P.C. at 361. 
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ing.for the Chancery Division of the High Court of Justice held 
in a decision rendered on January 14, 1958 that the defendant had 
technically breached the order of the court reported at (1957) 
R.P.C. 471 because all the words of defendant’s corporate name 
had not been depicted in letters of equal size on the sign of the 
shop. It is interesting to note that the Judge considered it proper, 
at the request of both parties, to consider not only “what has 
happened, but ... to express a view as to whether what is proposed 
to be done... complies with or constitutes a breach of the order.” * 
In effect, the plaintiff’s motion for sequestration of the defendant’s 
property resulted, at least partially, in a declaratory judgment 
which can guide the action to be taken by both parties in the adop- 
tion of a new sign for the store. (General Radio Coy. v. General 
Radio Coy. (Westminster) Ld. (1958) R.P.C. 68.) 

In the case of Thomas French & Sons, Ld. v. John Rhind & 
Sons, Ld. (1958) R.P.C. 82, Mr. Justice Danckwerts granted an 
injunction to restrain the defendant from passing off goods not 
of the plaintiff’s manufacture as being goods manufactured by the 
plaintiffs where the evidence before the Chancery Division 
(Group B) of the High Court of Justice consisted of two trap 
orders for 3 ft. 6 ins. RUFFLETTE™ curtain track together with com- 
plete fittings written by an inquiry agent who was accompanied 
by a managing clerk of the plaintiff’s solicitors. The defendant’s 
assistant sold the article without commenting on the maker’s name 
or the brand in any way and under the rule of law established in 
the case of Pearson Brothers v. Valentine & Coy. (1917) 34 R.P.C. 
267, an injunction was issued. 

In the last of the cases considered, the following order was 
held to be proper in awarding damages to the plaintiff who had 
succeeded in a passing off action: 


“An inquiry as to what damages (if any) have been sustained 
by the Plaintiffs by reason of the sale by the Defendants of 
watches not being goods of the Plaintiffs under any name or 
mark containing the word Baume and calculated to pass off 
or to enable others to pass off such watches as and for the 
Plaintiff’s watches.” * 


(Baume & Coy. Ld. v. Moore (A.H.) Ld. (1958) R.P.C. 319.) 
60. (1958) R.P.C. at 70. 


61. Plaintiff’s trademark. 
62. (1958) R.P.C. at 320. 
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THE EFFECT OF THE EUROPEAN COMMON MARKET 
ON TRADE MARKS* 


By Rex Brown** 


The European Economie Community or Common Market Plan 
will affect more than one hundred and fifty million people, all of 
whom are, in one way or another, consumers of branded products 
subjected to certain provisions of the Rome Treaty of 1957 signed 
by France, Italy, the Netherlands, Belgium, Luxembourg and 
Western Germany. The principal object of the Treaty is to estab- 
lish a market in which goods can move freely, unhampered by 
customs formalities, quotas and customs duties. All this is to be 
achieved fully within the next fourteen years. 

The Rome or Common Market Treaty became effective as 
from January Ist 1958 and began to be operative on January Ist 
1959. 

Anxiety has been created, not only in the minds of owners 
of industrial property in the six participating countries but with 
American and British manufacturers and traders having European 
representation, by Articles 85 and 86 of the Treaty.’ Before pro- 
ceeding to consider what may be in store in the realm of industrial 
property let us review the existing situation. 

Industrial property is divided into three types, patents, trade 
marks and industrial models and designs and to the owners of 
each of these types monopoly rights may be granted by the State 
to the exclusion of all others except in instances where provision 
is made by a particular State to appoint a licencee. 

In certain quarters there is regrettably some odium attached 
to the word “monopoly.” Yet it is, after all, one which originated 
with the earliest forms of civilised existence. To deny that a man 
has a monopoly of his wife would surely be anti-social in the 
extreme; in fact respectable society demands that such a monopoly 
be strongly exercised. 

The granting of a trade mark registration is a statutory 
recognition of the owner’s right to deny the use of that mark to 





* Address delivered at a meeting sponsored by the International Committee of 


U.S.T.A. on April 29 in New York City. 

** Trademarks Manager of the Royal Dutch/Shell Group of London; Senior Vice- 
President of The Institute of Trade Mark Agents; member of the Council of the Trade 
Marks, Patents and Designs Federation and of the British National Committee (Indus- 
trial Property) of the International Chamber of Commerce. 

1. The text of Articles 85 and 86 is printed at the end of this article, pages 526-527. 
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others (except by form of licence), to reduce unfair competition 
and to guard the publie against confusion by enabling them to 
exercise a choice of goods. Such a monopoly may be justified so 
long as it is not exercised contrary to the public interest. 

The trade mark monopoly to which I have referred is exer- 
ciseable only in the State in which it is granted and is always 
subject to conditions peculiar to that State. So far as rights 
obtainable by registration are concerned no such thing as a 
European Trade Mark exists and although all countries of 
Western Europe are members of the Paris Convention of 1883 
for the Protection of Industrial Property, recently revised in 
Lisbon, no such thing as a Convention Trade Mark exists. What 
happens is that within the Union formed by the Convention each 
country guarantees national treatment for nationals of other 
eountries of that Union and whilst relations resulting from the 
Convention have given rise to codes of law having an overall 
resemblance the fact remains that trade mark laws are exclusively 
national and so are interpretations of such laws by national Courts 
and administrations. 

These differences may, and sometimes do, act as barriers to 
the free passage of branded goods across national frontiers, and 
in spite of reciprocal arrangements such as those under the Paris 
Convention there remains in every one of the countries concerned 
an exclusively national foundation of protection. With the passage 
of years every country subscribing to the Paris Convention has 
developed its own methods of protecting trade marks, and in every 
instance such methods are based on systems believed to be the 
most suitable for the particular requirements of each of the coun- 
tries concerned. It necessarily follows that differences, often 
considerable, exist between national requirements such as the 
goods to be covered by a trade mark registration, the length of 
the period for which a monopoly may be granted and conditions 
under which a registrant may lawfully assign his trade mark or 
license the use of it to others without placing his monopoly in 
jeopardy. 

One may therefore summarise the present situation thus: 


1. Each country has its own method of protection gov- 
erned by national laws, practices and procedure. It must be 
borne in mind that even Convention nationals availing them- 
selves of reciprocal arrangements are nevertheless subject to 
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the laws and practices of other countries within the Conven- 
tion; 


2. It is only within the country of grant that a trade 
mark registration is basically effective; 


3. Every national method of trade mark protection is 
supported in its own country either because of its established 
value to that country’s economy or because of an understand- 
able reluctance to change it for some unproven system. 
IXxperience inclines to the belief that no given country shows 
a marked desire to substitute the trade mark protection system 
of some other country for its own. 


It is only by inference that trade marks may be included in 
certain clauses of the Rome Treaty since specific reference to 
industrial property is made only in Articles 36 and 106. We can 
dismiss the latter since it concerns only Annex III of the Treaty 
which lists invisible transactions including payments relating to 
“authors’ royalties, patents, designs, trade marks and inventions 
(... whether or not legally protected ...).” Whatever inference 
may be drawn from Articles 85 to 89, Article 36 excludes “the pro- 
tection of industrial and commercial property” from the operation 
of Articles 30 to 34 which provide for the liberation mutually of 
restrictions. 

Some anxiety has been engendered by certain provisions of 
the Treaty because in seeking to obtain a freer circulation of 
products which will undoubtedly have a beneficial effect in the 
long run very little consideration seems to have been given to the 
safeguarding of industrial property rights legitimately granted 
or recognised, not only to the advantage of the owner thereof but 
in the general interests of the public. It is Articles 85 and 86 which 
have given rise to this anxiety for in these Articles no exception 
is made in favour of industrial property including, of course trade 
marks. 

Article 85 deems incompatible with the Common Market, and 
prohibits, any agreements between enterprises, decisions by trad- 
ing associations and concerted practices which are likely to affect 
commerce between Member States of the Common Market and 
which are intended to, or in fact do, impede or restrict competition 
within the Market Area. A strict and literal interpretation of this 
Article could prohibit the fixing of sales or purchase prices relating 
to a transaction, the control or limitation of sales, production, ete., 
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and the apportioning of fields of marketing ete., all of which fre- 


quently occur legitimately in negotiations between owners of trade 


marks. 

Unlike the United Kingdom and, I believe, to some extent the 
United States, in some countries treaties entered into may be 
regarded as binding upon the States concerned at the moment 
of ratification or promulgation without the necessity of separate 
national legislation. 

Whether or not Articles 85 and 86 are regarded as imme- 
diately operative in the contracting countries it is stipulated in 
Article 87 that “Within a period of three years after the date of 
the entry into force of this Treaty, the Council, acting by means 
of a unanimous vote on a proposal of the Committee and after the 
Assembly has been consulted, shall lay down any appropriate 
regulations or directives with a view to the application of the 
principles set out in Articles 85 and 86.” In the meantime Article 
88 provides that “Until the date of the entry into force of the 
provisions adopted in application of Article 87, the authorities of 
Member States shall, in accordance with their respective national 
law and with the provisions of Article 85, particularly paragraph 
3, and of Article 86, rule upon the admissibility of any under- 
standing and upon any improper advantage taken of a dominant 
position in the Common Market,” and finally it is laid down in 
Article 89 that “Without prejudice to the provisions of Article 88, 
the Commission shall, upon taking up its duties, ensure the appli- 
cation of the principles laid down in Articles 85 and 86.” 

In the realm of trade marks, agreements falling under the 
prohibition of Article 85 do exist, as we know, and although hith- 
erto regarded as necessary and legitimate they might, in certain 
circumstances, be overridden. Such innocuous contracts as trade 
mark licence agreements concerned with the apportioning of sales 
areas or production limitations because of acknowledged concur- 
rent trade mark rights within a given area could be declared illegal 
simply because insufficient consideration appears to have been 
given in the drafting of the Treaty to the rights of industrial 
property owners. 

In all this it becomes apparent that outside interests including 
American and British must be affected when there exist certain 
types of agreements between nationals of the Common Market 
Area and individuals or concerns outside that Area. 








Vol. 49 T.M.R. EFFECT OF EUROP. COMM. MARKET ON TRADEMARKS 519 


In recent years it has been recognised in all modern and 
progressive states that a lawful monopoly may be granted to the 
owner of a trade mark and moreover in the requirements of pres- 
ent day commerce that owner has, within reasonable limitations, 
the option to licence his rights to third parties in one or more 
countries on terms mutually agreeable yet perhaps varying accord- 
ing to states but without detriment to the public interest. To 
abolish this kind of development might cause a reaction detri- 
mental to public interest and most damaging to unfortunate 
traders. 

Already in the Netherlands a case has been brought before 
the District Court of Zutphen between a Belgian and a Dutch firm. 

It concerned the termination by a Dutch firm of an agree- 
ment with a Belgian firm under which the latter undertook not to 
export to the Dutch Textile Industry and the Netherlands Post 
Office more than 20% of paper wrappers of the total Dutch poten- 
tial market in return for which the Dutch firm undertook not to 
export any paper wrappers to Belgium. This “market sharing” 
agreement had been entered into some years ago as a result of 
a previous dispute and was one of the conditions of a legal settle- 
ment which was ultimately reached. The Dutch firm now alleged 
that the agreement in question was contrary to the Common 
Market Treaty (especially Article 85) and it had therefore notified 
the Belgian firm that it considered the agreement terminated as 
from the date of the entry into force of the Common Market 
Treaty i.e. lst January, 1958. 

The Belgian firm which contended that the termination lacked 
validity was represented by Mr. Kauffman and received inter alia 
advice from Mr. P. Blaisse. The Dutch firm was defended by 
Mr. Hillen. 

Mr. Kauffman stressed in his plea that it would be unthink- 
able on practical grounds alone that the makers of the Treaty 
intended direct application of Article 85 as this would result in 
economic chaos. In this connection he referred to an article of 
Mr. VerLoren van Themaat (Director-General of the Cartel 
Bureau) who came to the same conclusion and he mentioned that 
this opinion is also shared by the Dutch Government, the Belgian 
Government and the International Chamber of Commerce. (Ac- 
cording to this interpretation Article 85 contains only the prin- 
ciples on which the regulations required by Article 87 should be 
drawn up, whilst in the meantime the local law would be applicable 





520 THE TRADEMARK REPORTER Vol. 49 T. M.R. 





—which in its turn should also be in line with the ideas of Article 
85—(1.e. system of indirect effect).) 

Mr. Hillen pointed out that there are two approaches possible 

to cartels: 

(1) All restrictive agreements are null and void save for 

special exceptions by law (the “prohibitive system” of 
Germany and America). 
Cartels are permitted in principle, but can be dissolved 
by the authorities in certain cases (the “abuse” system 
like the Dutch system laid down in the “Cartel provisions” 
and “Law regarding economic competition”’). 


In Mr. Hillen’s view the originators of the Common Market 
Treaty had chosen the first system. According to him Article 
85(2) is “self-executing.” He recalled that Mr. VerLoren van 
Themaat and Minister Sylstra considered Article 85 for the fol- 
lowing reasons not self-executing: 

(1) That it was not the intention of the originators of the 

Treaty, 
(2) Article 89 mentions “application of the principles,” 
(3) Article 88 declares that in the interim period the authori- 


ties of the Member States shall rule in accordance with 
national law ete. 


Mr. Hillen then endeavoured to invalidate these points by 
pointing out: 
(1) It appeared nowhere that the originators of the Treaty 
chose the “non self-executing” system. According to him, 
Article 85 is considered in Germany as self-executing. 
(2) It is by no means certain that Articles 85 and 86 consist 
exclusively of principles. 


(3) The fact that Article 88 says “in accordance with” and 
not “by virtue of” does on the contrary not support Mr. 
VerLoren van Themaat’s views. 


He concluded by saying that the originators of the Treaty 
had a self-executing system in mind and that the Dutch Parlia- 
ment when ratifying the Common Market Treaty fully realised 
this and accepted the implication that the Dutch “Cartel provi- 
sions” therefore would be superseded by Article 85. Finally Mr. 
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Hillen pointed out the curious situation resulting from the 


(Dutch) law which declares Article 85 not applicable to agree- 
ments which have been registered and have not been declared 
invalid under the cartel provisions. However, if one considers 
Articles 85 and 86 self-executing and binding on the citizen then 
this Dutch law should not be applied as it would be contrary to 
Articles 85 and 86 of the Common Market Treaty which according 
to the Dutch Constitution would have priority. 

The President of the Court in his judgment came to the con- 
clusion that Article 85 was not directly binding and that the 
agreement therefore was still valid as it was permissible under 
the Dutch law. His decision was reached on the following grounds: 
according to him Articles 85 and 86 state indeed that market 
sharing agreements as between the two contending parties are 
automatically invalid. However, Articles 85 and 86 contain only 
principles which require, according to Article 87 further elabora- 
tion in regulations to be made within a period of three years after 
the date of the Treaty. In the meantime according to Article 88 
the national law determines whether market sharing agreements 
are valid or not. The Dutch legislator has in accordance with 
Article 88 made a new regulation under which agreements which 
are not prohibited by the old Dutch “cartel provision” are permis- 
sible. 

These national laws will apply till such time as the regula- 
tions required by Article 87 have been made. The reason for this 
arrangement according to the President can be explained by the 
fact that Articles 85 and 86 were intended to break up agree- 
ments which restrict trade in the Common Market. However, the 
Common Market—although legally effective—was in practice not 
yet operating and would only gradually become effective in the 
course of time (when tariff barriers would have been reduced, 
ete.). Therefore the originators of the Treaty had, for an interim 
period of three years, namely till the new regulations would have 
been made in accordance with Article 87, left the national law 
applicable. 

It seems however likely that the Dutch firm will appeal 
against the decision of the Zutphen court. 

Whatever the final outcome of the Dutch case and whatever 
deductions one may make from a study of the Rome Treaty it 
seems that Member States will be faced with the problem of 
continuing to apply their respective national laws whilst at the 
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Hillen pointed out the curious situation resulting from the 
(Dutch) law which declares Article 85 not applicable to agree- 
ments which have been registered and have not been declared 
invalid under the cartel provisions. However, if one considers 
Articles 85 and 86 self-executing and binding on the citizen then 
this Dutch law should not be applied as it would be contrary to 
Articles 85 and 86 of the Common Market Treaty which according 
to the Dutch Constitution would have priority. 

The President of the Court in his judgment came to the con- 
clusion that Article 85 was not directly binding and that the 
agreement therefore was still valid as it was permissible under 
the Dutch law. His decision was reached on the following grounds: 
according to him Articles 85 and 86 state indeed that market 
sharing agreements as between the two contending parties are 
automatically invalid. However, Articles 85 and 86 contain only 
principles which require, according to Article 87 further elabora- 
tion in regulations to be made within a period of three years after 
the date of the Treaty. In the meantime according to Article 88 
the national law determines whether market sharing agreements 
are valid or not. The Dutch legislator has in accordance with 
Article 88 made a new regulation under which agreements which 
are not prohibited by the old Dutch “cartel provision” are permis- 
sible. 

These national laws will apply till such time as the regula- 
tions required by Article 87 have been made. The reason for this 
arrangement according to the President can be explained by the 
fact that Articles 85 and 86 were intended to break up agree- 
ments which restrict trade in the Common Market. However, the 
Common Market—although legally effective—was in practice not 
yet operating and would only gradually become effective in the 
course of time (when tariff barriers would have been reduced, 
ete.). Therefore the originators of the Treaty had, for an interim 
period of three years, namely till the new regulations would have 
been made in accordance with Article 87, left the national law 
applicable. 

It seems however likely that the Dutch firm will appeal 
against the decision of the Zutphen court. 

Whatever the final outcome of the Dutch case and whatever 
deductions one may make from a study of the Rome Treaty it 
seems that Member States will be faced with the problem of 
continuing to apply their respective national laws whilst at the 
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same time enforcing the regulations envisaged by the Articles 
regarded as relevant to industrial property. 

We know that the idea behind the Treaty is to increase mutual 
commerce between Member States by the abolition of their eco- 
nomic frontiers but anxiety must be felt in regard to existing 
rights acquired nationally by trade mark owners. With the even- 
tual disappearance of frontier restrictions there will be the grave 
problem of the circulation of branded goods in packaging which, 
whilst completely innocuous in the country of origin, will be an 
infringement of the statutory rights of a trade mark proprietor 
within the country of importation, for example, the registered 
proprietor in Germany of a trade mark such as asPrIRIN might have 
strong objections to the importation of a similar product manu- 
factured by some concern say, in France, where “aspirin” is a 
generic word. In a case such as this an appeal to the Commission 
for a directive or decision would appear to be necessary. 

Of course it is hoped room will be left for the negotiation 
of differences by private agreement. Such negotiations may be 
difficult but parties might well prefer them to a directive from 
a higher authority. To enable such agreement to be made, laws 


which limit assignment or make licensing difficult may need to be 
altered. 


Problems having some resemblance to this are not unknown 
in the United States and as an example I cite the recent Guerlain 
case which relates to three French perfume manufacturers— 
Guerlain, Lanvin and Corday—and three American perfume im- 
porters trading under the same names and with the same house 
marks and trade marks for particular lines as the French houses. 
The American companies, being the registered proprietors of 
these three trade marks in the United States, had recorded them 
with the Bureau of Customs under the Tariff Act, Section 526 
of which makes it unlawful to import goods bearing the mark 
of a corporation organised within the United States without the 
written consent of its owner. 

The United States Government brought an action under the 
Sherman Antitrust Act based on the contention that the defen- 
dants’ use of Section 526 of the Tariff Act to prevent the importa- 
tion of genuine perfumes bearing the recorded marks was an 
attempt to create a monopoly in violation of the Sherman Act. 
Judge Edelstein appears to have held that Section 526 did not 
give cover to “the American part of a single international enter- 
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prise to enable it to prevent the importation into the United States 
of authentic products sold abroad by the foreign part of the enter- 
prise.” He proceeded to decide that, by excluding imports of the 
genuine article, each trade mark owner had monopolised a relevant 
market consisting of the product itself. 

Professor Handler, in an address given to The New York 
Patent Law Association in April 1958, stigmatises the action of 
the Government in invoking the Sherman Act in these cireum- 
stances as “a reckless attack upon the integrity of our trademark 
system.” 

The case is further mentioned in The Trademark Reporter of 
December, 1958. I quote: 


“The Supreme Court, having noted probable jurisdiction 
several months ago, had placed this case on the summary 
calendar. The Case was scheduled for argument before the 
end of the year. 

However, on November 14, 1958, the Government filed a 
motion ‘to vacate the judgments heretofore entered in this 
case and to remand to the District Court for consideration 
of a motion to dismiss to be filed by the United States.’ 

In taking this almost unprecedented course, the Solicitor 
General stated in the brief accompanying the motion that, in 
the Government’s opinion, the issues involved in these proceed- 
ings should not be determined judicially but by an act of 
Congress. The brief further stated: ‘At the next session of 
Congress, the Government will seek, and all of the interested 
Departments of the executive establishment (the Departments 
of Justice, Treasury, State and Commerce) will join in sup- 
porting, legislation designed to make it clear that trademark 
protection is not available to prohibit the importation of a 
product legitimately marked by an affiliate of the trademark 
owner. The problem which is central to this litigation will 
thus be laid before that branch of government, the legislative, 
which is best equipped to deal with it in all its ramifications.’ 

The three respondents, having been advised by the 
Solicitor General that on remand to the District Court the 
United States will not oppose a request by the defendants 
that the complaints be dismissed with prejudice (although not 
acquiescing in the statements of fact and law made in its mo- 
tion) have raised no objection to the motion which is presently 
awaiting action by the Supreme Court. 

On December 15 the Court entered the following order: 
‘The motion to vacate the judgments is granted. The judg- 
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ments are vacated and the case remanded to the District 
Court to enable it to consider a motion to dismiss to be filed 
by the United States.’ ” * 







Let us now consider Article 90 of the Treaty which does not 
refer directly to industrial property but says in paragraph 1: 






“Member States shall, in respect of public enterprises and 
enterprises to which they grant special or exclusive rights, 
neither enact nor maintain in force any measure contrary to 
the rules contained in this Treaty, in particular, to those rules 
provided for in Article 7 and in Articles 85 to 94 inclusive.” 









Since the expression “exclusive rights” is inevitably bound 
up with the granting of trade mark registration under national 






law it is difficult to view paragraph 1 of Article 90 in any light 
other than that it comprises intangible rights including trade 
marks which are thus brought within the restrictive provisions of 






Articles 85 and 86. This view is strengthened by comparing para- 
; graph 1 with paragraph 2 of Article 90. The former requires 
Member States to subject certain enterprises, otherwise outside 
the immediate scope of the Treaty, to a system of national law 
compatible with the conventional system. Paragraph 2 however, 

creates a different system for certain other enterprises. It states: 










“Any enterprise charged with the management of services of 
| general economic interest or having the character of a fiscal 
monopoly shall be subject to the rules contained in this 
Treaty, in particular to those governing competition, to the 
extent that the application of such rules does not obstruct 
the de jure or de facto fulfilment of the specific tasks entrusted 
to such enterprise. The development of trade may not be 
affected to such a degree as would be contrary to the interests 
of the Community.” 













It is the Commission’s task to see that the provisions of Article 
90 become effective, for paragraph 3 of that Article reads: 





“The Commission shall ensure the application of the provisions 
of this Article and shall, where necessary, issue appropriate 
directives or decisions to Member States.” 
















2. On March 31, 1959, Judge Edelstein took final action upon the Government’s 
motion to dismiss these cases with prejudice. The earlier decision of the District Court 
is reported at 47 TMR 1087 and the action taken by the United States Supreme Court 


at 48 TMR 1455. 
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Reference should also be made to Articles 222 and 234 of the 
Treaty. The former rules that the Treaty “shall in no way preju- 
dice the system existing in Member States in respect of property.” 
The latter lays down that the Treaty shall not affect rights and 
obligations arising out of treaties previously concluded between 
“one or more Member States, on the one hand, and one or more 
third countries, on the other hand.” This must apply to the Paris 
Convention of 1883 on industrial property rights, signed, among 
others, by all the parties to the Rome Treaty. The rules of the 
Convention are to be found in the Member States’ national legisla- 
tion and are based on the right to exploit industrial property 
rights in a normal way. 

We must now come to the conclusion that, although it may 
not have been the intention of the Rome Treaty to interfere with 
the use and maintenance of industrial property rights, any inter- 
pretation of Articles 85 and 86 leaves room for doubt, and in order 
to assure the normal exploitation of industrial property rights and 
to avoid legal disputes no room for doubt should be left in the 
Treaty. Article 87 makes provision for the eventual introduction 
of “appropriate regulations or directives with a view to the appli- 
cation of the principles set out in Articles 85 and 86.” 

Already the European Commission’s first General Report has 
been published. In the section dealing with the Rules of Competi- 
tion, the Commission gave its view that Articles 85 and 86 must 
be regarded as immediately effective law. Although the Commis- 
sion has not elaborated officially on the implications of its pro- 
nouncement, it is understood that it intends that each Member 
State shall enact legislation to establish whether judicial or admin- 
istrative authorities shall be the competent authorities to make 
decisions concerning the Articles held in doubt, the method of 
reaching such decisions and means for enforcing the prohibitions 
emanating from these Articles. 

It is believed that the European Cartel Bureau had under 
consideration a clarification of this subject by issuing a regulation 
under Article 87 but doubts had arisen as to whether any such 
regulation would obtain the unanimous approval of the Council 
of Ministers required during the three years immediately follow- 
ing the coming into force of the Treaty. After that period of three 
years a qualified majority only is necessary. 

Meanwhile, what should be the attitude of trade mark practi- 
tioners like ourselves? In my view, using the phrase of Asquith, 
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one of Great Britain’s famous Prime Ministers, we can only “Wait 
and see.” 


The writer gratefully acknowledges assistance received from 
various sources especially material supplied by The Trade Marks 
Patents and Designs Federation, London, England. 

Reference should be made to the following articles by: 


(a) Prof. G. H. C. Bodenhausen in: Gewerblicher Rechts- 
schutz und Urheberrecht, Auslands- und Internationaler 
Teil, May, 1958, page 218. 

(b) Marcel Gotzen in: La Proprieté Industrielle, April, 1958, 
page 69. 

(c) Guillaume Finnis in: Revue du Marche Commun, No. 10, 
January, 1955, page 15. 

(d) Paul Reuter in the same periodical, page 46 on the 
Cartels aspect. 


TREATY ESTABLISHING THE EUROPEAN 
ECONOMIC COMMUNITY 
(Signed at Rome, March 25, 1957) 


CHAPTER 1] 


RuLES GOVERNING COMPETITION 


Section 1. 
Rules Applying to Enterprises 


ARTICLE 85 


1. The following shall be deemed to be incompatible with the Common 
Market and shall hereby be prohibited: any agreements between enter- 
prises, any decisions by associations of enterprises and any concerted prac- 
tices which are likely to affect trade between the Member States and which 
have as their object or result the prevention, restriction or distortion of 
competition within the Common Market, in particular those consisting in: 


(a) the direct or indirect fixing of purchase or selling prices or of any 
other trading conditions ; 


(b) the limitation or control of production, markets, technical develop- 
ment or investment; 
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(ce) market-sharing or the sharing of sources of supply ; 


(d) the application to parties to transactions of unequal terms in 
respect of equivalent supplies, thereby placing them at a competitive dis- 
advantage; or 

(e) the subjecting of the conclusion of a contract to the acceptance 
by a party of additional supplies which, either by their nature or according 
to commercial usage, have no connection with the subject of such contract. 


2. Any agreements or decisions prohibited pursuant to this Article shall 
be null and void. 


3. Nevertheless, the provisions of paragraph 1 may be declared inappli- 
cable in the case of : 

—any agreements or classes of agreements between enterprises, 

—any decisions or classes of decisions by associations of enterprises, 
and 

—any concerted practices or classes of concerted practices which con- 
tribute to the improvement of the production or distribution of goods or 
to the promotion of technical or economic progress while reserving to users 
an equitable share in the profit resulting therefrom, and which: 


(a) neither impose on the enterprises concerned any restrictions not 
indispensable to the attainment of the above objectives; 


(b) nor enable such enterprises to eliminate competition in respect of 
a substantial proportion of the goods concerned. 


ARTICLE 86 


To the extent to which trade between any Member States may be 
affected thereby, action by one or more enterprises to take improper advan- 
tage of a dominant position within the Common Market or within a substan- 
tial part of it shall be deemed to be incompatible with the Common Market 
and shall hereby be prohibited. 

Such improper practices may, in particular, consist in: 

(a) the direct or indirect imposition of any inequitable purchase or 
selling prices or of any other inequitable trading conditions; 


(b) the limitation of production, markets or technical development to 
the prejudice of consumers; 


(c) the application to parties to transactions of unequal terms in 
respect of equivalent supplies, thereby placing them at a competitive dis- 
advantage ; or 


(d) the subjecting of the conclusion of a contract to the acceptance, 
by a party, of additional supplies which, either by their nature or accord- 
ing to commercial usage, have no connection with the subject of such 
contract. 
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NOTES FROM THE PATENT OFFICE 


By Katharine |. Hancock* 


What Does the Trademark Identify? 


When a trademark is applied to containers or to wrappers for 
a commodity, it is sometimes difficult to determine whether the 
mark identifies the container or whether it identifies the contents 
of the container. Further, when a trademark (whether affixed 
to containers or to the commodities themselves) comes to the 
attention of groups of persons besides the purchasers of the 
commodity, it is sometimes difficult to determine whether the 
mark is actually functioning as a trademark. 

Such situations include marks placed on wrappers for bread, 
on wrappers for ice cream bars, ete.; marks placed on dispensers 
for paper towels, cleansing tissues, ete.; marks placed on cups, 
dishes or cartons for ice cream or other foods; marks placed on 
prefabricated dairy bar buildings or vehicles from which ice 
cream, ete. are dispensed; and marks such as a design applied 
to taxicabs. 

In reaching a conclusion in these situations, the first point to 
determine is what goods the party involved is selling—for instance, 
are only empty containers or wrappers being sold, or is some com- 
modity being sold in the containers for which the containers are 
merely the necessary holder? Since rights in a trademark arise 
from use in trade, a party can acquire those rights only in con- 
nection with commodities in which he actually deals. 

The second point to consider is the meaning of the word or 
symbol to the purchasers of the goods. A word or symbol which 
identifies the goods to purchasers of the goods and distinguishes 
the goods from goods of other manufacturers is a trademark 
even though other people, who are not purchasers, may not regard 
it as a trademark. The impact on those who purchase a particular 
commodity is controlling in evaluating the function of a word or 
symbol applied to a commodity—and not the impact on non- 
purchasers who are familiar with the word or symbol. 

A few examples will serve to illustrate these two points: 

In Ex parte Checker Cab Manufacturing Corp., 99 USPQ 480, 
44 TMR 553, where applicant was in the business of selling 
vehicles, it was stated, “Does the checkered band around the body 








* Primary Examiner, Trademarks, U.S. Patent Office; Member, District of 
Columbia Bar. 
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of taxicabs indicate to purchasers of the vehicles origin in this 
applicant?”; and, again, “The question here is not what the 
checkered band means to the ‘riding public’ but what it means to 
purchasers.” 

In Registration 674,009 the mark is pHoro-PaK for envelopes 
or folders. These items are sold empty by registrant, although 
other parties may later put photographic prints or other material 
in the folders and sell the entire package. The mark PHOTO-PAK is 
placed on the goods by registrant; registrant sells empty folders; 
and to those who purchase the unfilled folders from registrant 
(the purchasers are generally photographic stores) the mark 
identifies and distinguishes the origin of the folders. This mean- 
ing of pHoto-pak to the purchasers of the unfilled folders is con- 
trolling—and the probable meaning of PHOTO-PAK to people who 
may see the folder after it has left registrant’s control, has 
been filled with developed prints, and the entire package is sold 
to customers of a photographic shop, is of no consequence in 
determining whether or not the word functions as a trademark for 
envelopes or folders. 

In Registration 669,453 the mark LivE-PAK is placed by regis- 
trant across the front of plastic bags which are designed to be 
used later for transporting live fish. Registrant sells the bags 
empty. Although it may not seem, to people who see the bags 
after parties other than registrant have sealed live fish therein, 
that the mark identifies empty bags, the question is not the mean- 
ing of the term to such persons, but the meaning to persons who 
purchase the empty bags. 

PHOTO-PAK OF LIVE-PAK might have been a trademark for the 
packaged commodity, if the mark had been adopted and used only 
by a party in the business of selling the complete packaged com- 
modity. 

The third point to be considered in these situations is the 
nature (character) of the specimens presented to show use of the 
mark in trade. The nature of the specimens, and the manner in 
which the mark is displayed thereon, must both be examined 
carefully. One must consider whether such specimens represent 
the customary commercial manner of marking the goods involved. 
Or, if not the customary manner of marking such goods, has this 
party in fact used this unusual] method of affixing the mark for 
the purpose of identifying and distinguishing goods of his manu- 
facture? 
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The following discussion of particular situations may serve 
to illustrate this point: 

In Ex parte Chicago Towel Company, 99 USPQ 480, 44 TMR 
555, applicant sought to register the mark pry-o-Matic for paper 
towels, submitting for that purpose specimens showing use of 
the mark on dispensing cabinets from which users take towels 
as needed. It was held that use of the mark as shown by such 
specimens does not constitute trademark use on paper towels, 
since these cabinets are not the shipping containers for towels 
and do not represent the ordinary or usual commercial marking 
of paper towels as sold in trade. 

The mark pry-0-Matic may, of course, be a trademark for 
paper towels as well as for cabinets for paper towels, but that 
fact is not shown by specimens which illustrate use only on dis- 
pensing cabinets. 

Commercially, a mark is often put on an outside container or 
on the wrapper in which a commodity is sold, for the purpose of 
marking the commodity inside. In that event, such specimens 
represent use of the trademark for the commodity inside the 
package—and not use as a trademark for the container or wrapper. 

An illustration of that situation is found in Registration 
593,672, where the mark siIcLe identifies and distinguishes the 
frozen confection which is inside the wrapper on which the mark 
is placed. The specimens presented in seeking registration are 
paper bags and wrappers—that is, the commercial packaging— 
in which the frozen confection is sold to the consumers of the 
confection. Placing a mark prominently on the face of such 
wrappers or bags is the usual manner of identifying and dis- 
tinguishing the contents. These specimens, on the other hand, 
would not constitute use of the trademark for unfilled bags and 
wrappers. 

Proper specimens to show trademark use in the sale of con- 
tainers, ete. in the kinds of situations being discussed here, can 
be found in Registrations 528,830 and 541,973 for the mark sIcLE 
for, respectively, wooden handle sticks for suckers and wrappers 
or bags for frozen confections. The sticks and the bags are sold 
by the trademark owner to the manufacturers who use the sticks 
and the bags, in cardboard cartons of the type normally used for 
commercial shipping. The mark is stenciled or stamped on the 
outside of such cartons to identify the sticks or bags therein. Such 
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use constitutes trademark identification to the purchasers of the 
sticks and bags. 

Paper cups or dishes which are used for serving beverages or 
ice cream, ete. present an analogous situation. A trademark which 
identifies a beverage or a food, generally performs the function 
only of advertising when it is displayed on serving cups and 
dishes, ete. Such containers are not commercial packaging for 
what is served in them; nor is such marking the normal com- 
mercial marking for the cups themselves when they are sold in 
trade empty. Moreover, the cups or dishes in which such com- 
modities are served are not ordinarily sold in trade by the owner 
of the marks which identify the food or beverage, but they are 
ordinarily sold to the users by the cup or dish manufacturer 
under its own mark. 

A number of “soft ice cream” or “frozen custard” companies 
operate through authorized dealers, selling ingredients, cups and 
similar material, manufacturing equipment and buildings (road- 
side stands or vehicles), to their authorized dealers, who in turn 
actually manufacture and sell the “soft ice cream” or “frozen 
custard” to consumers from the roadside stands or vehicles. 


This is a business arrangement which permits such companies 
to own one trademark for all these various commodities. How- 
ever, for there to be use as a trademark as to any one of these 
commodities, there must be a marking of that commodity in com- 
merce of the appropriate type to identify and distinguish the 
specific commodity as to source. For example, a sign which is 
installed on a building to display the trademark does not illustrate 
use of the mark in commerce to identify and distinguish build- 
ings. The sign is a part of the building itself. When packaged 
with the knocked-down building in shipment, the sign is still 
merely a part of the building—it is not a “mark” identifying the 
knoecked-down building, and it is not a commercial marking in- 
dicating origin of the building. A normal type of commercial 
marking, such as stenciling or a label, could, of course, be placed 
on the outside of the packaged buildings when they are shipped 
in commerce, and such marking would constitute trademark use. 

The foregoing discussion illustrates the point that the same 
specimens—which show the same mark and the same manner of 
display of the mark—do not ordinarily constitute trademark use 
for both the container and the commodity contained therein. 
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NOTES FROM OTHER NATIONS 
Edited by Marcel Deschamps 


Germany (Federal Republic) 
Dilution 

Plaintiffs, publishers of the periodical quick, with a circula- 
tion of over one million copies, brought suit to enjoin defendants 
from continuing to sell a periodical called pas GLUECK. 

They were unsuccessful in all three instances on the basis 
that, although the two marks were phonetically quite similar, the 
obvious meaning of defendants’ mark (happiness, or luck) pre- 
eluded the possibility of confusion. 

The Supreme Court’s decision contains one of the most 
thorough discussions so far on the problem of dilution. The Court 
explains that the concept of trademark dilution is not based on 
any provisions of the Trademark or Unfair Competition Law, but 
on the prohibition of the Civil Code against illegal interference 
with property. This special remedy is therefore applicable only 
where the owner of a well-known mark seeks to enjoin its use by 
others on goods different from his own, with respect to which 
there is no possibility of confusion in the trademark sense. The 
Supreme Court points out that, although the unauthorized use of 
a well-known mark on confusingly similar goods also causes dilu- 
tion in the sense of diminishing the drawing power of the mark, 
the legal concept of dilution is not applicable in such cases 
because the ordinary trademark and unfair competition remedies 
suffice. In the case at hand, therefore, the plaintiffs could not 
rely on dilution, since, firstly, the goods involved were identical 
and, secondly, the marks were not confusingly similar. 

The Supreme Court also takes the opportunity to correct 
the dictum of the Court of Appeals that the claim to fame of an 
allegedly famous mark (beruehmte Marke) rests on the quality 
of the product and states that the special protection accorded 
such marks derives solely from the extent of their reputation 
and not from its qualitative foundation. 


Decision dated November 11, 1958 of the Supreme Court, Reported 
at 1959 GRUR 183. 


Effect of Color Claim on Registrability of Labels 
The Senate of Appeals of the German Patent Office held in 
its decision of October 9, 1958 that a label which otherwise might 
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be barred from registration on the ground of lack of distinctive- 
ness might be registrable if it appears in a striking color com- 
bination. 

The label in question consisted of a flashing red rectangle, in 
the center of which was inserted a strikingly blue triangle. The 
text of the label consisted only of the letters vks, which appeared 
in the center in white and the Arabic numeral 2. 

The Examiner had rejected the application on the ground 
that each of the components of the label, i.e., the rectangle, the 
triangle, the letters and the numeral, were, as such, not registrable. 
In its decision the Senate of Appeals stated: 


“As to the registrability, it depends on whether the trademark 
in its overall impression appears merely as a composition of 
individual parts that are not registrable, or whether it is an 
original combination of individual parts, which as a whole 
strikes the observer and will be retained in his memory, and 
thus appears as a means for the identification of the products 
of an individual enterprise. Such effect may possibly be 
created by the combination of colors and/or the particular 
composition of the individual parts.” 


The Senate of Appeals further emphasized the effect of the 
striking color composition of the red rectangle and blue triangle 
in conjunction with the white numeral and sequence of letters. 
It was also pointed out that the letters and numeral did not ap- 
pear in their entirety on the blue triangle but extended over into 
the red rectangle, and the Senate inferred therefrom that the 
combination of the red rectangle and the blue triangle did not 
have the sole purpose to attract attention to the letters and the 
numeral in the center. Instead, the division of the space and 
of the colors gave the label a pictorial character of a certain 
originality beyond a mere eye-matching function for the letters 
and the numeral. 


Decision reported at 1959 Mitt. 31. 


Great Britain 


Interim Injunction Against Trademark Infringement 


The plaintiffs own the trademark top secret which had been 
registered in respect of a preparation for holding ladies’ hair in 
position and they sought to obtain an interim injunction prohibit- 
ing the defendants from using Top MODEL in relation to a similar 
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preparation but which also served to dye the hair. Vaisey, J. held 
that “it may be that at the trial it will be shown in some way or 
other the public are being deceived either by an infringement of 
the trademark or by passing-off” but, in the meantime, there is 
not sufficient similarity between the marks and the get-up of the 
parties to warrant granting the preliminary injunction. 

Maz Factor Hollywood & London (Sales) Ld. v. Callinan Giles 
& Coy Ld. (1959) R.P.C. 96. 


Trademark Infringement—Passing-Off—Copyright 


Both the plaintiffs and the defendants in this case are con- 
fectioners and the particular product involved is hard candy or 
“fruit drops” sold in cans. A large percentage of the sales by 
both parties of this product is in the United States and it was 
on the request of the plaintiffs’ American agents that the plaintiffs 
developed a particularly attractive design for their cans. The 
essential distinctive element of the design was the arrangement 
of various colored fruit drops in an artistic pattern. There was 
no doubt that the defendants had copied the plaintiffs’ design. 

After the plaintiffs learned of the defendants’ copying, the 
plaintiffs applied to register their design as a trademark and a 
month after the trademark application was filed action was brought 
against the defendants for trademark and copyright infringe- 
ment and passing-off. Danckwerts, J. held that the plaintifis’ 
copyright in the design had been infringed and that the plaintiffs 
were entitled to protection of their artistic efforts. 

With respect to passing-off, there was no satisfactory evi- 
dence of actual confusion but nevertheless the Judge held that 
“the matter is one which [ have to decide on the factual evidence 
provided by the tins themselves.” Although the cans could be 
distinguished if placed side by side, the Judge came to the con- 
clusion that “confusion is not only possible but is likely” on the 
ground of “imperfect recollection.” 

It was argued on behalf of the defendants that it had not been 
established that they had an intention to pass off their goods 
as the goods of the plaintiffs. In this connection the Judge held: 


“After all, if the defendants’ artist, the artist employed by 
their factors, with or without direct instructions from them, 
it may be deliberately, or by accident so far as that is con- 
cerned, makes a copy of the plaintiffs’ design, it is not really 
open to the defendants to complain if confusion is said 
thereby to result, and it seems to me that, whilst I feel some 
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suspicion of the evidence of the defendants’ witnesses, even 
assuming that they were entirely bona fide this is a case in 
which the get-up was deliberately adopted by them... and 
they cannot complain of being held to have done the act 
deliberately if the course adopted by them turns out to be 
the wrong side of the line.” 


On the issue of trademark infringement the Judge also held 
for the plaintiffs even though the trademark registration was 
actually granted after the action was started because “when the 
mark was accepted for registration it was quite plain that under 
the provisions of the Trade Marks Act the registration dated 
back to the date of application. Consequently there is no doubt 
whatever that this mark was the registered trademark of the 
plaintiff company at the date when the action was taken.” 
Tavener Rutledge Ld. v. Specters Ld. (1959) R.P.C. 83. 


Italy 


Renewal Terms 


The Italian Trade Marks Act of 1942 (No. 929 of June 21, 
1942) established the term of trademark registrations as twenty 
years. There had been some question as to whether or not this 
provision is constitutional. The Trade Marks Act of 1868 pro- 
vided that trademark registrations would run for an indefinite 
period. This was amended by an Act in 1934 which provided for 
a ten-year term of registration. However, the 1934 Act, although 
passed by the Legislature, never was brought into effect. The 
present 1942 Act purports to bring into effect the 1934 Act and 
the issue was whether in doing so the term of registration could 
be changed. This question has been settled by the Italian Consti- 
tutional Court which held (Ea parte Falco, Decision No. 42, June 
27, 1958) that the alteration of the term of registration was 
within the power of the government. 

24 Rivista della Proprieta Intellettuale ed Industriale No. 58-59, 
page 135. 


Japan 
New Trade Marks Act 
A new Trade Marks Act has been enacted in Japan which is 
to come into effect April 1, 1960. The Act makes many important 
changes in the Japanese law including reducing the term of 
registration from 20 to 10 years, making it possible to assign a 
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trademark without the entire business, making it possible to license 
a trademark, changing the rules for cancellation on the ground 
of non-use. 


Norway 
New Classification of Goods 

Norway has adopted the new thirty-four class International 
Classification, which is the same as the New British Classification, 
and the new system will go into effect July 1, 1959. After that 
date when registrations come up for renewal, the Trade Marks 
Office will require that the specifications be adjusted to the new 
classification. 


Spain 


Opposition Proceedings 


An application to register JABON KOLA-KOLA in respect of 
soap was opposed by The Coca-Cola Company. The opposition 
was rejected by the Registrar on the ground that the goods 
covered by the coca-coLa registration are not similar to soap. 
On appeal to the Supreme Court the Registrar was reversed and 


the opposition upheld. The Supreme Court concluded that Kowa- 
KOLA “has a striking phonetic similarity to coca-coLa” and that 
“one cannot help feeling that far from being casual, the strong 
similarity which exists between the two trademarks now being 
compared is due to a preconceived purpose.” The Court held that 
the public would be confused and would assume that the soaps 
‘ame from the same firm which sold the beverages and this con- 
fusion would allow the applicant “to take advantage of the 
commercial reputation which another Company had achieved.” 
The Supreme Court’s decision was based both upon the opponents’ 
registered trademark as well as the opponents’ trading name. 
No registration of the trading name was necessary because Spain 
is a party to the International Convention, Article 8 of which 
provides that trading names shall be protected in all member 
countries without the obligation of registration. 


Decision of the Spanish Supreme Court of February 7, 1959. 
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IN MEMORIAM 


Sir Henry Gregory 


The United States Trademark Association and especially 
THe TRADEMARK Reporter have lost a distinguished friend 
with the death of Sir Henry Stanley Gregory, who was Secre- 
tary to the Trade Marks, Patents and Designs Federation 
of Great Britain and who suddenly passed away on March 
30, 1959. Before becoming Secretary to the Federation, Sir 
Henry held many public offices of great importance. He was 
Commissioner of Customs and Excise from 1938 to 1946, and 
Custodian of Enemy Property for England from 1948 to 1950. 
After his retirement, he served as Advisor to the Committee 
on Copyright of the Board of Trade. 


From the very day of his appointment as Secretary of 
the Federation, Sir Henry was in constant communication 
with our Association and its Editorial Board and cooperated 
in a mutual exchange of information and documentary ma- 
terial until his death. Much material distributed by Sir Henry 
to the membership of the British Federation had first been 
published in our publication and in turn we were frequently 
benefited from his unfailing and devoted assistance and wide 
knowledge in the field of industrial property. In paying 
tribute to him in these pages, we can do no better than quote 
from a letter which appeared in the London Times on April 
13, 1959. The letter said: “He earned the high respect not 
only of his colleagues in the public service but of the many 
industrialists and professional men (particularly in the indus- 
trial property world) with whom his work brought him into 
contact.” 


W. J.D. 
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PATENT OFFICE 


Trademark Statistics 


Cumulative 
January—April 
1959 1958 


Applications filed 7,007 
Registrations issued 
Principal Register Dos 4,286 


Supplemental Register 273 


4,559 
Renewals 955 
See. 12(c), publications 125 


See. 8, affidavits filed 4,127 


See. 8, cancellations 1,673 


Cancellations, other 71 








To All Members and Subscribers: 


Revision of Editorial Policy 
Regarding Part Il of 
The Trademark Reporter® 


As a result of a survey of the Members of The United States Trademark 
Association and the rising costs of publication, the Board of Directors of the 
Association, after very thorough study during the past year, has decided to 
revise the editorial policy regarding Part Il of The Trademark Reporter®. 


Beginning with the June 1959 issue, Part Il of The Trademark Reporter® 
will no longer contain the full text of all Court and Patent Office decisions relat- 
ing to trademarks. The editorial policy will be one of selectivity, whereunder 
the complete text of trademark decisions will be reprinted in Part Il of The 
Trademark Reporter® only in the event that the case is one of special signifi- 
cance in the field of trademark law. 


The above editorial policy has been adopted by the Board of Directors for 
numerous reasons. 


One of the reasons grows out of the recent establishment of the Trademark 
Trial and Appeal Board. This has caused the publication of almost twice as 


many Patent Office rulings as had been issued before the Appeal Board was 
created. A great many of the Appeal Board's decisions, now published in the 
United States Patents Quarterly, will replace decisions previously issued indi- 
vidually by Examiners of Interferences. These decisions by the Examiners had 
never been published unless appealed to the Commissioner of Patents. 


Rather than increasing the size of Part Il of The Trademark Reporter® by 
reprinting in full all of the decisions of the Trademark Trial and Appeal Board, 
the Editors will, beginning in June 1959, list the decisions of the Appeal Board 
which are of less legal significance. The list will refer briefly to the trademarks 
and products involved and cite the source where the full decision may be found. 


In the event that any Member wishes to secure more information, on the 
complete text of some of the above described decisions, the Association will 
make reasonable efforts to supply a copy of the material without any extra 
charge to the Member. 


With regard to Court opinions, including those of the Court of Customs and 
Patent Appeals, the editorial policy will be to continue to reprint in full ail deci- 
sions of special significance in the trademark field, to make a particular effort 
to carry original decisions of special significance which may not be published 
elsewhere, and to provide any editorial comment the Editorial Board may regard 
as appropriate. 





At the discretion of the Editorial Board, the Editors will condense or list 
Court decisions of only collateral or minor significance. Such a list will give the 
citation of the case. 


It is anticipated that the new editorial policy will permit the Association to 
assume the costs of the publication of more leading articles in Part | of The 
Trademark Reporter®, rather than to expend such funds reprinting decisions 
already available in standard reference sources. It is believed that leading 
articles by outstanding contributors will enhance the usefulness of The Trademark 
Reporter®. It is intended also to continue the historic value and character of 
The Trademark Reporter® as the only professional publication in the United 
States of America devoted specifically to matters of trademark protection. 


The Board of Directors and the Officers of The United States Trademark 
Association believe that this revision of editorial policy will continue to promote 
the objectives and the unique position of The Trademark Reporter® both in the 
United States and Abroad. 


Sincerely yours, 


JOHN L. ESTERHAI 
President 
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LIST OF OTHER TRADEMARK ARTICLES* 


ARTICLES 


Baum, S. V. 
Trademarks: A Capital Tug of War. (South Atlantie Quarterly, Vol. 58, No. 1, 
Winter, 1959, pp. 55-63. ) 


Bogsch, Arpad. 
Designs and Models. (Industrial Property Quarterly, Vol. 4, No. 2, April, 1959, 
pp. 3-19.) 


Cerny, Milton and Thomas G. Fisher. 
Effects of Confiscation on Trade-Marks Registered Abroad. (American University 
Law Review, Vol. 8, No. 1, January, 1959, pp. 44-53.) 


Crisis: The New Food Law. (Modern Packaging, Vol. 32, No. 9, May, 1959, pp. 75-78, 
170, 172, 174.) 
Comments on the “Williams Law,” amending the Federal Food, Drug and Cosmetic 
Act. 


Diamond, Sidney A. 
“Fake Fur” Case Illustrates New Technique for Controlling False Advertising. 
(Advertising Age, April 13, 1959, pp. 84, 86.) 


Durkee Famous Foods. 

Glue Flap That Tucks Back. (Modern Packaging, Vol. 32, No. 9, May, 1959, pp 
83-84, 153-154. ) 

Garner, Lewis 8. 

Trademark Registrations as Evidence of Use by Third Parties. (Journal of the 
Patent Office Society, Vol. 41, No. 4, April, 1959, pp. 293-295.) 

Jamaica. 

Trade Marks Law, 1957. Effective December 1, 1958. (Patent and Trade Mark 
Review, Vol. 57, Nos. 5-7, February—April, 1959, pp. 119-134; 156-171; 186-190. ) 

Robinson, Christopher. 

The Canadian Trade Marks Act of 1954. A Review of Some of Its Features. 
(Industrial Property Quarterly, Vol. 4, No. 2, April, 1959, pp. 27-43.) 

Two Bottles. (Trade Marks, Patents, and Designs Federation, Monthly Report, Part 1. 
April, 1959, pp. 1-7. Mimeographed. ) 

Comments on the “Haig and Haig” case and the coca-coLa bottle. 

World Trade Information Service. Washington, D. C., Dept. of Commerce, Luréeau of 
Foreign Commerce, Part 2: Operations Reports. Trademark Information is in 
eluded in the following reports: No. 59-9—United Kingdom; No. 59-14—Norway; 
No. 59-15—Burma; No. 59-21—Paraguay. 

Year’s Top Packages: Designers Use Subtle Imagery To Win Sales. (Printers’ Ink, 
April 10, 1959, pp. 21-23, 26-27.) 








* Copies of these articles are available for reference in the Association’s library. 
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NEELY et al. v. BOLAND MANUFACTURING COMPANY 
No. 587 —D. C., Minnesota, Ist Div. — September 25, 1958 









REMEDIES—INFRINGEMENT—BASIS OF RELIEF—CONFUSINGLY SIMILAR MARKS 
No infringement found between plaintiff’s marks JIFFY and KAT-E-KORNER 
and defendant’s marks KWIK-ZIP and DIAGONAL ZIPPER, both used for plastic gar- 
ment cover bags. 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—DRESS OF GOODS 
Mere copying of an unpatented design or the dress of another’s goods does 
not amount to unfair competition; it must also be shown that there is confusion 
and palming off resulting from such similarities and the confusion must be as to 
source, not simply of the goods. Defendant’s copying of plaintiff’s plastic garment 
bag, therefore, was not unfair as there was no evidence that purchasers believed 
it to be the product of the plaintiff or that the copied non-functional features 
identified the plaintiff as the source. Testimony by a retailer that he purchased 
defendant’s bags thinking them to be the products of the plaintiff was apparently 
disregarded in view of his further statement that customers did not associate 
plastic garment bags, per se, with the plaintiff. Moreover, the defendant did not 
compete unfairly in copying plaintiff’s packaging, for the defendant prominently 
displayed its name on the packages. 






















Action by Clarence L. Neely and Neely Manufacturing Co., Inc. v. 
Boland Manufacturing Company for trademark infringement and unfair 







competition. Complaint dismissed. 
Donald H. Zarley and Talbert Dick, of Des Moines, Iowa, and Sawyer, 


Sawyer & Darby, of Winona, Minnesota, for plaintiffs. 
Charles B. Cannon, of Chicago, Illinois, and George, Brehmer & McMahon, 


of Winona, Minnesota, for defendant. 







Devitt, District Judge. 
Plaintiff, an Iowa corporation, brings suit for an injunction and 






accounting against the defendant, an Illinois corporation doing business 
in the State of Minnesota, alleging trademark infringement and unfair 








competition. 

Plaintiff is engaged in the business of manufacturing and selling 
plastic garment cover bags. In 1948, the individual plaintiff filed a petition 
with the United States Patent Office claiming to be the inventor of an 
improved type of garment bag. This envelope-like plastic bag was designed 
with a zipper opening extending diagonally from the top center to the 
lower left-hand corner of the bag. The patent examiner denied plaintiff’s 
petition on the ground that the zipper arrangement was not distinctive 
enough to warrant the issuance of a patent. The decision was affirmed on 
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appeal by the Court of Customs and Patent Appeals. Application of Neely, 
40 CCPA 1061, 205 F.2d 195, 98 USPQ 273 (1953). 

For some years prior to the time the defendant began competing for 
the garment bag trade, the plaintiff used the registered trademarks JIFFY, 
JIFFY BY NEELY, and KAT-E-KORNER ZIPPER as identifying features on all 
their products. In 1956, plaintiff attempted to register, as a design trade- 
mark, an illustration of a suit suspended from a coat hanger and partially 
inserted within a garment bag. This design trademark, like the patent 
application, was rejected by the Patent Office. In 1958, pursuant to 15 
U.S.C.A. § 1092, the rejected application was amended to convert it to the 
Supplemental Register. The Patent Office has deferred action on its regis- 
tration pending decision in this action. 

The defendant has been engaged in the business of manufacturing 
and selling plastic rain wear for several years. In 1955 it expanded its 
operation and line of products to include plastic-type garment bags iden- 
tical to those manufactured and sold by the plaintiff. 

Plaintiff’s allegations of trademark infringement are grounded on the 
fact that the defendant is using the terms KWIK-zIP and DIAGONAL ZIPPER 
on its merchandise and is using a garment bag illustration on its packaging 
in all respects similar to that used by the plaintiff. In charging unfair 
competition, the plaintiff alleges that the defendant by “its studied copy 
of the non-functional features of plaintiff's goods, packaging and adver- 
tising,” is palming off its goods as those of the plaintiff. In addition, it 
charges that the defendant has been unjustly enriched because one of 
plaintiff’s former salesmen, who was also employed by the defendant to 
handle its rain wear, turned over to defendant trade secrets and confiden- 
tial customer lists, acquired while he was employed by the plaintiff. 

The defendant denies trademark infringement and unfair competition, 
and alleges that since the garment bag design is unprotected by a patent 
he, as well as the public at large, is entitled to imitate it in all particulars 
so long as he takes the necessary precautions to avoid confusing and mis- 
leading the purchasing public. It further claims the Jirry mark has been 
abandoned. 

The evidence at trial leaves little doubt that the garment bag manu- 
factured and sold by the defendant is almost an exact duplicate of the 
plaintiff’s and is packaged in a similar carton. 

The law applicable in this situation is well settled in this Circuit. The 
test to be applied in determining whether confusing trademarks exist was 
established in Seven Up Co. v. Cheer Up Sales Co., 148 F.2d 909, 911, 65 
USPQ 237, 239 (35 TMR 174), 8 Cir. (1945), where it was said: 


? 


“* * * the test of deceptive similarity is whether ordinary pur- 
chasers, buying under the usual conditions in the trade and exercising 
ordinary care, would likely be induced to purchase the article to which 
the accused trademark is affirmed, believing it to be the plaintiff’s 
article. [Citing cases.] This test must be applied by comparing and 
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contrasting the accused trademark with the purchaser’s assumed 
memory of the plaintiff’s trademarks. [Citing cases.| In thus testing 
the memory of the ordinary careful purchaser, the court must consider 
the appearance of the two trademarks as to form and color and their 
similarity or differences in sound or meaning when pronounced. 
| Citing case.]” 














Applying this test to the evidence, I am satisfied that there is no 
infringement. Certainly, a comparison of the marks shows marked auditory 
dissimilarities. They neither sound alike nor are spelled the same. Nor 
are they alike in appearance. A juxtaposition of the cartons bearing the 
marks reveals that the type script used by the defendant in setting up his 
mark is noticeably different. Also, in printing his mark, the defendant 
used black ink in comparison to the blue ink used by the plaintiff. The 
only real similarity between the plaintiff’s and defendant’s marks is in 
meaning. Both Jirry and KWIK-zIp imply doing something quickly or 
speedily. Similarly, KAT-E-KORNER and DIAGONAL ZIPPER are intended to 
designate the position in which the zipper is placed on the garment bag. 
All of the marks are descriptive. An examination of the cases reflects the 
reluctance of the courts to allow exclusive appropriation of marks which 
are merely descriptive of a product or its functions. The following marks 
have been held to be merely descriptive of the goods to which they apply: 
EZ-FLO as applied to insecticide dusts administered by spraying. Applica- 
tion of Diamond Fertilizer Co., 40 CCPA 908, 203 F.2d 767, 97 USPQ 333 
(438 TMR 956) (1953). FASTIE as applied to a tube fastening machine used 
for the purpose of applying fasteners to flexible ends of tubes such as 
sausage casings. Application of Hercules Fasteners, 40 CCPA 944, 203 
F.2d 753, 97 USPQ 355 (48 TMR 962) (1953) ; PRo-TEK-TIV as applied to 
shoes. Curtis-Stephens-Embry Co. v. Pro-Tek-Toe Skate Stop Co., 199 F.2d 
407, 95 USPQ 130, 8 Cir. (1952); sare-T-sEAL as applied to envelopes. 
In re Alvah Bushnell Co., 49 App. D.C. 133, 261 F. 1013 (10 TMR 88) 
(1919) ; WoRNOvA and SLIPOVA as applied to garments. Wornova Mfg. Co. 
v. McCawley and Co., 11 F.2d 465, 2 Cir. (16 TMR 371) (1926). Since the 
JIFFY and KAT-E-KORNER marks fall within the classification of descriptive 
marks not subject to exclusive appropriation, and the evidence does not 
sustain a finding that the ordinary purchaser was likely to confuse one 
mark for the other, there is no infringement. See Kellogg Co. v. National 
Biscuit Co., 305 U.S. 111, 59 S.Ct. 109, 83 L.Ed. 73, 39 USPQ 296 (28 TMR 
569). 

We next discuss whether the defendant has been guilty of competing 
unfairly with the plaintiff. Since the allegations of diversity of citizenship 
and amount in controversy also are made out in the complaint, the Court 
has jurisdiction to determine the issue independently of the registration of 
trademarks. 

A party cannot be deemed to be competing unfairly merely because 
he copies an unpatented design or has adopted a dress for his goods similar 
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to that of his competitor. General Time Instrument Corp. v. United States 
Time Corp., 165 F.2d 853, 76 USPQ 211 (38 TMR 172), 2 Cir. (1948). In 
order to recover, the plaintiff must show that the defendant is confusing 
the purchasing public and palming off its goods as those of the plaintiff. 
J.C. Penney Co. v. H. D. Lee Mercantile Co., 120 F.2d 949, 50 USPQ 165, 
8 Cir. (1941) ; 52 Am. Jur., Trademarks, Trade Names, etc., § 86. 

The doctrine of confusion would seem to imply that if the article 
copied is identical to the original article, the public not being able to dis- 
tinguish between the articles, is confused. This, however, as was stated in 
West Point Mfg. Co. v. Detroit Stamping Co., 222 F.2d 581, 589, 105 USPQ 
200, 207 (45 TMR 795), 6 Cir. (1955), cert. den. 350 U.S. 840, 76 S.Ct. 80, 
100 L.Ed. 749, 107 USPQ 362, is not the law: 


“The confusion for which the copier is held responsible, under 
the law of unfair competition, is not confusion resulting from the 
inability on the part of the public to distinguish between similar arti- 
cles, one of which has been copied from the other. It is rather confusion 
as to origin, not of goods, which controls on the question of unfair 
competition; and it is only if there is such relationship or analogy 
between the goods of a complainant and those of a defendant that 
ordinary retail purchasers are likely to be deceived as to the origin 
that there is, in law, unfair competition.” 


In Zangerle & Peterson Co. v. Venice, Furniture Novelty Mfg. Co., 
133 F.2d 266, 270, 56 USPQ 351, 353, 7 Cir. (1943), the rule was stated 
more simply. The Court observed : 


“To acquire a secondary meaning in the minds of the buying 
public, an article of merchandise when shown to a prospective cus- 
tomer must prompt the affirmation, ‘That is the article I want because 
I know its source,’ and not the negative inquiry as to ‘Who makes that 
article?’ In other words, the article must proclaim its identification 
with its source, and not simply stimulate inquiry about it. [Citing 
Kellogg Co. v. National Biscuit Co., 305 U.S. 111, 118, 49 S.Ct. 109, 
83 L.Ed. 73, 39 USPQ 296, 299 (28 TMR 569).]” 


The evidence at trial did not disclose any instance where persons 
purchased the defendant’s bag because of its design or packaging believing 
it to be the product of the plaintiff. Nor would the evidence sustain a 
finding that the nonfunctional features, alleged to exist by the plaintiff, 
identified him as the source of the product. Most of the testimony of the 
witnesses tended merely to establish a purchaser interest in obtaining a 
garment bag, at the most advantageous price, without concern for the manu- 
facturing source. In fact, one witness, Merle Munson, who operated a retail 
store handling the plaintiff’s bags, frankly admitted that although he had 
sold the defendant’s bags, believing them to be the plaintiff’s, the general 
purchaser did not associate plastic garment bags, per se, with the Neely 
Corporation. 
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Plaintiff contends that their large expenditures for advertising and 
the distinct method employed for packaging and dressing its goods compel 
a conclusion that the necessary secondary meaning was accomplished. It is 
true that the plaintiff expended money in advertising its product. Doubt- 
less the advertising expenditures were a factor in acquainting the public 
with the Neely bag and in opening a market for it. But, as was said in 
J.C. Penney Co. v. H. D. Lee Mercantile Co., supra, 120 F.2d at p. 955, 
50 USPQ at 171. 


“(T]hese expenditures could not purchase for the plaintiff the 
equivalent of a patent monopoly, nor operate to deprive the public 
of the right to competitive production in a field of functional values.” 


An examination of the packaging of the parties reveals that the dress 
adopted by the defendant is quite similar to that used by the plaintiff. 
But this alone would not warrant a conclusion that defendant is competing 
unfairly. The most common and effective means of apprising intending 
purchasers of the source of goods is a prominent disclosure on the package 
of the manufacturer’s name. The defendant complied with this require- 
ment. There is no basis for the claim of unfair competition. See Singer 
Mfg. Co. v. June Mfg. Co., 163 U.S. 169, 16 S.Ct. 1002, 41 L.Ed. 118; 
J.C. Penney Co. v. H. D. Lee Mercantile Co., supra; Winston-Newell Co. 
v. Piggly-Wiggly Northwest, Inc., 221 Minn. 294, 22 N.W. 2d 11 (1946). 

Plaintiff cites Wesson v. Galef, 286 F. 621 (12 TMR 100) S.D. N.Y. 
(1922), as sustaining its contention that the exact copying of the features 
of the plaintiff’s garment bag and packaging resulted in unfair competition. 
That and the instant case are clearly distinguishable. There, the evidence 
clearly established that the famous Smith & Wesson revolver was a by- 
word among gun enthusiasts, sportsmen and policemen. The revolver had 
many distinguishing features which had made it known to the public as the 
product of the manufacturer of those guns. In the instant case there is no 
evidence to support a similar finding. 

Suffice it to say, without taking up the question in detail, that the 
plaintiff’s claim that the defendant had acquired trade secrets and was 
unjustly enriched by the activities of its former salesman, was not sustained 
by the evidence. 

Defendant will please prepare Findings of Fact (embodying only the 
essential ultimate facts), Conclusions of Law, Order for Judgment and 
Form of Judgment in conformance with this memorandum, with copies 
to plaintiff. 
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AMERICAN-MARIETTA COMPANY v. KRIGSMAN et al., 
doing business as JAMICK MANUFACTURING COMPANY 


No. 19150 —D. C., E. D. New York — December 22, 1958 


REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—DRESS OF GOODS 
CoURTS—PLEADING AND PRACTICE 
CoURTS—PRELIMINARY INJUNCTION 
Temporary injunction granted restraining defendant from simulating plain- 
tiff’s packaging for refill mop sponges and from using in connection therewith 
plaintiff’s mark o’cEDAR which defendant had featured on its package, in the form 
THIS REFILL FITS THE 0’CEDAR 76. 


Action by American-Marietta Company v. Harry Krigsman and 
Harold Miller, doing business as Jamick Manufacturing Company, for un- 
fair competition. Plaintiff moves for temporary injunction. Motion 
granted. 


Alexander, Maltitz, Derenberg & Sullivan and Louis Kunin, of New York, 
N. Y., and Schneider, Dressler, Goldsmith & Clement and R. Howard 
Goldsmith, of Chicago, Illinois, for plaintiff. 

Kenyon & Kenyon, Ralph L. Chappell, and Richard A. Huettner, of New 
York, N. Y., for defendants. 


Byers, Chief Judge. 

This is a plaintiff’s motion for a temporary injunction in an unfair 
competition case. The device involved is a floor mop, the essential operating 
element of which is a synthetic sponge, made of a cellulose compound that 
resembles sponge rubber in appearance and function. 

That element is squeezed dry of moisture content by the pressure of 
a back plate, manually applied to accomplish the desired result without 
contact between the hands of the user of the mop and the sponge itself. 

The sponge is held in position by a metal base, into which a handle 
is inserted for ease in conducting the mopping operation. When a sponge 
is worn out, it is replaced by a refill, so that the useful life of the mop 
as a whole is thus a matter of years, because the metal holder and the back 
presser are of substantial and lasting construction, and are practically rust 
proof. 

The case as developed at the hearing, and as shown in the affidavits 
pro and con, is unusual in that the accused device is conceded to be prac- 
tically identical with the plaintiff’s product in construction, dimensions, 
and appearance. 

The same is true as to the refills, including the cellophane wrapping 
thereof, as to color and appearance, except in respect of wording on the 
wrappers, of which more will be said. The sale of refills is an important 
element in the business of both parties. 

The reason for the identity in the two devices in all material and 
visible respects is to be found in the history of the making and marketing 
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of the mop, which can best be understood by a brief reference to the parties 
and their predecessors. 


PARTIES 


Plaintiff is an Illinois corporation having acquired all the property 
and good will of O’Cedar Corporation. For convenience it will be referred 
to as O’Cedar. 

The defendants are individuals doing business in Brooklyn as partners, 
under the trade name of Jamick Manufacturing Company. They purchase 
the parts of their product from Crown 400 Corporation, an Illinois corpo- 
ration of which Nathaniel B. Greenleaf is president and treasurer. His role 
in the entire situation under examination is of great importance. The 
defendants assemble the parts and market the mop in its completed form. 

Crown 400 was organized by Greenleaf to manufacture and sell the 
mop in the United States, after the termination of a license agreement 
which he had entered into in 1949 with O’Cedar, which termination became 
effective November 15, 1957. 

He had assigned his rights under that license agreement—in August 
of 1949—to Sponge Products Company, also an Illinois corporation. It 
seems therefore that the latter was in the legal position to authorize Crown 
400 to manufacture and sell, which would explain why the latter is the 
source of the defendants’ supply of parts. 

Greenleaf is also president and treasurer of Sponge Products, and 
president and board chairman of “O’Cedar of Canada,” a Canadian corpo- 
ration of Stratford, Ontario, Canada. 

Recurring to 1949, it was in that year that Greenleaf originated the 
said mop and thereafter procured letters patent in the United States upon 
the mechanical device, but not its design. Either or both of those patents 
seemingly were adjudged to be invalid (this is an over-simplification but 
will presently suffice), and it was for that reason, as now stated, that 
O’Cedar terminated the 1949 license agreement with Greenleaf as of 
November 15, 1957. 

During the eight years that the license was in effect, O’Cedar built up 
a large and lucrative business in what came to be known as the 0’CEDAR MOP. 

This was accomplished as the result of the expenditure for advertising 
of a total sum of $5,297,000 from August of 1949 through the year 1957. 

The sales for that period in dollars was $24,465,000 in mops, and 
$10,059,000 in refills. 

These figures have not been challenged and are consistent only with 
the establishment of so considerable a volume of business that the inference 
is compelling that the public had come to identify the o’cEDAR mop with 
the plaintiff as the source of production. If secondary meaning is chal- 
lenged, which is none too clear, the figures go far to answer the challenge. 
The unit sale in mops grew from 134,000 in 1949 to 1,142,000 for nine 
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months of 1957. The refills grew from 16,000 in 1949 to 1,580,000 in the 
same period of 1957. 

During the years that the Greenleaf license to O’Cedar was in effect, 
royalties were paid in the total sum of $704,866 to Sponge Products Corpo- 
ration as assignee of Greenleaf. Thus the process of creating and expand- 
ing plaintiff’s business and good will yielded a very substantial contribu- 
tion to the Greenleaf exchequer, between 1949 and 1957. 

The license agreement granted by Greenleaf seemingly permitted 
O’Cedar to manufacture and sell the mop in the United States, as described 
in his then pending applications for patent which were filed in the U. S. 
Patent Office on December 21, 1948. 

O’Cedar began operations pursuant to the license in August of 1949 
and registered its trademark o’cEDAR for dust mops and refills; as to the 
former, in 1950 (two registrations), and as to the latter, on January 7, 
1958, and adopted the design of the entire product which Greenleaf had 
originated. 

The Canadian activities of Greenleaf during the period embraced by 
the duration of the license must be understood in connection with the 
entire controversy. He operated in that market, i.e., produced and sold 
the said mop according to the form and in the design heretofore stated, 
through a corporation named “O’Cedar of Canada” under the trademark 
CHAN NO. 10. Had he chosen to use the trademark of the plaintiff in his 
Canadian business, he would have had to pay a royalty to the plaintiff, 
according to a license agreement in which the latter was licensor. Seem- 
ingly that was never done. However, the plaintiff’s own advertising matter 
in many of its forms contained this wording “O’Cedar Corpn. Chicago 
Illinois” and separately, “O’Cedar of Canada Ltd. Toronto Canada.” The 
reason for this usage has not been explained, and invites no comment. 

The situation confronting Greenleaf upon receiving notice of the can- 
cellation of the license by plaintiff, was that he had facilities for the produc- 
tion and sale in the United States, of the mop which he had been making 
and selling in Canada, which was identical with o’cEDaR 76. 

Thus the competition which the plaintiff asserts to be unfair, was not 
the manufacture and sale of a wholly unrelated and new device which 
closely simulated that of the plaintiff, but an effort to continue to furnish 
to the public the same article under the trademark crown 400 which had 
obtained its own commercial identity under the plaintiff’s trademark 
O’CEDAR 76. 

Obviously the issue of alleged unfair competition is thus straitly con- 
fined. 


COMPETING DEVICES 


Enough has been stated on this subject to indicate that as to the mops, 
they were practically indistinguishable in appearance. No argument is 
made to the contrary. 
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The plaintiff’s mop here in suit was marketed under the name 0’CEDAR 
76 SPONGE MoP until March of 1958, when a new model was put on the 
market by plaintiff under the name and style of NEW O’CEDAR 76 SPONGE 
MOP. 

The differences are of design, and are not readily apparent. Counsel 
stated them in the record at pages 99 to 103, and they need not be here 
repeated; the visual distinctions between the former and the new models 
are difficult to discern. 

The defendants’ product is marked under the name of crown 400 
SPONGE MOP which name appears on the mop, accompanied by numbers 
said to be those of the Greenleaf patents. 


THE REFILLS 


The sponge elements which are sold separately, as stated, are wrapped 
in cellophane. 

The color scheme of that envelope as adopted by the plaintiff is strik- 
ing in effect, being generally blue overall, and so made up as to present 
a kind of confetti appearance as to the entire wrapper. 

The defendants have made almost the proverbial Chinese copy of this 
kind of trade dressing. There is no argument made that this was done 
inadvertently. The purpose to simulate the plaintiff’s sponge as it is offered 
to the public, is too obvious to justify exposition. As to this effect, counsel 
for defendant agreed (page 196). 

The wording on the wrapper or envelope adopted by defendants con- 
tains the words CROWN 400 SPONGE Mop and JAMCO and the following THIS 
REFILL FITS THE O’CEDAR 76 AND CROWN 400. 

The first reference is to the plaintiff’s mop, rather than to the defen- 
dants’, and while the statement is literally true, in the opinion of this 
court it is consistent only with a purpose to suggest to the purchaser that 
the refill itself is a plaintiff’s product, for not otherwise would it be put 
out in the trade dressing which is an accurate reproduction of the plain- 
tiff’s. 

The bearing of this aspect of defendants’ practice, upon the contro- 
versy will be considered presently. 


THE ISSUES 


1. Does the identity of the mops in design, component parts and 
finish, demonstrate unfair competition ? 


2. Has the plaintiff demonstrated an unfair invasion of its existing 
business ? 


3. Is there a showing of unfair competition as to the refills? 


4. Should a temporary injunction issue? 
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As to the first, this court cannot find for the purposes of this motion, 
that it is unfair competition on the part of Greenleaf, i.e. his Illinois ecor- 
porations, to seek to recapture a distribution of mops of his own design 
and configuration, that was the source of considerable revenue during the 
term of the license agreement which ended on November 15, 1957. 

The fact that the plaintiff’s development of that business through the 
years, yielded revenue to Greenleaf perhaps constrained him to be circum- 
spect in the methods to be employed by him in seeking to fill the void in 
his operations, which resulted from the cancellation. The adoption of the 
trademark CROWN 400 was consistent with that requirement. 

Since these defendants are operating somewhat under the shield of 
the Greenleaf status, the assembly of the parts, and the marketing of the 
mop under the trademark crown 400 is deemed to fall within the reason- 
ing that would apply to Greenleaf. As to this aspect of the motion for a 
temporary injunction, the plaintiff has not prevailed. 

The second question need not be answered unless the views of this 
court are incorrect as to the first. 

The present interest of the plaintiff concerning the business of manu- 
facturing and selling its former model o’cEDAR 76 has to do only with pro- 
tecting such of that stock as is now in the inventories of its distributors 
(speaking as of November 5, 1958, when notice of motion was given), and 
of the likelihood that it will be called upon by one or more consumers 
(household users) to make good its original five-year guarantee. The mo- 
tion papers are not so factually informing to justify granting the 
extraordinary remedy now sought. The impression created upon the court 
is, that so far as distributors are concerned, they were sufficiently warned 
of the introduction of the new model in advance thereof, to enable them 
to close out most of their inventories. 

No specific instance is given of a user’s attempt to enforce the plain- 
tiff’s guarantee as to the old model, to justify intervention pendente lite 
in that connection. 

The answer to the third question is distinctly in the affirmative. The 
importance of the refill business is shown by the figures quoted. 

The adoption of a trade-dress which is obviously a copy in coloring, 
construction and design of material (the decoration of the cellophane) and 
the use of the words THIS REFILL FITS THE O’CEDAR 76, etc. constitutes in my 
opinion an attempt by the defendants to unfairly compete with the plaintiff 
for the latter’s refill business, and should so be dealt with. 

The defendants rely principally upon the following cases in which the 
facts are foreign to those under examination. Each contains a statement 
of the applicable rules of law, which will be quoted: 

Electric Auto Lite Co. v. P. & D. Mfg. Co., 78 F.2d 700, at page 703, 
26 USPQ 284, 286 (25 TMR 485) : 
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“* * * The wrong in unfair competition consists of the sale of 
goods of one manufacture as those of another, but where, as here, 
the defendant has conducted its business so as not to palm off its 
goods as those of the plaintiff, there is no unfair competition.” 


There was no showing in that case comparable to the wrapping of the 
plaintiff’s or use of the plaintiff's trademark o’cEDAr 76. There were pres- 
ent, however, statements in catalogues and labels with respect to replace- 
ment parts “to fit AUTO LITE” and this was held not to constitute unfair 
competition. The case is clearly distinguishable from this. 

Columbian Art Works v. Defiance Sales Corp., 45 F.2d 342 (21 TMR 
502) : 

This is an unfair competition case involving calendar pads, ete. An 
injunction had been granted by the District Court, which was upheld in 
part. The portion of the opinion upon which these defendants apparently 
rely is on page 344 (Referring to carton marking) : 


“There is nothing in this language to convey to the purchaser the 
impression that the pads offered for sale by appellant are PERFECTION, 
y apy ¥ 
GEM, or JUMBO GEM pads, or that they are made by appellee. 


That is precisely inapplicable to the cellophane wrapper employed by 
these defendants as this court has examined it at the hearing. Therefore 
the quoted language which was the basis for vacating a portion of the 
injunction granted by the District Court, contains no helpful teaching in 
this case. 

National Enameling & Stamping Co. v. White, 19 F.Supp. 108, 34 
USPQ 164. This was a patent infringement suit, and as to alleged unfair 
competition, involved the sale of lamp wicks. In that connection, the opinion 
states (at page 111, 34 USPQ at 167): 


“Plaintiff’s wick, was marked with no name whatever” 


and on page 112, 34 USPQ at 167: 


“As to unfair competition in trade, it is clearly shown that defen- 
dant does not copy any nonessential elements of the patents and does 
mark its product with the name of his company as manufacturer and 
does not copy the plaintiff’s package.” 


The distinction between that case and this seems to be obvious. 

If a finding were appropriate it would be that these defendants have 
been shown to have practiced unfair competition with the plaintiff as to 
refills in seeking to create the impression that the sponge element of the 
mop, sold by them, is actually the product of the plaintiff. 

It results from the foregoing that the plaintiff is entitled to a tempo- 
rary injunction against these defendants, from offering for sale the sponge 
element of the crown 400 Mop or any other mop of like character, appear- 
ance or design, in any wrapping of any material whatever which shall 
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present the general appearance of that used by the plaintiff, in the matter 
of color scheme, including the so-called confetti appearance of the wrapper, 
and from using in connection therewith the plaintiff’s trademark o0’CEDAR 
or the designation 0’CEDAR MODEL 76. 

The order is to be settled on notice, and if the parties cannot agree 
upon the amount of the bond to be filed and posted by plaintiff, the court 
will fix the sum, after weighing whatever contentions on the subject the 
parties may submit in brief written form. 

Settle order. 


HILL'S SUPERMARKETS, INC. v. STONY BROOK 
DAIRIES, INC. 


New York Sup. Ct., App. Div., 2nd Dept.— December 30, 1958 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—CONFUSINGLY SIMILAR MARKS 
In an action for infringement involving, as plaintiff, a supermarket chain 
which had previously used the mark STONY BROOK in connection with its butter, 
milk, and eggs and, as defendant, a dairy which thereafter commenced use of the 
same mark for milk, a judgment for the defendant was reversed and injunctive 
relief granted to the plaintiff. While no proof of misrepresentation, deception, 
actual confusion or loss of business was offered, a likelihood of confusion was 

established and that was sufficient to warrant a plaintiff’s judgment. 


Action by Hill’s Supermarkets, Inc. v. Stony Brook Dairies, Inc., for 
unfair competition. Plaintiff appeals from judgment of New York Supreme 
Court, Nassau County, for defendant. Reversed. 

Case below reported at 47 TMR 778. 


Edwin J. Freedman and Arthur G. Silverman, of Freeport, New York, for 
appellant. 

Harry L. Marcus and Herbert L. Maltinsky, of New York, N. Y., for 
respondent. 


Before BELDocK, Acting Presiding Justice, and MurpHy, Ucuetta, HAt- 
LINAN, and KLEINFELD, Justices. 


PER CURIAM. 

In an action for an injunction and an accounting, and to recover 
damages, the appeal is from a judgment entered after trial dismissing the 
complaint. Appellant sought to enjoin respondent from using the words 
STONY BROOK for business purposes. The facts are not controverted. Appel- 
lant operates a chain of supermarkets in the counties of Nassau and Suffolk. 
For about 18 years appellant had been advertising and selling its butter, 
eggs and milk under the trade name or trademark of STONY BROOK to the 
consuming public. In 1953 respondent, a wholesaler in the business of 
selling milk and cream, changed its corporate name to STONY BROOK 
DAIRIES, INC. and began to sell its containers of fluid milk under the iden- 
tical name STONY BROOK to retail stores and restaurants (not to the consum- 
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ing public) in the counties of Nassau and Suffolk. The sale of milk consti- 
tutes 99% of respondent’s business. Between 1953 and 1957 respondent’s 
milk sales under the brand STONY BROOK increased from 20,000 to 40,000 
containers a week. At the trial the demand for damages and an accounting 
was withdrawn, and the only issue left was whether appellant was entitled 
to injunctive relief. There was no proof of misrepresentation, deception, 
confusion or loss of business. Judgment reversed on the law, with costs, 
and judgment directed in favor of appellant for the injunctive relief 
demanded in the complaint, without costs. 

The findings of fact are affirmed. In our opinion actual proof of 
deception, misrepresentation, confusion or loss of business is unnecessary. 
The likelihood thereof is sufficient. Taendsticksfabriks Aktiebolaget 
Vulcan v. Myers, 139 N.Y. 364; Albany Packing Co. v. Crispo, 227 App. 
Div. 591; New York World’s Fair 1939 v. World’s Fair News, 256 App. 
Div. 373, 46 USPQ 243; Famous Sea Food House v. Skouras, 272 App. Div. 
258, 73 USPQ 493 (37 TMR 497) ; Kientsler v. Zerr, 279 App. Div. 877; 
Diesel Oil & Burner Corp of New York v. New York Diesel Heating Corp., 
277 App. Div. 881; 3 Callmann on Unfair Competition and Trademarks 
(2d Ed. 1, p. 1872); 1 Nims on Unfair Competition and Trademarks (4th 
Kd.), p. 52 et seq. The products of both appellant and respondent are 
in the same general classification, Muhs Co. v. Farm Craft Foods, 37 F. 


Supp. 1013, 49 USPQ 162 (31 TMR 164), and both are sold in the confined 
territorial limits of Nassau and Suffolk counties. Ball v. Broadway Bazaar, 
194 N.Y. 429. The infringement on appellant’s trade name or trademark 
was a violation of appellant’s rights. 


ESTABLISSEMENTS PERNOD et al. v. 
FOREIGN VINTAGES, INC. 


No. 140-163—D. C., S. D. New York — February 9, 1959 


REMEDIES—INFRINGEMENT—BASIS OF RELIEF—CONFUSINGLY SIMILAR MARKS 
REMEDIES—UNFAIR COMPETITION—BaASIS OF RELIEF—DRESS OF GOODS 
CoURTS—PRELIMINARY INJUNCTION 
Plaintiff, the owner of the mark PERNoD for an alcoholic liquor with an anise 
base and a yellow color, was granted a temporary injunction restraining the defen- 
dant from using the mark PERNOT for a similar beverage. The court refused, 
however, to enjoin defendant’s use of the color yellow since there was no evidence 
that plaintiff had any property rights therein. 


Action by Establissements Pernod, Maisons Pernod Fils, Hemard et 
Pernod Pere et Fils Reunies (Societe Anonyme), and Pernod, Inc. v. 
Foreign Vintages, Inc., for trademark infringement and unfair competition. 
Plaintiffs move for preliminary injunction. Motion granted in part and 
denied in part. 
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Choate, Ronalds, Reynolds & Hollister (William A. Moore, of counsel), of 

New York, N. Y., for plaintiffs. 

Abraham M. Stanger, of New York, N. Y., for defendant. 
Dawson, District Judge. 

This is a motion for a preliminary injunction (1) enjoining the defen- 
dant, pending this action, from using the designation PERNOT in connection 
with the sale of alcoholic liquors as a trademark, upon labels, for advertis- 
ing purposes, or otherwise, and (2) enjoining the defendant, pending this 
action, from making, keeping, offering for sale, selling or causing to be 
made, kept, offered for sale, any alcoholic liquor with an anise base, which 
is yellow in color. 

The action is one which seeks a permanent injunction to restrain the 
defendant from the alleged violation of trademarks, from unfair competi- 
tion and for the recovery of damages and profits. 

The papers submitted on the motion are sufficient to establish the 
following facts: 


1. The plaintiffs are corporations organized respectively under the 
laws of France and the laws of the State of New York. 


2. Defendant corporation is organized under the laws of the State 
of New York and is doing business in that state. 


3. The action arises in part under the trademark laws of the United 
States, Title 15 U.S.C. § 1051, et seq. 


4. The plaintiff Ets. Pernod has been engaged in the business of selling 
directly or indirectly alcoholic liquors with an anise base and a yellow color 
known as and bearing the trademark PERNOD. Plaintiff Pernod, Inc., which 
is a corporation controlled by Ets. Pernod is also a distributor of such 
liquors sold under the same trademark. 


5. Ets. Pernod duly registered its trademark PERNOp in the United 
States Patent Office on June 26, 1951 and received Registration No. 544,243: 
this registration also gives to its subsidiary Pernod, Ine. the right to use 
such trademark. 


6. Ets. Pernod duly registered the features of its current label, par- 
ticularly the words PERNOD and PERNOD FILs in the United States Patent 
Office under the Trademark Act of July 5, 1946, 15 U.S.C.A. § 1052, and 
secured Registration No. 535,493 on January 2, 1951. 


7. The defendant has recently put on the market and has sold in 
competition with plaintiffs’ products an alcoholic drink with an anise base 
and colored yellow, which defendant labels and describes as PERNOT. 


8. The adoption by the defendant of the descriptive name PERNOT, its 
use on a label strikingly similar to that used by plaintiffs on its product, 
is likely to cause, and has caused, confusion to purchasers concerning the 
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nature and origin of defendant’s product. The name and label are imita- 
tions of the registered trademarks of the plaintiffs. 


9. The conclusion is irresistible that defendant uses the name PERNOT, 
the label which prominently displays that name, the same kind of bottles 
and the same color of the liquor, with the intent that its product shall be 
sold and passed off as a product of the plaintiffs; and confusion has existed, 
is still existing and will continue to exist unless defendant is restrained; 
all of which will irreparably injure the plaintiffs and diminish the value of 
plaintiffs’ trademarks and good will. 


DISCUSSION 


PERNOD has for many years been recognized as a distinctive type of 
liquor and is sold under that name in France and other countries. For 
defendant to label its product PERNOT, which is pronounced substantially 
the same as PERNOD, must have been intended by defendant to cause confu- 
sion in the trade. There are thousands of other names which it could have 
adopted which would have been appropriate, but it deliberately adopted 
the name PERNOT and a type of label which would inevitably lead to confu- 
sion. Its protestations of honesty and good faith under the circumstances 
earry little conviction. 

The other defenses of the defendant raised in the answering papers 
also carry little conviction. It argues that its product is manufactured 
under an agreement with an affiliated company in France, the name of 
which is “Les Establissements Rene Pernot a Dijon et a Geneve.” There is 
no reason why a label should not show this company as the source of the 
product, if it is in fact the source of the product, but it does not follow that 
this product has a right to be named and labeled PERNOT when this will 
cause confusion with the well-known product PERNOD. 

Reference has been made by the defendant to trademark litigation in 
France involving the words PERNOD and PERNOT. None of the French 
opinions seem decisive of the issues on this motion. Nor does previous litiga- 
tion which existed in this country, which apparently was settled by an 
agreement with a predecessor of the defendant under which it agreed not 
to use the word PERNOT but instead to use another name as the principal 
word on its trademark, seem to have settled the present issue. 

The Court concludes that the plaintiffs have shown a deliberate viola- 
tion by the defendant of the trademarks of the plaintiffs and that the name 
used by the defendant is designed to and does cause confusion, and that the 
damage resulting therefrom may well be irreparable. The Court therefore 
directs that a preliminary injunction issue restraining the defendant, 
pending the termination of the action, from using the name PERNOT as the 
name of its product in connection with the sale of alcoholic liquors, either 
as a trademark, on labels, for advertising purposes, or otherwise, it being 
understood that this restriction will not prevent defendant from indicating 
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the source of the product, even though that source might involve using 
the name PERNOT, provided it is not done in such exaggerated or distinctive 
fashion as to suggest that this is the name of the product being sold. 

Insofar as plaintiffs seek a preliminary injunction restraining the 
defendant from selling or offering for sale any alcoholic liquor with an 
anise base which is yellow in color the Court feels that the papers sub- 
mitted on this motion are not sufficient to warrant granting that relief. 
To grant this relief would indicate that the Court had concluded that the 
plaintiffs had a property right in all alcoholic liquors with an anise base 
which were yellow in color. No patent or trademark or copyright, evidenc- 
ing such property right, has been submitted. The mere fact that plaintiffs’ 
liquor is yellow in color and has an anise base does not prevent a competitor 
from putting out another liquor with the same color and the same base, 
provided it is not put out in such manner as to cause confusion or diminu- 
tion of the property rights of the plaintiffs. If the liquors are properly 
labeled so as to avoid confusion the Court is quite convinced that the same 
color of the liquors would not be such as to cause confusion. So much of 
the motion as seeks an injunction restraining the defendant from offering 
for sale any alcoholic liquor with an anise base which is yellow in color 
is denied, without prejudice to the determination of this issue upon the 
trial of the action. 

Let the parties submit a proposed form of temporary injunction order 
to the Court, on three days’ notice to the other party, on or before February 
18, 1959, together with any suggestions or affidavits with reference to the 
amount of the bond which must be posted by the plaintiffs as a condition 
of the granting of this injunction. So ordered. 


HAZELTINE CORPORATION v. UNITED STATES 
No. 303-54 —U. S. Court of Claims — February 11, 1959 


REGISTRABILITY—ABANDON MENT 
TAXES 

The $244,375, paid by claimant in 1924 for the purchase of the registered 
marks NEUTRODYNE, NEUTROFORMER and NEUTRODON, said marks having been used 
by claimant for patented radio components until 1930 when the demand for such 
components terminated and the production and sale thereof ceased, was properly 
deductible by claimant from its taxable income in 1944. The marks were held to 
have been abandoned in that year, notwithstanding that they were not used after 
1930, and further notwithstanding that in 1943 claimant’s Board of Directors had 
voted to abandon the marks and to let the registrations expire. 

Abandonment results not from mere nonuse but requires an intention to aban- 
don plus affirmative acts effectuating such intent. Here, no act to accomplish the 
abandonment was taken until 1944 when the corporation’s Board of Directors in 
structed the officers to write off the trademarks on its books. 

Before a capital loss may be deducted for income tax purposes, the capital 
asset must be completely liquidated by disposing of it or abandoning it as worthless. 
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Mere nonuse of a trademark does not constitute abandonment. Although public 
demand for a trademarked product disappears, the mark can still be retained by 
the owner with the possibility of using it again upon another product of the same 
class. 

The act of continuing to carry the value of trademarks as assets on the owner’s 
records tends to establish the absence of an intent to abandon. 

REGISTRABILITY—NAMES—EXPIRED PATENTS 

Where a mark has been used for a long period to describe a particular patented 
article and, as a result, has become a generic designation, it passes into the public 
domain upon the expiration of the patent. The recognition by dictionaries of the 
trademark status of a word is a relevant factor in determining whether or not the 
word has become generic. 

REGISTRABILITY—ABANDONMENT 

TAXES 















A Board of Directors’ resolution to abandon trademarks and allowing the 
registrations for such marks to expire in that year, did not constitute an abandon- 
ment since no identifiable action was taken at that time to complete abandonment. 
Ownership of the marks is based upon prior use, independent of registration. A 
Board resolution the following year instructing the officers to have the accounts 
reflect the abandonment did constitute an act implementing the intent to abandon 
and the marks were held to have been abandoned in that year. 












Action by Hazeltine Corporation v. United States to recover income 
taxes paid. Judgment for plaintiff. 






William M. Emery (Leonard 8. Schmitz, on the brief), of Chicago, Illinois, 
for plaintiff. 

Harold S. Larsen and Charles K. Rice (Lyle M. Turner and James P. 

Garland, on the brief), for defendant. 










PER CURIAM. 
This is an action by plaintiff to recover overpayments of income taxes 

and interest based upon losses alleged to have been sustained upon the 

abandonment of certain trademarks in either 1943, 1944, or 1945. 

The case was referred to Mastin G. White, a trial commissioner of the 
court, with directions to make findings of fact and recommendations for 
conclusions of law which he has done in his report filed June 26, 1958. 
The court after having considered the evidence, the briefs and argument 
of counsel agrees with the findings and conclusions reached by the trial 
commissioner as hereinafter set forth. They are hereby adopted and made 
the basis of the court’s judgment in this case. Plaintiff is therefore entitled 
to recover, together with interest, as provided by law, and judgment is 
entered to that effect. The amount of recovery will be determined pursuant 
to Rule 38(c). 

It is so ordered. 

















OPINION OF THE COMMISSIONER 





This suit arose because of the action of the Commissioner of Internal 
Revenue in rejecting alternative claims for refund filed by the plaintiff 
on the theory that it had overpaid its income tax for 1943 or 1944 or 1945. 
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The plaintiff asserted before the Commissioner of Internal Revenue—and 
it asserts in the present litigation—that it was entitled, in computing its 
taxable income for one of the three years mentioned, to take a deduction 
because of a loss in the amount of $244,375, representing the cost to the 
plaintiff of three trademarks which it had acquired in February 1924. 

The defendant apparently concedes that the cost of the three trade- 
marks’ was deductible as a loss for income tax purposes at an appropriate 
time, but the defendant contends that the proper time for the taking of 
such a deduction occurred prior to 1943, and, accordingly, that the plaintiff 
waited too long to assert its right in this respect. 

The three trademarks referred to above consisted of the names NEUTRO- 
DYNE, NEUTROFORMER, and NEUTRODON. They were acquired by the plaintiff, 
along with other assets, in February 1924 by assignment from the Hazeltine 
Research Corporation. 

The most important of the assets acquired by the plaintiff from the 
Hazeltine Research Corporation in February 1924 were four inventions 
that had been made by Professor Louis A. Hazeltine in an effort to elimi- 
nate the oscillations, and the resulting squeals, whistles, and howls, which 
characterized radio reception in the early days of the radio industry. 
Professor Hazeltine’s study and work resulted in several inventions cover- 
ing a neutralization method for eliminating the trouble previously men- 
tioned, and also covering a radio receiver incorporating such method. 
A paper describing these inventions (which will usually be referred to 
in this opinion as the “neutralization inventions”) was read by Professor 
Hazeltine before a meeting of the Radio Club of America at Columbia 
University in March 1923. A model of a radio receiver utilizing such inven- 
tions was also demonstrated at the same meeting. The production of this 
type of receiver on a commercial scale by manufacturers holding licenses 
for the use of the neutralization inventions was begun a few months there- 
after, and it soon found wide public acceptance. 

As of February 1924, when the ownership of the neutralization inven- 
tions was acquired by the plaintiff, one of these inventions—the basic 
invention—was covered by a patent which had been issued on March 27, 
1923 ; and two of these inventions were covered by applications for patents, 
which subsequently resulted in the issuance of a second patent on April 1, 
1924 and a third patent on April 14, 1925. There was a fourth invention 
in the neutralization group as of February 1924; and a patent application 
relative to this invention was filed on April 7, 1924, resulting in the issuance 
of a fourth patent on March 16, 1926. 

The trademarks NEUTRODYNE, NEUTROFORMER, and NEUTRODON had been 
registered by the Patent Office on August 21, 1923, prior to their acquisition 
by the plaintiff in February 1924. The trademark NEUTRODYNE was regis- 








1. The defendant says that the evidence in the present case does not show the 
actual amount of such cost. It is found as a fact, however, that the cost of the trade- 
marks amounted $244,375. (See finding 5(d).) 





958 THE TRADEMARK REPORTER Vol. 49 T. M. R. 





? 


tered “for radio receiving sets,” and it was used to refer to receiving sets 
embodying the neutralization inventions. The trademark NEUTROFORMER 
was registered “for electrical transformers” ; the trademark NEUTRODON was 
registered “for electrical condensers”; and both of these trademarks were 
used to refer to components of the type of radio receiving set embodying 
the neutralization inventions. 

By the time when the plaintiff acquired the ownership of the neutrali- 
zation inventions and the three trademarks in February 1924, the public 
demand for the type of radio receiver utilizing such inventions was so 
great that the manufacturers of the receivers were able to sell all that they 
could produce. At that time, and for several years thereafter, the licenses 
that authorized the use of the plaintiff’s neutralization inventions also 
granted to the licensees the right to use the trademarks NEUTRODYNE, 
NEUTROFORMER, and NEUTRODON. Such licenses required that radio receiving 
sets manufactured through the use of the neutralization inventions be 
advertised and marked as NEUTRODYNE sets. 

The public demand for and the production of radio receivers utilizing 
the neutralization inventions continued to grow until 1928, when a peak 
was reached. Thereafter, this type of receiver began to be superseded by 
receivers utilizing a device known as the screen grid tube. By 1930, the 
neutralization type of receiver was obsolete, and no such receivers were 
manufactured after that year. No licenses authorizing the use of the neu- 
tralization inventions, apart from other inventions, were issued after 1930. 

The popularity of the trademarks NEUTRODYNE, NEUTROFORMER, and 
NEUTRODON, and their use for advertising and marking radio receiving sets 
manufactured by persons holding licenses for the use of the plaintiff’s 
neutralization inventions, waxed and waned along with the popularity of 
the neutralization type of receiving set. These trademarks were not used 
subsequent to 1930. 

After the neutralization type of radio receiving set became obsolete 
in 1930, the plaintiff discontinued the issuance of licenses that related solely 
to the use of the neutralization inventions and the trademarks NEUTRODYNE, 
NEUTROFORMER, and NEUTRODON. However, the plaintiff, in addition to the 
ownership of the neutralization inventions, owned other inventions that 
were useful in the radio field. After 1930, the plaintiff continued in the 
business of issuing licenses authorizing the use of inventions owned by it, 
and collecting fees for such use. Beginning in about 1932, the licenses 
issued by the plaintiff customarily granted the right to use all of its inven- 
tions, including the neutralization inventions, although the latter were 
not actually used after 1930. These blanket licenses did not refer specifi- 
cally to the use of the trademarks NEUTRODYNE, NEUTROFORMER, and 
NEUTRODON. 

Although the trademarks NEUTRODYNE, NEUTROFORMER, and NEUTRODON 
were not actually used by the plaintiff or its licensees after 1930, the 
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plaintiff’s books and records continued to show the trademarks as an asset 
until 1944. 

In February 19438, the prospective expiration of the Federal regis- 
trations of the trademarks NEUTRODYNE, NEUTROFORMER, and NEUTRODON 
was considered by the plaintiff’s board of directors, which adopted the 
following resolution : 


Resolved, that (1) the trademarks NEUTRODYNE, NEUTROFORMER 
and NEUTRODON be not re-registered in the U. S. Patent Office but that 
said registrations be allowed to expire and (2) that this corporation 
abandon the said trademarks, surrender the same and renounce the 
exclusive right or privilege to use or employ the same in its business. 


The plaintiff permitted the registrations of the three trademarks to expire 
in August 1943, but it did nothing further during 1943 by way of abandon- 
ing the trademarks. 

At a meeting of the plaintiff’s board of directors held on December 13, 
1944, the following resolutions were adopted: 


Resolved, that the corporation abandon both the said registration 
of said trademarks and the said trademarks and any and all right, 
exclusive or otherwise, arising from the said registration and trade- 
marks at common law and further. 


Resolved, that the officers be and hereby are instructed to reflect 
in the accounts the abandonment of the trademarks by writing off the 
amount [$244,375] at which such trademarks are reflected in the 
accounts. 


Appropriate adjustments were subsequently made in the plaintiff’s books 
of account pursuant to the instruction contained in the second of the two 
resolutions quoted in this paragraph. 

On February 15, 1945, the plaintiff’s board of directors adopted a 
further resolution which approved the charging of the loss on the trade- 
marks in the amount of $244,375 against earnings for 1944. 

In the March 28, 1945 issue of Radio and Television Weekly, the 
plaintiff published an announcement giving notice that “as of and from 
December 1, 1944,” it had abandoned the trademarks NEUTRODYNE, NEUTRO- 
FORMER, and NEUTRODON and had “dedicated said trademarks and trade 
names and all rights thereunder to the public.” 

There is apparent agreement between the plaintiff and the defendant 
that under Section 23 (f) of the Internal Revenue Code of 1939 (26 U.S.C., 
1952 ed., 23 (f)) the plaintiff was entitled, in computing its net income 
for the taxable year during which it sustained a loss on the three trade- 
marks previously mentioned, to take a deduction in an amount representing 
the cost of the trademarks to the plaintiff.2 The principal problem in the 





2. See footnote 1. 
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case, therefore, is to determine in what year the loss on the trademarks 
occurred. 

Before a taxpayer can take a capital loss deduction for income tax 
purposes, the capital asset must be completely liquidated by disposing of 
it or permanently abandoning it as worthless. United States v. Huntington 
Laboratories, 82 F.2d 356, 357 (C. A. 7, 1936) ; Reporter Pub. Co. v. Com- 
missioner of Internal Revenue, 201 F.2d 743, 744-745 (C. A. 10, 1953), 
eert. denied 345 U.S. 993. With regard to the three trademarks involved 
in the present litigation, the plaintiff says that it abandoned the trademarks 
in 1943 or 1944 or 1945, whereas the defendant contends that the plaintiff 
abandoned these trademarks prior to 1943. 

The defendant’s basic contention on the subject of abandonment is 
that the trademarks NEUTRODYNE, NEUTROFORMER, and NEUTRODON were 
actually abandoned sometime in 1930, when the plaintiff’s licensees stopped 
using the trademarks in advertising and marking radio receiving sets, and 
when the plaintiff stopped issuing licenses which expressly authorized the 
use of these trademarks. It has been held by the courts, however, that mere 
non-use of a trademark is not enough to establish abandonment. Beech-Nut 
Co. v. Lorillard Co., 273 U.S. 629, 6832 (17 TMR 159) (1927); Application 
of Brockway Glass Co., 154 F.2d 673, 675, 69 USPQ 324, 326 (36 TMR 167) 
(C.C.P.A., 1946); W. B. Davis & Son, Inc. v. Commissioner of Internal 
Revenue, 5 T. C. 1195, 1219 (1945). Although the public demand for a 
particular product previously associated with a trademark disappears, the 
owner of the trademark can still retain it with the possibility of using 
it again upon another product of the same class. Beech-Nut Co. v. Lorillard 
Co., supra, at p. 632. In the present case, therefore, although the public 
demand for the particular radio receiving sets, transformers, and con- 
densers with which the respective trademarks NEUTRODYNE, NEUTROFORMER, 
and NEUTRODON had been associated for several years vanished in 1930, the 
plaintiff had the right to retain these trademarks on the possibility that it 
might seem feasible at a later time to utilize them again in connection with 
other radio receiving sets, transformers, and condensers. 

The abandonment of an asset involves an actual intent on the part of 
the owner to abandon it, plus an act or acts by the owner designed to carry 
out such intention. Sarlehner v. Eisner & Mendelson Co., 179 U.S. 19, 31 
(1900). The element of intent is especially important in considering 
whether there has been an abandonment. Nieman v. Plough Chemical Co., 
22 F.2d 73, 76 (C. A. 6, 1927), cert. denied 277 U.S. 603. Whether there 
was an intention to abandon and an act or acts of abandonment in a partic- 
ular case must be ascertained from all the pertinent facts. W. B. Davis & 
Son, Inc. v. Commissioner of Internal Revenue, supra, at p. 1219. 

It is my opinion that the facts of the present case do not show either 
an intention to abandon or an act of abandonment of the trademarks 
NEUTRODYNE, NEUTROFORMER, and NEUTRODON prior to 1943. On the con- 
trary, the conduct of the plaintiff in consistently showing these trademarks 
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as assets on its books and records prior to 1943 tends to establish the lack 
of any intention by the plaintiff to abandon the trademarks during the pre- 
1943 period. W. B. Davis & Son, Inc. v. Commissioner of Internal Revenue, 
supra, at p. 1219. 

In this connection, the defendant makes a supplementary argument 
to the effect that, at the latest, the trademarks NEUTRODYNE, NEUTROFORMER, 
and NEUTRODON were abandoned in 1940, when the patent on the basic 
neutralization invention expired. It is true that in a situation where a 
name constituting a trademark has been used for a long period of time 
to describe a particular patented article and, as a result of such use, has 
become the generic designation of the article, the generic designation passes 
into the public domain upon the expiration of the patent. In other words, 
on the expiration of the patent in such a situation, the public has the right 
to make the patented article and to use its generic name. Singer Manuyac- 
turing Co. v. June Manufacturing Co., 163 U.S. 169, 185-186 (1896). How- 
ever, the names NEUTRODYNE, NEUTROFORMER, and NEUTRODON had not 
become generic designations of articles at the time when the basic neutrali- 
zation patent expired in 1940. Even as late as 1955, the names NEUTRO- 
FORMER and NEUTRODON did not appear in Webster’s New International 
Dictionary (unabridged, 2d ed., 1955), and the name NEUTRODYNE appeared 
only as a proper noun, being defined as “A trademark for radio receiving 
apparatus * * *.” Therefore, the expiration of the basic neutralization 
patent did not cause the trademarks that had been associated with products 
manufactured under the patent and related patents to become public prop- 
erty. Searchlight Gas Co. v. Prest-O-Lite Co., 215 F. 692, 696 (4 TMR 273) 
(C.A. 7, 1914). 

Coming now to the year 1943, it has been noted previously that the 
plaintiff’s board of directors adopted a resolution in February of that year 
declaring that the trademarks NEUTRODYNE, NEUTROFORMER, and NEUTRODON 
would not be re-registered, but would be abandoned. This resolution clearly 
indicated that, as of February 1943, the plaintiff had the intention to 
abandon the three trademarks. However, nothing was done during the 
remainder of 1943 to complete the abandonment by means of an identifiable 
action to that end. 

The fact that the plaintiff permitted the registrations to expire in 
August 1943 was not such an identifiable event as to complete the abandon- 
ment, since the plaintiff’s ownership of the trademarks was not based upon 
the registrations under the Federal Trademark Act (15 U.S.C., 1952 ed., 
1051 et seq.), but existed independently of such act. Phillips v. Hudnut, 
263 F. 643, 644 (10 TMR 243) (D. C. Cir., 1920) ; In re Plymouth Motor 
Corporation, 46 F.2d 211, 212, 8 USPQ 14, 15 (21 TMR 157) (C.C.P.A., 
1931). The actual ownership of the trademarks was based upon priority 
of use by the plaintiff and its predecessors in title, and their licensees. 
Trademark Cases, 100 U.S. 82, 94 (1879) ; Campbell Soup Co. v. Armour & 
Co., 175 F.2d 795, 797, 81 USPQ 430, 432 (39 TMR 566) (C.A. 3, 1949), 
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cert. denied 338 U.S. 847, 83 USPQ 543. The trademark registrations in 
the Patent Office merely constituted prima facie evidence that the plaintiff 
was the owner of the three trademarks and was entitled to use them in 
interstate and foreign commerce. Phillips v. Hudnut, supra, at p. 644 (10 
TMR at 244). 

It must be concluded, therefore, that the abandonment of the three 
trademarks was not effected by the plaintiff in 1943, because of the lack 
of an identifiable act of abandonment during that year. 

I believe, however, that the abandonment of the trademarks NEUTRO- 
DYNE, NEUTROFORMER, and NEUTRODON was completed by the plaintiff in 
1944. In that year, the plaintiff’s board of directors again adopted a reso- 
lution for the abandonment of the three trademarks; and this time the 
board implemented the abandonment resolution by specifically instructing 
the officers of the company to make adjustments in the plaintiff’s accounts 
to reflect the abandonment of the trademarks. Appropriate adjustments 
in the plaintiff’s books of account were made pursuant to the board’s 
directive. Later, the plaintiff issued a public announcement declaring that 
the three trademarks had been abandoned “as of and from December l, 
1944”; and in preparing its income tax return for 1944, the plaintiff took 
a deduction because of the loss on the three trademarks. These actions 
point to the effective abandonment of the trademarks during 1944. 

It is my opinion, therefore, that the plaintiff properly deducted the 
cost of the trademarks as a loss in preparing its income tax return for 
1944, and that the Commissioner of Internal Revenue should not have 
assessed a deficiency against the plaintiff because of sach deduction. 

It necessarily follows that the plaintiff is entitled to recover in the 
present suit, since one of its alternative claims is based upon the theory 
that the trademarks were abandoned in the year 1944. The amount of 
recovery may appropriately be left for further proceedings under Rule 
38(c). 


FINDINGS OF FAcT 


1. The plaintiff was organized under the laws of the State of Delaware 
on January 29, 1924. Its principal office and place of business are located 
in Little Neck, Long Island, New York. 


2. The plaintiff keeps its books and records, and files its Federal 
income tax returns, on the accrual basis of accounting, and on the basis 
of calendar years. 


3. From the time of its incorporation in 1924 and continuing at least 
through 1945 (the last year that is significant from the standpoint of the 
present litigation), the plaintiff’s principal business was the acquisition, 
by development or otherwise, of inventions (including patents and applica- 
tions for patents) useful in the radio field and in allied or related elec- 
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tronics fields, the licensing of manufacturers to use such inventions in pro- 
ducing radio or other products for sale, and the collection of royalties or 
other fees for such use. 


4. The plaintiff began its operations with the acquisition in February 
1924 of certain assets through assignments from the Hazeltine Research 
Corporation and from Willis H. Taylor, Jr. The assets acquired from the 
Hazeltine Research Corporation consisted of four radio neutralization 
inventions that had been made by Professor Louis A. Hazeltine in connec- 
tion with the problem of radio reception, of other inventions by Professor 
Hazeltine pertaining to the field of radio, of three trademarks, of a con- 
tract with the Independent Radio Manufacturers, Inc., of a contract of 
employment with Professor Hazeltine, of a contract of employment with 
Harold A. Wheeler, and of any good will of the Hazeltine Research Corpo- 
ration associated with these assets. The acquisition from Willis H. Taylor, 
Jr., consisted of the so-called Dreyer invention, which related to and was 
useful in connection with the neutralization inventions of Professor 
Hazeltine. 


5. (a) The total cost of the assets acquired by the plaintiff in Feb- 
ruary 1924 (see finding 4) amounted to $2,443,750. 


(b) Of the total amount mentioned in paragraph (a) of this finding, 


75 percent of such amount, or $1,832,812.50, represented the cost of the 
inventions, and 25 percent, or $610,937.50, represented the cost of the assets 
other than inventions. 


(ec) With regard to the sum of $1,832,812.50 representing the cost 
of the inventions, 85 percent of this amount, or $1,557,890.63, was properly 
allocable to the neutralization inventions. 


(d) With regard to the amount of $610,937.50 representing the cost 
of the assets other than inventions, 50 percent, or $305,468.75, was properly 
allocable to the contract with the Independent Radio Manufacturers, Inc., 
40 percent, or $244,375, was properly allocable to the three trademarks, and 
10 percent, or $61,093.75, was properly allocable to the employment con- 
tracts with Professor Hazeltine and Harold A. Wheeler. None of this 
amount was properly allocable to good will as a separate asset. 


6. (a) The neutralization inventions referred to in finding 4 had 
been developed by Professor Hazeltine in an effort to eliminate the oscilla- 
tions, and the resulting squeals, whistles, and howls, which characterized 
radio reception in the early days of the radio industry. Professor Hazel- 
tine’s study and work resulted in several inventions covering a neutraliza- 
tion method for eliminating the trouble previously mentioned, and also 
covering a radio receiver incorporating such method. A paper describing 
these inventions was read by Professor Hazeltine before a meeting of the 
Radio Club of America at Columbia University in March 1923. A model 
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of a radio receiver utilizing such inventions was also demonstrated at that 
meeting. The receiver thereby immediately became widely known. Its 
production on a commercial scale was begun a few months thereafter, and 
it soon found wide public acceptance. 


(b) As of February 1924, when the ownership of the neutralization 
inventions was acquired by the plaintiff, one of these inventions—the basic 
invention—was covered by a patent, which had been issued on March 27, 
1923 ; and two of these inventions were covered by applications for patents, 
which subsequently resulted in the issuance of a second patent on April 1, 
1924 and a third patent on April 14, 1925. There was a fourth invention 
in the neutralization group as of February 1924; and a patent application 
relative to this invention was filed on April 7, 1924, resulting in the issu- 
ance of a fourth patent on March 16, 1926. 


(ce) By the time when the plaintiff acquired the ownership of the 
neutralization inventions in February 1924, the public demand for the 
type of radio receiver utilizing such inventions was so great that the 
manufacturers of the receivers were able to sell all that they could produce 
under licenses authorizing the use of the neutralization inventions. The 
public demand for and the production of these receivers continued to grow 
until 1928, when a peak was reached. Thereafter, this type of receiver 
began to be superseded by receivers utilizing a device known as the screen 
grid tube. By 1930, the type of receiver utilizing the neutralization inven- 
tions was obsolete, and no such receivers were manufactured after that 
year. No licenses authorizing the use of the neutralization inventions, apart 
from other inventions, were issued after 1930. 


(d) In 1930 and thereafter, the plaintiff, in addition to the ownership 
of the neutralization inventions, owned other inventions that were useful 
in the radio field. After 1930, the plaintiff continued in the business of 
issuing licenses authorizing the use of inventions owned by it, and collecting 
fees for such use. Beginning in about 1932, the licenses issued by the plain- 
tiff customarily granted the right to use all of its inventions, including 
the neutralization inventions, although the latter were not actually used 
after 1930. 


(e) The unamortized cost of the neutralization inventions was prop- 
erly deductible in computing the 1930 net income of the plaintiff for 
income tax purposes. Such a deduction for the tax year 1930 was allowed 
the plaintiff as a result of proceedings before the Board of Tax Appeals 
(32 B.T.A. 110) and the Circuit Court of Appeals for the Third Circuit 
(89 F.2d 513). That litigation was concluded in 1937. 


7. (a) The three trademarks referred to in finding 4 had been regis- 
tered by the Patent Office on August 21, 1923. One of these trademarks 
was the name NEUTRODYNE, which had been registered “for radio receiving 
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sets” and which was used to refer to receiving sets embodying the neutrali- 
zation inventions. Another trademark was the name NEUTROFORMER, which 
had been registered “for electrical transformers” and which was used to 
refer to a coil that constituted a component of the radio receiving set 
embodying the neutralization inventions. The third trademark was the 
name NEUTRODON, which had been registered “for electrical condensers” 
and which was used to refer to a condenser that constituted a component 
of the radio receiving set embodying the neutralization inventions. 


(b) As of the time when the ownership of these three trademarks was 
acquired by the plaintiff in February 1924, they had attained wide public 
acceptance. The trademark NEUTRODYNE was the most popular of the three 
names. The use of these trademarks continued and increased until 1928, 
and then began to decline with the beginning of the obsolescence of the type 
of receiver that utilized the neutralization inventions. After that type of 
receiver became obsolete in 1930, the trademarks NEUTRODYNE, NEUTRO- 
FORMER, and NEUTRODON were no longer used. 


(c) While the type of radio receiving set that utilized the neutraliza- 
tion inventions was popular, licenses authorizing the use of such inven- 
tions also granted the right to use the trademarks NEUTRODYNE, NEUTRO- 
FORMER, and NEUTRODON. Such licenses required that radio receiving sets 
manufactured through the use of the neutralization inventions be adver- 
tised and marked as NEUTRODYNE sets. However, there were many viola- 
tions of this particular requirement. Letters of complaint were written by 
the plaintiff, but the plaintiff did not take any action in the courts because 
of such violations. 


(d) After the type of radio receiving set that was based upon the 
neutralization inventions became obsolete in 1930, the plaintiff discontinued 
the issuance of licenses that related only to the use of the neutralization 
inventions and the trademarks NEUTRODYNE, NEUTROFORMER, and NEUTRO- 
DON. In about 1932, the plaintiff began the issuance of blanket licenses 
authorizing the use of all the plaintiff’s inventions, including the neutrali- 
zation inventions, but these licenses did not refer specifically to the use 
of the trademarks NEUTRODYNE, NEUTROFORMER, and NEUTRODON. 


(e) Following the conclusion in 1937 of the litigation regarding the 
right of the plaintiff, in computing its income tax for 1930, to take a deduc- 
tion because of the loss on the neutralization inventions (see finding 6 (e)), 
the plaintiff in conferences with a representative of the Bureau of Internal 
Revenue raised the question whether, since radio receivers utilizing the 
neutralization inventions were no longer being made (having been super- 
seded by receivers utilizing the screen grid tube), the plaintiff might take 
a deduction retroactively for the tax year 1931 because of a loss on the 
three trademarks that had been used in connection with such receivers and 
component parts. The representative of the Bureau of Internal Revenue 
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took the position that since the trademark still had a valid existence, no 
deduction with respect to them could be claimed by the taxpayer until it 
either disposed of the trademark or abandoned them. The matter was not 
pursued further by the plaintiff at the time. 


(f) Prior to 1937, the balance sheets included in the plaintiff’s annual 
reports to its shareholders contained as an asset a single amount reflecting 
the inventions, patents, patent rights, trademarks, and agreements held 
by the plaintiff. These items received similar treatment in the balance 
sheets submitted by the plaintiff with its annual income tax returns, and 
in the plaintiff’s annual reports to the Securities and Exchange Commis- 
sion for 1935 and 1936. Beginning with the year 1937, however, the plain- 
tiff adjusted its book values and records so as to segregate the inventions, 
trademarks, ete. Thereafter, during the period 1937-1943, the balance 
sheets included in the plaintiff’s annual reports to its shareholders showed 
trademarks as an asset in the amount of $244,375. The balance sheets 
accompanying the plaintiff’s annual income tax returns for these years 
also included trademarks as an asset in the amount of $244,375. 


(g) In preparing its income tax return for the year 1944, the plaintiff 
for the first time formally claimed the right to take a deduction for income 
tax purposes because of a loss on the trademarks NEUTRODYNE, NEUTRO- 
FORMER, and NEUTRODON. (See finding 10 et seq.) 


8. (a) The contract with the Independent Radio Manuacturers, Inc., 
referred to in finding 4 granted to the I. R. M. the exclusive right to issue 
licenses or the use of the neutralization inventions in the manuacture of 
radio receiving sets, and for the use of the trademarks NEUTRODYNE, 
NEUTROFORMER, and NEUTRODON. The I. R. M. was essentially a trade asso- 
ciation. Its stcckholders consisted of a group of the smaller manufacturers 
of radio receiving sets, and for the use of the trademarks NEUTRODYNE, 
NEUTROFORMER, and NEUTRODON. The I. R. M. was essentially a trade asso- 
ciation. Its stockholders consisted of a group of the smaller manufacturers 
of radio receiving sets. Under the contract previously mentioned, the 
I. R. M. granted to its constituent stockholders, and only to them, licenses 
covering the use of the neutralization inventions and the three trademarks. 
Therefore, as of February 1924 and for several years thereafter, radio 
receivers utilizing the neutralization inventions were manufactured, and 
the trademarks NEUTRODYNE, NEUTROFORMER, and NEUTRODON were used, 
exclusively by the stockholders (i.e., the members) of the I. R. M. under 
licenses issued by it pursuant to the contract between the plaintiff and 
the I. R. M. The I. R. M. collected from its stockholders royalties on the 
receiving sets manufactured by them; and the I. R. M., in turn, paid a 
royalty to the plaintiff. 


(b) On June 6, 1927, the contract between the plaintiff and the Inde- 
pendent Radio Manufacturers, Inc., was canceled. The plaintiff then en- 
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tered into license agreements directly with various radio manufacturers, 
including those that had formerly been members (i.e., stockholders) of the 
I. R. M. 


(c) The Independent Radio Manufacturers, Inc., became bankrupt 
after the cancellation of its contract with the plaintiff in 1927. The bank- 
ruptey proceedings were concluded in 1931. 


(d) For the tax year 1931, the plaintiff was allowed a deduction for 
income tax purposes because of the loss on the contract with the Indepen- 
dent Radio Manufacturers, Inc. 


9. (a) By virtue of the employment contracts with Professor Hazel- 
tine and Harold A. Wheeler mentioned in finding 4, the plaintiff acquired 
the exclusive right to any improvements in connection with the neutraliza- 
tion inventions that might be made by either of them during specified 
periods of time. However, no actual benefit was ever derived by the plaintiff 
from either of these contracts. The contracts expired in 1927. 


(b) The plaintiff did not at any time formally claim deductions for 
income tax purposes because of losses on the employment contracts with 
Professor Hazeltine and Harold A. Wheeler. However, the matter of such 
losses was discussed during the course of conferences that were held several 
years after 1927 between the plaintiff and a representative of the Bureau 
of Internal Revenue, but the representative of the Bureau of Internal 
Revenue took the position that the statute of limitations had run against 
the taxpayer with respect to the assertion of claims based upon such losses. 


10. (a) At a meeting of the board of directors of the plaintiff on 
February 11, 1943, there was adopted a resolution stating in part as follows: 


Resolved, that (1) the trademarks NEUTRODYNE, NEUTROFORMER 
and NEUTRODON be not re-registered in the U. S. Patent Office but that 
said registrations be allowed to expire and (2) that this corporation 
abandon the said trademarks, surrender the same and renounce the 
exclusive right or privilege to use or employ the same in its business. 


Pursuant to this resolution, the plaintiff permitted the registrations of 
the three trademarks to expire in August 1943. 


(b) At a meeting of the plaintiff’s board of directors held on Decem- 
ber 13, 1944, it was resolved as follows: 


Resolved, that the corporation abandon both the said registration 
of said trademarks and the said trademarks and any and all right, 
exclusive or otherwise, arising from the said registration and trade- 
marks at common law and further 


Resolved, that the officers be and hereby are instructed to reflect 
in the accounts the abandonment of the trademarks by writing off the 
amount [$224,375] at which such trademarks are reflected in the 
accounts. 
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(ce) Appropriate adjustments were subsequently made in the plain- 
tiff’s books of account pursuant to the instruction contained in the second 
of the two resolutions quoted in paragraph (b) of this finding. 


(d) On February 15, 1945, the plaintiff’s board of directors adopted 
a further resolution which approved the charging of the loss on the trade- 
marks in the amount of $244,375 against earnings for 1944. 


(e) In the March 28, 1945 issue of Radio and Television Weekly, the 
plaintiff published an announcement giving notice that “as of and from 
December 1, 1944,” it had abandoned the trademarks NEUTRODYNE, NEUTRO- 
FORMER, and NEUTRODON, and had “dedicated said trademarks and trade 
names and all rights thereunder to the public.” 


11. (a) The plaintiff duly filed its income tax return for 1944 on 
March 15, 1945. The return disclosed an income tax liability of $112,889.86, 
which amount was duly paid by the plaintiff in three installments of 
$28,222.46 each on March 15, July 2, and October 1, 1945, and in a fourth 
installment of $28,222.48 on January 2, 1946. 


(b) In preparing its income tax return for 1944, the plaintiff took 
a deduction in the amount of $244,375 because of an alleged loss during that 
year on the trademarks NEUTRODYNE, NEUTROFORMER, and NEUTRODON. 


12. (a) Prior to March 15, 1948, and within a 3-year period after 
the filing of the plaintiff’s income tax return for 1944, the plaintiff and 
the Commissioner of Internal Revenue entered into a timely written 
agreement extending until June 30, 1949 the time within which the plain- 
tiff’s income tax liability for 1944 might be assessed against the plaintiff 
or a notice of deficiency in such tax might be sent to the plaintiff. 


(b) On March 25, 1949, the plaintiff signed in triplicate and trans- 
mitted by mail to an office of the Bureau of Internal Revenue in New York, 
N. Y., a document further extending until June 30, 1950 the time within 
which the plaintiff’s income tax liability for 1944 might be assessed against 
the plaintiff or a notice of deficiency in such tax might be sent to the 
plaintiff. In a covering letter which accompanied the transmission of the 
three copies of this document, the plaintiff stated that it would expect to 
receive the third or triplicate copy of the document after it had been 
signed on behalf of the Commissioner of Internal Revenue. This document 
was signed on May 5, 1949 by a duly authorized agent of the Commissioner 
of Internal Revenue. However, the plaintiff did not receive a signed copy 
of the document or learn of its execution on behalf of the Commissioner 
of Internal Revenue until after June 30, 1949. 


(c) A document further extending until June 30, 1951 the time 
within which the plaintiff’s income tax liability for 1944 might be assessed 
against the plaintiff or a notice of deficiency in such tax might be sent to 
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the plaintiff was signed by the plaintiff on May 1, 1950 and by a duly 
authorized agent of the Commissioner of Internal Revenue on May 3, 1950. 


(d) A document further extending until June 30, 1952 the time 
within which the plaintiff’s income tax liability for 1944 might be assessed 
against the plaintiff or a notice of deficiency in such tax liability might 
be sent to the plaintiff was signed by the plaintiff on April 26, 1951 and 
by a duly authorized agent of the Commissioner of Internal Revenue on 
April 27, 1951. 


(e) A document further extending until June 30, 1953 the time within 
which the plaintiff’s income tax liability for 1944 might be assessed against 
the plaintiff or a notice of deficiency in such tax might be sent to the 
plaintiff was signed by the plaintiff on March 25, 1952 and by a duly 
authorized agent of the Commissioner of Internal Revenue on March 28. 
1952. 


13. On July 17, 1952, the Commissioner of Internal Revenue sent to 
the plaintiff by registered mail a notice of a deficiency amounting to 
$96,062.42 in the plaintiff’s income tax liability for the year 1944. This 
was based upon the disallowance of the $244,375 deduction claimed on the 
plaintiff’s return because of the alleged loss on the trademarks NEUTRODYNE, 
NEUTROFORMER, and NEUTRODON, the reduction of an unrelated deduction to 
the extent of $6,825.91, and increases totaling $11,044.90 in other unrelated 
deductions, making a net increase of $240,156.01 in the plaintiff’s taxable 
income, as determined by the Commissioner of Internal Revenue. The 
plaintiff did not petition the Tax Court of the United States for a redeter- 
mination of this deficiency. On December 12, 1952, the Commissioner of 
Internal Revenue assessed the deficiency of $96,062.42 and interest thereon 
of $44,615.07, or a total of $140,677.49, against the plaintiff. Thereafter, 
demand was made upon the plaintiff for payment of this assessment; and 
payment thereof was made by the plaintiff on December 29, 1952. 


14. Subsequent to the payment of the deficiency and interest men- 
tioned in finding 13, the Commissioner of Internal Revenue determined to 
reduce the plaintiff’s income tax liability for 1944 to the extent of $466.23 
as a result of an increase in a deduction for a State license fee over the 
amount previously taken into account. This tax overpayment of $466.23, 


together with interest thereon, was refunded to the plaintiff. 


15. On August 25, 1953, which was within 2 years after the payment 
by the plaintiff of the deficiency and interest referred to in finding 13 and 
more than 6 months before the commencement of this suit, the plaintiff 
duly filed with the Internal Revenue Service a timely claim for the refund 
of such portion of the $140,677.49 paid by the plaintiff on December 29, 
1952 as was attributable to the disallowance of the $244,375 trademarks 
deduction claimed by the plaintiff for 1944. This claim has not been allowed 
or paid. 
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16. (a) In preparing its income tax returns for 1943 (the year dur- 
ing which the registrations of the trademarks NEUTRODYNE, NEUTROFORMER, 
and NEUTRODON expired) and 1945 (the year during which the plaintiff 
published its public notice relative to the abandonment of these trademarks 
and their dedication to the public), the plaintiff did not claim any deduce- 
tion because of a loss during either year on the three trademarks. 


(b) The plaintiff’s income tax return for 1943 disclosed an income 
tax liability of $180,676.79, which was duly paid by the plaintiff in three 
installments of $45,169.19 each on March 15, July 3, and September 13, 
1944, and in a fourth installment of $45,169.22 on January 1, 1945. 


(c) The plaintiff timely filed on February 6, 1946 a claim for a 
refund of $97,750 (plus interest) on its income tax for 1943, asserting that 
the trademarks NEUTRODYNE, NEUTROFORMER, and NEUTRODON “were aban- 
doned by non-renewal in 1943” and, therefore, that the plaintiff had been 
entitled to take a deduction of $244,375 in figuring its taxable income for 
1943. This claim was disallowed by the Commissioner of Internal Revenue 
by means of a notice to the plaintiff dated January 5, 1953, and no part 
of the income tax paid by the plaintiff for 1943 has been refunded. 


(d) The plaintiff’s income tax return for 1945 disclosed an income 
tax liability of $378,777.14, which amount was duly paid by the plaintiff 


in three installments of $94,694.29 each on March 15, June 26, and Sep- 
tember 5, 1946, and in a fourth installment of $94,694.27 on December 11, 
1946. 


(e) The plaintiff timely filed on March 15, 1949 a claim for a refund 
of $97,750 (plus interest) on its income tax for 1945, asserting that the 
trademarks NEUTRODYNE, NEUTROFORMER, and NEUTRODON “became worth- 
less because of non-renewal, abandonment, or other reasons, in 1945,” and 
that the plaintiff had been entitled to take a deduction of $244,375 in deter- 
mining its taxable income for 1945. This claim for refund was disallowed 
by the Commissioner of Internal Revenue by means of a notice to the 
plaintiff dated August 1, 1952. However, two income tax refunds for the 
year 1945 were made to the plaintiff on grounds unrelated to the present 
suit. On October 28, 1952, there was refunded to the plaintiff the sum of 
$10,443.98, plus interest thereon in the sum of $3,637.51, or a total of 
$14,081.49. On July 9, 1953, there was refunded to the plaintiff the sum 
of $4 822.91, plus interest thereon in the amount of $1,872.67, or a total of 
$6,695.58. 

17. The trademarks NEUTRODYNE, NEUTROFORMER, and NEUTRODON 


were abandoned by the plaintiff in 1944. 


18. Plaintiff’s taxable income for the years 1931 to 1945, inclusive, 
as reported on its tax returns and as adjusted by the Commissioner of 
Internal Revenue, was as follows: 
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Excess 
profits 


Net income 
before taxes Taxable Total 


income tax 


Income 


or div. credit tax tax 
As reported 


As adjusted — 


Tax return for this year not evailable. ( 65,567.87 ) 


Submitted as evidence in tax case. 


(213,094.00) 
(131,633.44 ) 


575,818.78 
321,714.64 
410,895.92 
551,006.59 
883,170.00 
741,560.05 
701,202.45 
180,331.93 
741,103.65 
493,662.74 
298,474.68 
956,652.62 


78,960.97 
44,235.76 
60,474.39 
81,490.99 
145,687.05 
125,583.91 
168,288.59 
290,638.17 
282,388.88 
180,676.79 
112,889.86 
378,777.14 


16,990.20 


8,277.61 
244,281.41 
31,618.31 


58,255.01 
137,670.46 
769,554.50 
593,840.19 
660,490.69 
736,386.52 
707,381.15 
744,161.24 
718,728.08 


192,492.54 


18,929.69 
106,577.36 

81,653.03 
105,849.32 
126,184.54 
122,121.14 
126,078.14 
184,486.57 
545,290.98 


No adjustment 


493,662.74 
537,465.13 
918,485.40 


180,676.79 
208,486.05 
363,510.25 


CONCLUSION OF LAW 


Upon the foregoing findings of fact, which are made a part of the 
judgment herein, the court concludes as a matter of law that the plaintiff 
is entitled to recover, together with interest as provided by law, and judg- 
ment will be entered to that effect. The amount of recovery will be deter- 
mined pursuant to Rule 38(c). 


MARSHALL v. THE PROCTER & GAMBLE MANUFACTURING 
COMPANY et al. 


No. 9207 — D. C. Maryland — February 17, 1959 


TRADEMARK ACT OF 1946—CONSTRUCTION—SECTION 43 (a) 
REMEDIES—UNFAIR COMPETITION—BASIS OF RELIEF—FALSE ADVERTISING 
An action for false advertising predicated upon Section 43(a) does not lie 

where the complaint asserts that the defendant has falsely misrepresented its bar 
soap by claiming that it contains cold cream, when, allegedly, the amount thereof 
in the soap was too small to be efficacious. The plaintiff stated that it expected 
to develop processes which, for the first time, would permit incorporation of 
efficacious amounts of emollients in milled soap and claimed that the commercial! 
value of such processes would be impaired by public dissatisfaction with the defen 
dant’s product. The court held that true statements of fact are not rendered false 
because the thing to which they relate may in the future be improved. Moreover, 
the alleged injury to plaintiff was too remote in that it was not in active compe- 
tition with the defendant but simply anticipated future competition through li- 
censees. At most, therefore, the licensees, and not the plaintiff, would possess the 
right to sue. 


Action by Donald E. Marshall v. The Procter & Gamble Manufacturing 
Company and Procter & Gamble Distributing Company for patent infringe- 
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ment, breach of confidential relationship, and violation of Section 43(a). 

Defendants counterclaim for declaratory judgment. Cause of action under 

Section 43(a) dismissed. 

John D. Alexander, of Baltimore, Maryland, and Jra Milton Jones and 
James R. Custin, of Milwaukee, Wisconsin, for plaintiff. 

William A. Grimes, of Baltimore, Maryland, and Casper W. Ooms, of 


Chicago, Illinois, for defendants. 


WATKINS, District Judge. 

Plaintiff’s complaint contains three causes of action. The first is for 
infringement of United States Patent 2,724,702 issued November 22, 1955: 
the second for breach of confidential relationship; and the third for “False 
Marking and Misrepresentation in Violation of Title 15 U.S.C., section 
1125 a” [Lanham Act]. 

Defendants answered the causes of action and counterclaimed for 
declarations of invalidity ; noninfringement; and nonviolations of confiden- 
tial relationship or of the Lanham Act. Thereafter defendants moved 
that the third cause of action be dismissed for failure to state a claim 
against the defendants upon which relief can be granted. 

The third cause of action, as originally filed, alleged that plaintiff is 
engaged in the business of licensing manufacturers of soap and machines 
for making soap under various patents, including the one in suit, all of 
which relate to improvements in soaps and detergents; that plaintiff is a 
consultant to manufacturers of soap, advising on methods, processes, tech- 
niques, machinery and formulations for the manufacture of soaps and 
detergents; and that plaintiff makes a business of licensing under the 
patents, and giving advice and information to clients. 

Plaintiff claims to be the first to discover a commercially practicable 
means by which milled cake soap in the ultramicrocrystalline phase may 
be produced, such soap permitting extraordinarily large percentages of 
non-detergent emollient additives such as free fats and oils to be incorpo- 
“ated without adversely affecting other characteristics thereof. This had 
never been commercially practicable before plaintiff’s discoveries and 
inventions. 

Plaintiff asserts that the success of his business is dependent upon 
public recognition of the advantages of incorporating into toilet soaps 
substantial percentages of emollient, and upon public acceptance of and 
demand for such soaps. 

In September 1953 defendants put on the market with an intensive 
advertising campaign their cAMAy brand toilet soap containing cold cream 
as an emollient. By advertising and representation that cAmMAy contained 
cold cream (but without any indication as to the quantity thereof), defen- 
dants * * * “intended to cause the buying public to believe that their caMAY 
toilet soap contains a sufficient amount of cold cream to produce the benefits. 
which might be expected to accrue from the incorporation of cold cream 
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in a toilet soap, and intended that the public should purchase and use 
defendants’ CAMAY toilet soap in that belief * * *. The amount of cold 
eream incorporated in defendants’ camay toilet soap is so minute as to 
be negligible, being less than two per cent (2%) by weight of the total 
cake, and is inadequate to produce any of the benefits which might reason- 
ably be expected from the incorporation of cold cream in a toilet soap.” 

Plaintiff further claimed that as a result of the purchases of CAMAY in 
the belief that it “contains a substantial and efficacious proportion of emol- 
lient, the public will be less receptive to soaps which genuinely contain a 
substantial and efficacious proportion of emollient when such soaps are 
introduced on the market * * *” Therefore prospective clients and licensee 
of plaintiff have been and will be discouraged “by defendants’ misrepresen- 
tations” from entering into agreements with plaintiff. 

The original third count coneluded with the claim that “Plaintiff has 
been substantially damaged by defendants’ false description and represen- 
tation to the effect that its caMAY soap contains cold cream; and defendants 
will continue such false description and representation, to plaintiff’s fur- 
ther damage, unless defendants are enjoined by this Court.” 

In brief, plaintiff asserted that before his inventions it had not been 
commercially feasible to add “significant” quantities of non-detergent 
emollients to milled soaps; that plaintiff’s inventions made possible the 
incorporation of “extraordinarily large percentages of non-detergent emol- 
lient additives”; that plaintiff's success depends upon public recognition 
of the “advantages of incorporating into toilet soaps substantial percentages 
of emollients”; that defendants intended to cause the buying public to 
believe that its soap, CAMAY, advertised as containing cold cream, did con- 
tain a “sufficient amount of cold cream to produce the benefits which might 
be expected to accrue from the incorporation of cold cream in a toilet 
soap”; but that the amount of cold cream in cAMAy is negligible, and “is 
inadequate to produce any of the benefits which might reasonably be 
expected from the incorporation of cold cream in a toilet soap”; and that 
thereby the public will be less receptive of a soap (presumably manufac- 
tured under plaintiff’s patents) containing “a substantial and efficacious 
proportion of emollient,” if, as and when, if ever, such soap is marketed; 
and that such future public nonreceptivity has discouraged and will dis- 
courage the making of license agreements with plaintiff. 

If, as plaintiff alleged, the public prior to his invention had no 
familiarity with the benefits to be derived from the incorporation of cold 
cream into toilet soap, the court did not see how, from the pleadings, it 
could be determined what the public would expect from the incorporation 
of an unspecified amount of cold cream; or how the public would have any 
standards by which to measure satisfaction or dissatisfaction. What bene- 
fits would the public expect ; and why? 

Further, the court was of the opinion that the pleading did not suffi- 
ciently define the meaning and relationship of “significant”; “extraordi- 





S74 - THE TRADEMARK REPORTER Vol. 49 T. M.R. 








narily large percentages” ; “substantial percentages”; “sufficient amount” ; 
“benefits which might be expected”; “less receptive”; “substantial and 
efficacious proportion.” The court therefore granted the motion to dismiss 
without prejudice.’ 

The court suggested that any amended third count should state specifi- 
cally plaintiff’s contention as to what “benefits” were and are expected by 
the purchasing public from the incorporation in toilet soap of “effective 
amounts” of cold cream; what is an “effective amount” to produce such 
results ; what is the minimum effective amount; what is the amount capable 
of incorporation under plaintiff’s patent; and should contain an averment 
that the advertising by defendants that caMay incorporates or includes cold 
cream has been relied upon by the purchasing public and has resulted in 
sales which otherwise would not have occurred. 

The amended third count contained verbatim all of the background 
material previously recited. It changed “significant quantities” to “effica- 
cious quantities”; “substantial percentages” to “efficacious amounts”; 
“sufficient amount” to “efficacious amount”; and “substantial and efficacious 
proportion” to “an efficacious amount.” There was added the allegation 
that by their advertising and representations defendants “intended to cause 
the buying public to believe that their caMay toilet soap contains an effica- 
cious amount of cold cream that is, an amount of cold cream sufficient to 
produce some or all of the benefits which might be expected to accrue 
from the incorporation of cold cream in a toilet soap, as alleged in para- 
graph XIX* hereof, and defendants intended that the public should pur- 
chase and use defendants’ cAMay toilet soap in that belief.” 

It was further alleged that as a result of defendants’ advertising and 
representations, the sale of CAMAY increased substantially for several 
months, but after a period of two years, during which the advertising and 








1. Plaintiff’s patent referred to the incorporation of 5-15% of emollients by 
weight. Plaintiff contended that less than 10% would be “ineffective” to produce the 
expected “benefits.” How the public was supposed to become aware of these data was 
not disclosed. 

2. It therefore became unnecessary to consider defendants’ contentions that in 
any event the Lanham Act was unavailable to plaintiff because plaintiff and defendants 
were not competitors, and the fact of damage to plaintiff was too remote, apart from 
any problem of proving amount. 

3. Paragraph XIX reads as follows: 

“The advantages of incorporating a non-detergent emollient or emollients in toilet 
soap in efficacious quantities are: 

“(a) The mildness of the soap is improved so that it offers less possibility of 
irritating the skin ; 

“(b) The durability of the soap cake is improved with respect to long periods 
of immersion ; 

“(c) When used as a shampoo, a toilet soap containing an efficacious propor- 
tion of emollient leaves the hair manageable and easy to groom; 

“(d) The natural oily mantle of the skin is replaced at least in part so that 
the skin does not feel dry after use of a toilet soap containing an efficacious pro- 
portion of emollient ; 

“(e) The lather of a toilet soap containing an efficacious proportion of emol- 
lient is believed to be more penetrating so that skin-pore clogging is alleviated.” 
Note particularly that paragraph XIX refers to “advantages”, not “benefits.” 





Vol. 49 T. M.R. MARSHALL v. PROCTER & GAMBLE MFG. CO. 


representations continued, a “substantial proportion of the increased sales 
that had followed initiation of such advertising and promotion were lost. 
Such loss of sales resulted from the discovery by the purchasing public 
that CAMAY soap produced none of the benefits which might be expected 
from a toilet soap containing an efficacious amount of cold cream”; and 
as a result, “the public will be less receptive in the future to soaps which 
genuinely contain an efficacious proportion of emollient when such soaps 
are introduced on the market,” and prospective clients and licensees of 
plaintiff have been and will be discouraged from entering into agreements 
with plaintiff. 

It was also alleged that about 10% of the non-detergent emollient must 
be added to toilet soap “in order for the emollient to be efficacious therein” ; 
and that plaintiff’s patent permits the inclusion in soaps of “as much as 
15% of such non-detergent skin emollients and hair conditioners * * *.” 

The court initially assumed that this amendment was intended to 
meet the court’s suggestions, and to allege (although somewhat indefi- 
nitely) that defendants’ advertising and representations were intended to, 
and did, produce on the mind of the public the impression that CAMAY 
would confer upon the user the “benefits” of the “advantages” set forth 
in paragraph XIV.‘ Whether these “advantages” are sufficiently factual 
and definite to be the subject of representation—or misrepresentation— 
need not be determined for reasons to be stated. 


This supposition was thrown in doubt by the statement in plaintiff’s 
brief that: 


“The complaint makes no allegation about what the consumer 
expects to get when she buys a bar of Camay soap ‘containing cold 
cream’ because it does not matter, so far as the plaintiff’s cause of 
action is concerned, what specific advantages the ecnsumer expects to 
derive from the presence of ‘cold cream’ in cAaMAy. What does matter, 
and what is pleaded by paragraphs XXII through XXVI of the 
amended complaint, is that defendants’ carefully indefinite advertising, 
coupled with the consumer’s own knowledge and experience, leads her 
to expect some advantages from CAMAY soap because of the cold cream 
she believes it to contain.” (Plaintiff’s emphasis. ) 


The supposition was shattered during the argument on defendants’ 
motion to dismiss the third count as amended. Plaintiff’s counsel took the 
position that he was trying to allege that because of defendants’ emphasis 
on CAMAY containing some cold cream, the public would simply expect it 
to be “different.” He said: 

“* * * We obviously cannot plead some specific thing, some specific 
difference or advantage that the public expects when they read it, 
because we don’t know exactly what goes on in the mind of the reader 
when he sees this advertisement. All we can say is that in a general 
way they expect something different in this soap or about this soap.” 

* * * * * 


4. See footnote 3 for text of paragraph XIX. 
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‘“* * * The soap should be better or worse because it has cold 
cream in it.” * 


Plaintiff requested leave to file a second amended third count, to make 
it clear that plaintiff contended that as a result of defendants’ advertising 
and representations, the public expected and was intended to expect some 
difference, whether beneficial or detrimental, from the inclusion of cold 
cream in toilet soap; that there is no difference in the effect of use of CAMAY 
with or without 2% of cold cream, and that the public has concluded or will 
conclude that the presence or absence of cold cream is immaterial, and that 
it will not buy cold cream soaps in the future. 

In granting leave to amend as requested, the court adverted to some 
of the legal problems that would be present even if such amendment were 
made. The court suggested that even in view of the very conservative atti- 
tude of the Maryland decisions in refusing damages for preventing the 
starting of a new business, the plaintiff might want to consider the substitu- 
tion or addition of a new cause of action, apart from Section 1125(a) of 
Title 15, alleging wrongful interference preventing plaintiff from entering 
into a new business. 

The second amended third count made only two changes in the first 
amended third count. It struck from the allegation that defendants’ adver- 
tising and representations were intended to cause the buying public to 
believe that CAMAY contained an efficacious amount of cold cream, that is, 
an amount of cold cream sufficient to produce some “or all of the benefits 
that might be expected to accrue from the incorporation of cold cream in 
a toilet soap, as alleged in paragraph XIX®* hereof” the quoted words, and 
inserted in lieu thereof: “difference which will be noticeable to the con- 
sumer and by which a miiled toilet soap containing cold cream will be 
distinguishable from a milled toilet soap which does not contain cold cream.” 
It also changed the allegation that the amount of cold cream in CAMAY was 
inadequate to produce any of the benefits which might reasonably be ex- 
pected from the incorporation of cold cream in a toilet soap,” by substitut- 
ing “differences” for “benefits.” 

Defendants moved for judgment on the pleadings as to the second 
amended third cause of action on the grounds that there is no allegation 
of any false description under Section 1125(a) of Title 15, or of any 
injury for which such section, or any law, imposes civil liability. For the 
reasons hereinafter set forth, the court will grant defendants’ motion. 





5. Plaintiff’s counsel insisted on the use of “difference” rather than “benefit”, 
explaining: 
“T use the term difference because I ran into a woman in the last few days 
who insisted that she would not buy a soap if it contained cold cream.” 
6. See footnote 3, 
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THE SECTION IN SuItT 


The second amended third count is purportedly brought under United 
States Code, Title 15, Section 1125(a) (Section 43(a) of the Lanham Act), 
which reads as follows: 

“Any person who shall affix, apply, or annex, or use in connection 
with any goods or services, or any container or containers for goods, 

a false designation of origin, or any false description or representation, 

including words or other symbols tending falsely to describe or repre- 

sent the same, and shall cause such goods or services to enter into 
commerce, and any person who shall with knowledge of the falsity of 
such designation of origin or description or representation cause or 
procure the same to be transported or used in commerce or deliver 

the same to any carrier to be transported or used, shall be liable to a 

civil action by any person doing business in the locality falsely indi- 

eated as that of origin or the region in which said locality is situated, 
or by any person who believes that he is or is likely to be damaged by 
the use of any such false description or representation.” 


“FALSE DESCRIPTION OR REPRESENTATION * * * ” 


Literally, there is no false representation in the claim by defendants 
that CAMAY contains cold cream, for admittedly it does. Presumably the 
advertising that defendants’ soap contains cold cream is intended to induce 
greater numbers of the public to purchase the soap than would otherwise 
do so. However, according to plaintiff’s counsel, the disclosure of the incor- 
poration of cold cream in CAMAY would discourage some portion of the 
public from buying the soap. It is difficult to find falsity of description or 
representation, or damage to the plaintiff, in the disclosure of a fact which 
encourages some, and discourages others. 

Plaintiff claims, however, that users would expect some difference 
between a soap containing, and one that does not contain, cold cream; 
that the soap should be better or worse because it has cold cream in it. 
But plaintiff is unable to plead any specific difference that the public ex- 
pects from reading defendants’ advertisements. While claiming (para- 
graph XIX) that there are “advantages” in the incorporation of efficacious 
amounts of cold cream in soaps, plaintiff is unwilling to plead that the 
publie will, from defendants’ advertising, expect to secure the benefits of 
these advantages; all he is willing to do, on this third try, is to allege that 
they will expect “differences”; that a soap with cold cream will be better, 
or worse, than one without. 

The case is not one in which the defendants are leading or seeking 
to lead, the public into the belief that the defendant’s product is the same 
as plaintiff’s product (no soap manufactured under plaintiff’s patents ever 
having been on the market). Plaintiff’s position comes down to the conten- 
tion that defendants are selling a cold cream soap which is inferior to 
what his will be if it is ever manufactured and marketed; and that the 
public, using defendants’ product and finding it no different from soap 
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without cold cream, will be prejudiced against all cold cream soaps; there- 
fore defendants should be enjoined from advertising the fact that CAMAY 
contains cold cream, even although it does.’ By a parity of reasoning, if 
some other inventor should discover a method of incorporating more than 
15% of cold cream in soap, and such soap should be different from (better 
or worse than) plaintiff’s soap, plaintiff would be unable thereafter to 
advertise his soap as containing cold cream. Perhaps under plaintiff’s 
theory, even the possibility of an invention superior to plaintiff’s should 
debar both plaintiff and defendants from advertising a cold cream soap. 
To agree with plaintiff would mean that only the ultimately perfected 
article could be advertised. Perhaps even now the “automatic transmis- 
sion” of automobiles are not as fully automatic as they will be; “dry” 
beers may become drier; “mild” cigarettes may become milder; the 
“vacuum” of vacuum cleaners may become higher; “color” television may 
have true color; there may be less toil without LESToIL; and two psychia- 
trists may agree in court, though called by opposite sides. 

The court is not prepared to hold true statements of fact to be false 
descriptions and representations because the thing to which they relate 
may in the future be improved. 


InJuRY UNDER THE TRADEMARK Act GIvING RIsE To Crvit LIABILITY 


Under Section 1127 of U.S.C. Title 15 the intent of the chapter is 
stated to be, inter alia, “to protect persons engaged in such commerce 
against unfair competition.” Plaintiff is not “engaged in such commerce” 
so far as the actual marketing of cold cream soap is involved. There is 
accordingly no “unfair competition” with his product; he has none in 
commercial production. Two possible arguments are nevertheless suggested 
in support of plaintiff’s civil suit under Section 1125(a) : 


(1) The language of Section 1125(a) that any person who shall use 
a false description or representation as to goods which “enter into com- 





7. In Federal Trade Commission Docket 4315, In the Matter of John J. Tracey 
Company, the Commission on April 10, 1941, approved a stipulation in a case charging 
“unfair and deceptive acts and practices.” Advertising that respondent’s soap was 
ENGLISH LILAC, and the use of words indicating other flower scent, modified by the 
word ENGLISH, were stipulated to be improper when both the soap and scents were of 
American origin. 

The stipulation continues: 

“Also the cartons and boxes in which respondent’s aforesaid soap is distributed 
as aforesaid, have printed thereon the following: 

‘Cold Cream Soap’ 
‘Cold Cream Soap—More Than a Soap—a Beauty Treatment.’ 

“This language implies that the cold cream contained in said soap gives 
emollient properties thereto. Two percent of the ingredients to said soap is cold 
cream. 

“The use of said soap does produce detergent and emollient effects on the 
skin. By reason of this effect it is more than a soap.” 

No objection was interposed to the continuation of this advertising. 
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merce * * * shall be liable to a civil action * * * by any person who believes 
that he is or is likely to be damaged by the use of any such false description 
representation.” Even plaintiff does not contend that it is sufficient for a 
plaintiff merely to allege “I believe I am likely to be damaged.” 

Plaintiff recognizes that a member of the public, as such, has no right 
of action under this section for personal injuries based upon alleged mis- 
representation, Carpenter v. Erie Railroad Company, 2 Cir. 1949, 178 F.2d 
921, cert. den. 1950, 339 U.S. 912, 70 S.Ct. 571, 94 L.Ed. 1338, reh. den. 
1950, 339 U.S. 939, 70 S.Ct. 672, 94 L.Ed. 1356, or analogous cases.*® 


(2) The alleged extension of the Trademark Act beyond its original 
scope. 

The early cases in the field of false advertising primarily regarded 
the concept of unfair competition as limited to cases of “palming off” 
defendant’s goods as plaintiff’s. New York & R. Cement Co. v. Coplay 
Cement Co., C.C.Pa. 1890, 44 F. 277; American Washboard Co. v. Saginaw 
Mfg. Co., 6 Cir. 1900, 103 F. 281; Borden’s Condensed Milk Co. v. Horlicks 
Malted Milk Co., D.C. Wise. 1913, 206 F. 949 (3 TMR 476); Armstrong 
Cork Co. v. Ringwalt Linoleum Works, D.C.N.J. 1916, 235 F. 458 (6 TMR 
570), reversed and remanded on the ground that dismissal of plaintiff’s 
bill without a hearing on the merits was improper, 3 Cir. 1917, 240 F. 
1022. This limited concept of what constituted the only actionable inter- 
ference with an exclusive property right was attacked by Judge Learned 
Hand in Ely-Norris Safe Co. v. Mosler Safe Co., 2 Cir. 1925, 7 F.2d 603 
(15 TMR 515), where the emphasis was placed on fraudulent misrepresen- 
tations by the defendant that his goods had qualities which in fact were 
possessed solely by the goods of his competitor; and the resultant loss of 
customers. The Supreme Court reversed on the ground that the allegations 
in the complaint did not preclude the possibility that persons other than 
the plaintiff manufactured substantially identical articles. Apparently a 
monopoly by plaintiff would be necessary. Mosler Safe Co. v. Ely-Norris 
Safe Co., 1927, 273 U.S. 132, 47 S.Ct. 314, 71 L.Ed. 578 (17 TMR 114)—a 
point emphasized by plaintiff herein, and shortly to be discussed. A return 
to “palming off” is found in Samson Crane Co. v. Union National Sales, 
D.C. Mass. 1949, 87 F.Supp. 218, 83 USPQ 507 (40 TMR 33), aff’d per 
curiam 1 Cir. 1950, 180 F.2d 896, 96 USPQ 454; Chamberlain v. Columbia 





8. Plaintiff recognizes that the very broad language of Section 1125(a) cannot 
be taken literally. For example, the language that a defendant using a “false desig- 
nation of origin * * * shall be liable to a civil action by any person doing business 
in the locality falsely indicated as that of origin * * *” would not permit successful 
suit by a St. Louis shirt manufacturer, steam shovel manufacturer, lipstick manufac- 
turer or correspondence school against a Chicago beer manufacturer who advertised his 
product as St. Louis beer. 

Plaintiff agrees that “the party bringing such an action must, under the statute 
be directly and substantially injured by the misdescription or misrepresentation of 
which he complains; and it should be added that the injury, to be actionable under 
the statute, must be one which occurs in the area of commercial relations * * *. But 
the plaintiff in an action under 15 U.S.C. section 1125(a) need not be a direct com 
petitor of the defendant.” 
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Pictures Corporation, 9 Cir. 1951, 186 F.2d 923, 89 USPQ 7. L’Aiglon 
Apparel, Inc. v. Lana Lobell, Inc., 3 Cir. 1954, 214 F.2d 649, 102 USPQ 94, 
while a true case of “palming off,” suggested that the Trademark Act had 
created a new Federal tort. This suggestion was followed in Gold Seal 
Company v. Weeks et al., D.C. D.C. 1955, 129 F.Supp. 928, 105 USPQ 407 
(45 TMR 1075), aff'd D.C. Cir. 1956, 230 F.2d 832, 108 USPQ 400, cert. 
den. 1956, 352 U.S. 829, 77 S.Ct. 41, 1 L.Ed.2d 50, 111 USPQ 467, the 
District Court saying (129 F.Supp. at p. 940, 105 USPQ at 415, 45 TMR 
at 1086) : 


“In this respect Section 43(a) does create a federal statutory tort, 
sui generis, and to this extent Johnson need not show that any false 
description or representation was willful or intentional, need not prove 
actual diversion of trade (palming off, so to speak), need not establish 
a veritable monopoly position in the industry. It means that wrongful 
diversion of trade resulting from false description of one’s products 
invades that interest which an honest competitor has in fair business 
dealings—an interest which the courts should and will protect whether 
it be called that of ‘property,’ ‘quasi-property’ or something else. It 
represents, within this area, an affirmative code of business ethics 
whose standards can be maintained by anyone who is or may be dam- 
aged by a violation of this segment of the code. In effect it says: you 
may not conduct your business in a way that unnecessarily or unfairly 
interferes with and injures that of another; you may not destroy the 
basis of genuine competition by destroying the buyer’s opportunity 
to judge fairly between rival commodities by introducing such factors 
as falsely descriptive trademarks which are capable of misinforming 
as to the true qualities of the competitive products.” °® 


However, whether a “passing off” be necessary, or it suffices that a 
diversion of trade be shown, it is at least necessary that the action be one 
for unfair competition, in which a competitive injury is alleged. 

Plaintiff attempts to counter by saying that he has a monopoly 
(through his patent) and therefore would have a right of action under 
the decision of the Supreme Court in the Mosler Safe case, supra. But 
to this there are several satisfactory answers. 

First, plaintiff has a monopoly on his patented invention; but the 
second amended third count does not proceed on the basis of patent in- 
fringement. Were plaintiff permitted to claim that the advertisement of 
an article not covered by his patent was unfair competition with his 
patented product, he would unlawfully expand his patent monopoly. 

Second, plaintiff has not put his product on the market; he alleges 
only a hope or expectation of licensing others, who will in the future 


9. Chief Judge Thomsen in Bechik Products, Inc. v. Federal Silk Mills, Inc., D.C. 
Md. 1955, 135 F.Supp. 570, 107 USPQ 218 (46 TMR 84), although emphasizing the 
necessity of a passing off of the goods as those of another, recognized the possible 
conflict in authorities, but found it unnecessary to attempt a reconciliation, as the 
element of falsity was absent from the case before him. (135 F.Supp. at 578, 107 
USPQ at 223 (46 TMR at 92).) 
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market a soap which will then come into competition with defendants’ soap. 
Aside from the lack of certainty that this situation will ever arise, if it 
did even then plaintiff’s claim would not be direct, but derivative. In such 
cases the licensee, not the owner of the patent, is the proper party to bring 
suit. Ainsworth v. Gill Glass & Fixture Co., D.C. Pa. 1938, 26 F.Supp. 183, 
39 USPQ 541, affirmed, 3 Cir. 1939, 106 F.2d 491, 495, 42 USPQ 486, 490; 
Metropolis Bending Co. v. Brandwen, D.C. Pa. 1948, 8 F.R.D. 296, 79 
USPQ 180 (38 TMR 1097) ; see also, Productive Inventions, Inc. v. Trico 
Products Corporation, 2 Cir. 1955, 224 F.2d 678, 106 USPQ 207, cert. den. 
1956, 350 U.S. 936, 76 S.Ct. 301, 100 L.Ed. 818, 108 USPQ 456. 

The necessity for such limitation is apparent. If plaintiff, whose only 
damage on the pleadings would be indirect and derivative, could recover 
under Section 1125(a), why could not a supplier of cold cream, who would 
have, or would like to have, supplied plaintiff’s licensees, if any; or those 
who might have supplied the raw materials to such would-be vendors of 
cold cream; or the manufacturers of containers for raw materials, cold 
ereams, and soaps? 

For the above reasons the second amended third count must be dis- 
missed. It therefore becomes unnecessary to consider whether in any event 
one prevented from embarking on a new business could recover damages 
for anticipated profits. Central Coal & Coke Co. v. Hartman, 8 Cir. 1901, 
111 F. 96; Ellerson v. Grove, 4 Cir. 1930, 44 F.2d 493; Greenwood County 
v. Duke Power Co., 4 Cir. 1939, 107 F.2d 484, cert. den. 1940, 309 U.S. 667, 
60 S.Ct. 608, 84 L.Ed. 1014; United States v. Griffith, Gornall & Carman, 
Inc., 10 Cir. 1954, 210 F.2d 11. 

The second amended third count is dismissed without leave further to 
amend. 


FRANCES DENNEY v. ELIZABETH ARDEN 
SALES CORPORATION 


Appl. No. 6410—C. C. P. A.—February 5, 1959 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
REGISTRABILITY—SUGGESTIVE MARKS 
Opposer, user of unregistered mark INVISIBLE BEAUTY STRAP for vanishing liquid 
cream appeals from decision of Commissioner of Patents dismissing opposition to 
application of INVISIBLE VEIL for pressed face powder. 
Only the mark applied for may be considered and question of associated use 
with house mark may not be properly considered. 
The word INVISIBLE when used as face powder or vanishing cream is suggestive 
of desired reaction and descriptive if reaction actually occurs. But, since VEIL and 


BEAUTY STRAP are not similar in sound and meaning, there is no likelihood of con- 
fusion and decision of Commissioner is affirmed. 


Opposition proceeding No. 33,539 by Frances Denney v. Elizabeth 
Arden Sales Corporation, application Serial No. 650,344, filed July 16, 1953. 
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Opposer appeals from decision of Commissioner of Patents dismissing 

opposition. Affirmed. 

Case below reported at 47 TMR 1555. 

Mock & Blum, of New York, N. Y. (Asher Blum, of New York, N. Y., and 
Charles R. Allen, Jr., of Washington, D. C., of counsel), for opposer- 
appellant. 

Howard A. Rosenberg (William R. Liberman, of counsel), of New York, 
N. Y., for applicant-appellee. 

Before Wor.Ey, Acting Chief Judge, and Rich and Martin, Associate 
Judges. 


MARTIN, Judge. 
This appeal is from the decision of the Commissioner of Patents, 


speaking through the Assistant Commissioner, affirming the decision of 


the Examiner of Interferences dismissing an opposition to trademark 
application, serial No. 650,344, for registration of INVISIBLE VEIL for pressed 
face powder, use since June 1, 1953 being asserted. Opposer-appellant 
relied on use since March of 1951 of its unregistered mark INVISIBLE BEAUTY 
sTRAP, for a vanishing liquid cream. 

The record indicates no question as to priority of use, the opposer 
appearing to be the prior user herein. Therefore, the sole issue before us 
is whether concurrent use of the marks on the goods in question is likely 
to cause confusion or mistake or to deceive purchasers. 

The Examiner found no confusing similarity between the two marks 
since, when “taken in their entireties, * * * the differences between INVISIBLE 
VEIL and INVISIBLE BEAUTY STRAP in sound, appearance and meaning are 
such that they may be contemporaneously used on the specified goods with- 
out reasonable likelihood of confusion or mistake or deception of pur- 
chasers.” The Commissioner affirmed the Examiner’s decision, further 
taking judicial notice of the fact that cosmetic manufacturers feature their 
house marks on their products, and concluding that there was no likelihood 
of confusion of source since “purchasers are most likely to buy by house 
brand and to use the secondary mark to differentiate between the various 
products of a single producer.” 

Although the advertisements of the two litigants feature their respec- 
tive house marks in conjunction with the marks in issue, there is no evi- 
dence in the record to support the contention that purchasers of cosmetics 
identify the products by the house marks of the manufacturers, and there 
is no basis upon which this court can take judicial notice of this proposition. 
Moreover, we agree with appellant’s statement that: 


* * * applicant is seeking to register the notation INVISIBLE VEIL and 
not ARDENA INVISIBLE VEIL. The issue therefore is not between the nota- 
tions ARDENA INVISIBLE VEIL and FRANCES DENNEY INVISIBLE BEAUTY 
STRAP, but rather between INVISIBLE VEIL and INVISIBLE BEAUTY STRAP. 
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In determining the applicant’s right to registration, only the mark 
as set forth in the application may be considered ; whether or not the mark 
is used with an associated house mark is not controlling. Bellbrook Dairies, 
Inc. v. Hawthorn-Mellody Farms Dairy, Inc., 45 CCPA 842, 253 F.2d 431, 
117 USPQ 213 (48 TMR 995); Hat Corp. of America v. John B. Stetson 
Co., 42 CCPA 1001, 223 F.2d 485, 106 USPQ 200 (45 TMR 1348). There- 
fore the likelihood of confusion must be determined by a comparison of the 
marks themselves. 

The word “invisible,” when employed in relation to either the powder 
of the applicant or the vanishing cream of the opposer is suggestive of the 
desired reaction when the substances are applied to the skin, and the word 
would be descriptive of that reaction if it actually occurs. In neither situa- 
tion is its use arbitrary. Insofar as VEIL and BEAUTY STRAP are concerned 
there is no similarity of sound, appearance or meaning. The use of INVISIBLE 
in conjunction with each of these terms does not make the phrases con- 
fusingly similar. Furthermore, even though both products come within 
the category of cosmetics, they are applied to the skin for entirely different 
purposes. The cumulative differences between the marks and the respective 
products herein lead to the conclusion that there is no likelihood of confu- 
sion of prospective purchasers. 

Appellant has cited a number of cases in support of its contention 
that the marks in issue are confusingly similar. Unfortunately, the deter- 
mination of the likelihood of confusion depends upon the facts in each 
ease, and prior decisions are usually of little assistance in such determina- 
tion because different marks and products are involved. In this instance, 
in considering both marks in their entireties, we are of the opinion that 
they are not confusingly similar either in sound, appearance or meaning. 
We therefore affirm the decision of the Commissioner. 


b] 


MEYER CHEMICAL COMPANY v. ANAHIST CO., INC. 
(WARNER-LAMBERT PHARMACEUTICAL COMPANY, 


assignee, substituted) 
Appl. No. 6415 —C. C. P. A.—February 5, 1959 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS—CLASS oF GOODS 

Application to register ALMEHIST for a drug product for the relief of allergic 
conditions was refused by Commissioner of Patents, based on opposition to registrant 
of ANAHIST used for symptomatic relief for colds and allergies. 

Both marks are similar in sound and appearance and confusion of public is 
likely, although at present ANAHIST is sold over-the-counter and ALMEHIST is sold 
on prescription only, but a change in the composition or in prescription standards 
could free ALMEHIST for over-the-counter sales while it would still have the same 
description. Therefore, Commissioner’s decision is affirmed. 


Opposition proceeding No. 33,052 by Anahist Co., Inc. (Warner- 
Lambert Pharmaceutical Company, assignee, substituted) v. Meyer Chem- 
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ical Company, application Serial No. 630,196, filed May 24, 1952. Applicant 
appeals from decision of Commissioner of Patents sustaining opposition. 
Affirmed. 

Case below reported at 47 TMR 1546. 


Laurence & Laurence, of Washington, D. C. (Margaret Laurence, of Wash- 
ington, D. C., and Dean Laurence, of Jackson, Mississippi, of counsel), 
for applicant-appellant. 

Albert H. Graddis, of Yonkers, New York, for opposer-appellee. 

Before Wor.Ey, Acting Chief Judge, and Rich and Martin, Associate 
Judges. 


Ricu, Judge. 
This appeal is from the decision of the Commissioner of Patents, acting 


through the Assistant Commissioner, affirming the decision of the Exam- 
iner of Interferences sustaining an opposition by appellee, Anahist Co., 
Inc., to an application by appellant, Meyer Chemical Company to register 
ALMEHIST as a trademark for a “Preparation for Relief of Allergic Condi- 
tions in Capsule Form.” The opposition was based on appellee’s ownership 
and use of ANAHIST registered as a trademark for a “Preparation for 
Symptomatic Relief of Colds and Allergies,” registration No. 576,575, 
granted June 30, 1953 on an application filed October 4, 1949. Appellant’s 
application to register ALMEHIST was filed May 24, 1952, and January 2, 
1952 is alleged as the date of first use in commerce. 

It is conceded that opposer was using ANAHIST before appellant adopted 
ALMEHIST. The sole issue is likelihood of confusion or mistake under sec- 
tion 2(d) of the Lanham Act (Trademark Act of 1946). 

The record shows that appellee has used ANAHIST since 1949 as a trade- 
mark on an antihistaminie preparation which is sold over-the-counter in 
various forms for the symptomatic relief of allergic conditions, and has 
used SUPER ANAHIST since 1953 on a similar but modified preparation. 
More than nineteen million dollars worth of these preparations have been 
sold and more than seven and one-half million dollars have been spent in 
advertising them. 

Appellant’s preparation, ALMEHIsT is also an antihistaminie prepara- 
tion used for the relief of allergic conditions but, due to the presence of 
certain ingredients, it can presently be sold only on a physician’s prescrip- 
tion. 

The similarity between ANAHIST and ALMEHIST is apparent. They begin 
with the same letter, have the same number of syllables and the same final 
syllable, are of approximately the same length and have a general similarity 
of sound. On casual inspection or as the result of indistinct pronunciation, 
or if time elapses between seeing or hearing them, either might readily be 
mistaken for the other. 

Appellant contends, however, that the public is unlikely to be con- 
fused, noting that ALME is made up of the first two letters of the first 
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name and surname of Alfonse Meyer, appellant’s president and founder, 
and that appellant markets eighteen products under marks containing those 
letters, many of which are registered. It is argued that ALME has a definite 
association in the minds of purchasers with appellant which would lessen 
the chance of public confusion. This argument must fail because the 
evidence does not establish that the public does in fact associate ALME 
marks only with appellant. How the mark came to be adopted is not 
material to the issue. 

Appellant further points out that the syllable nist, which is common 
to the marks here involved, is not arbitrary as applied to medicinal prepara- 
tions as indicated by its obvious relation to the medical term “antihista- 
mine” and as evidenced by the fact that it forms a part of each of a large 
number of trademarks registered for such preparations. While this is a 
factor to be considered, it is the well settled rule that in deciding the ques- 
tion of confusing similarity of trademarks the marks are not to be dissected, 
but must be looked at in their entireties. Lauritzen & Co. v. The Borden 
Co., 44 CCPA 720, 239 F.2d 405, 112 USPQ 60 (47 TMR 518). In our 
opinion the instant marks, so considered, are likely to cause confusion or 
mistake when used on the same class of products. 

Appellant also strenuously urges that since its goods are sold only 
on prescription, while those of appellee are sold over-the-counter, the 
danger of confusion of the purchasing public would not be present. How- 
ever, as pointed out by the Assistant Commissioner, there is nothing in 
appellant’s application which limits the use of ALMEHIST to prescription 
preparations, though the label specimens submitted with the application 
show that the marketing of the product is now being so limited. The 
nature of goods specified in the application is not limited by specimen labels 
such labels are subject to change wit!iout notice to the Patent Office. Either 
a change in the composition of the product or in prescription standards 
could, moreover, free ALMEHIST for over-the-counter sales while its descrip- 
tion would still be a “Preparation for Relief of Allergic Conditions in 
Capsule Form.” We hold that under these circumstances the present differ- 
ences in marketing methods do not form a proper basis for finding lack 
of likelihood of confusion or mistake when the respective trademarks are 
used on the goods enumerated. 

Portions of the record omitted by appellant were added on motion of 
appellee. See 45 CCPA 780, 252 F.2d 300, 116 USPQ 342 (47 TMR 1546). 
The assessment of the cost of printing the added matter was reserved at 
the time of the granting of the motion and it is now assessed against 
appellant. 

The decision of the Assistant Commissioner is affirmed. 
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L. NACHMAN & SON, INC. v. E. LASNER, INC. 
Appl. No. 6409—C. C. P. A.—February 5, 1959 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS—CLASS OF GOODS 
REGISTRATION PROCEDURE—APPEALS—COURT OF CUSTOMS AND PATENT APPEALS 
Opposer, registrant of SWIRL for women’s and misses’ textile aprons, appeals 
from decision of Examiner-in-Chief of Patent Office, dismissing opposition to appli- 
cation for registration of SWIRLAWAY for fur scarves. 
Since there are specific differences in both marks and goods, it is unlikely that 
purchasers would assume that goods emanate from same source and would be con- 
fused by concurrent use of both marks, Examiner-in-Chief’s decision affirmed. 


Opposition proceeding No. 33,595 by L. Nachman & Son, Ine. v. 
E. Lasner, Inc., application Serial No. 649,996, filed July 8, 1953. Opposer 
appeals from decision of Examiner-in-Chief of Patent Office dismissing 


opposition. Affirmed. 
Case below reported at 47 TMR 1393. 
Harry Langsam and Stanley Bilker, of Philadelphia, Pennsylvania (Ray- 
mond Colton, of Washington, D. C., of counsel), for opposer-appellant. 
Albert M. Parker, of New York, N. Y., for applicant-appellee. 


Before Wor.ueEy, Acting Chief Judge, and RicuH, Martin, and JOHNSON 
(retired), Associate Judges. 


Wor ey, Acting Chief Judge. 

This is an appeal from the decision of an Examiner-in-Chief of the 
United States Patent Office, acting for the Commissioner of Patents, affirm- 
ing the decision of the Examiner of Interferences dismissing an opposition 
by appellant to an application by appellee for registration of the word 
SWIRLAWAY as a trademark for fur scarves intended for the use of women 
and girls. The opposition was based on appellant’s ownership and use of 
the registered mark SWIRL as a trademark for ““Women’s and Misses’ Tex- 
tile Aprons” and for “Women’s and Girls’ Wrap-Around Aprons.” 

The record shows that on August 22, 1955, appellant filed a motion 
to add Swirl, Inc., a South Carolina corporation as a petitioner, the motion 
stating that appellant was the only stockholder in that corporation. The 
Examiner of Interferences, in his decision rendered February 23, 1956, 
denied that motion, stating that it did not appear that there had been 
a transfer of interest in the mark to Swirl, Inc. On April 17, 1956, appel- 
lant requested reconsideration of that ruling and on the same day appealed 
to the Commissioner from the decision of the Examiner of Interferences. 
The record does not show what action, if any, was taken by the Examiner 
of Interferences on the request for reconsideration, and neither the appeal 
to the Commissioner nor the decision of the Examiner-in-Chief contains 
any reference to the motion or request for reconsideration. 

Appellant’s eighth reason of appeal to this court states that the Com- 
missioner erred “in sustaining the Examiner of Interferences in his dis- 
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missal of the Motion to Add the Party Swirl, Inc.,” but on the record as 
above described it is not clear that the Examiner-in-Chief, who acted for 
the Commissioner, made such a refusal or, if he did, what his reasons were 
for so doing. But be that as it may, we think it immaterial, so far as the 
outcome of the opposition proceeding or of this appeal is concerned, 
whether Swirl, Ine. is added as a party. 

Appellant’s registration, No. 407,802, for swikL as a trademark for 
women’s and misses’ textile aprons was issued June 27, 1944, while ap- 
pellee’s earliest alleged date of use of the SwiRLAWay mark is April 10, 
1953. There is thus no question of priority as to the use by the parties of 
their respective marks. 

While appellant has argued each of its reasons of appeal separately, 
all of them except the eighth relate to the single issue of confusing simi- 
larity. In our opinion the sole question to be decided here is whether the 
concurrent use, by different parties, of the mark SwiRLAWAy on fur scarves 
for women and girls, and the mark SWIRL on women’s and misses’ textile 
aprons would be likély to result in confusion in trade or to deceive or mis- 
lead purchasers. That question was decided in the negative by both Patent 
Office tribunals. 

In cases such as the instant one, where there are specific differences 
in both the marks and the goods involved, all the differences must be taken 
into consideration. In re Malvina D. Myers, etc., 40 CCPA 747, 201 F.2d 
379, 96 USPQ 238 (43 TMR 284); Princess Pat, Ltd. v. Tursi, 48 CCPA 
795, 230 F.2d 440, 109 USPQ 45 (46 TMR 612). Likelihood of confusion 
from similar marks is largely a matter of opinion and prior decisions 
usually are of little value as precedents where that question is involved. 
Crown Overall Manufacturing Company v. Desmond’s, 37 CCPA 1118, 
182 F.2d 645, 86 USPQ 166 (40 TMI 680). 

It is evident that fur scarves and textile aprons are not directly com- 
petitive, and there is no evidence that they are commonly produced or 
marketed by the same firms. Accordingly, we are of the opinion that pur- 
chasers would not regard such goods as emanating from a common source 
if marketed under the respective marks here involved. 

Similarly, we are unable to agree with appellant’s contention that pur- 
chasers of appellee’s scarves would assume that they were produced by 
appellant and that defects in such scarves might thus reflect unfavorably 
on appellant. It seems unlikely that purchasers familiar with appellant’s 
textile aprons would be likely to assume, upon seeing appellee’s goods, that 
appellant had expanded into the fur scarf field. Furs and textiles are 
ordinarily regarded as distinct classes of merchandise. 

Appellant alleges that the Examiner-in-Chief erred “in holding that 
there is substantial doubt that the marks are confusingly similar and in 
resolving this doubt against opposer rather than applicant.” We are unable 
to find any statement that there is substantial doubt, either in the decision 
of the Examiner-in-Chief or in that of the Examiner of Interferences. We 
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agree with appellant that if there were such a doubt, it should be resolved 
against the applicant (appellee) as the late-comer in the field, but we do 
not find such a doubt to exist here. 

We are in accord with the holdings of the Patent Office tribunals that 
concurrent use of the marks on the respective goods of the parties would 
not be likely to lead to confusion. 

The decision appealed from is affirmed. 


ROGER & GALLET v. JANMARIE, INC. 
Appl. No. 6419—C. C. P. A.—February 5, 1959 


REGISTRATION PROCEDURE—OPPOSITION—PLEADING AND PRACTICE 
REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
Opposition proceeding on appeal for the second time brought by registrant of 
JEAN MARIE FARINA, used on eau de cologne and soap against applicant for registra- 
tion of JANMARIE for hair tints, rinses, hand lotions, and hair dressing preparations. 
Commissioner’s reversal on ground that opposer had no standing to oppose and 
ex parte ruling that there was no likelihood of confusion, was reversed and remanded 
for a inter partes decision on issue of confusion. Opposer’s contention that this fail- 
ure to determine the question of confusion inter partes on appeal constitutes an affirm- 
ance of the Examiner’s ruling of likelihood of confusion is without merit. 
Inter partes determination on remand that no likelihood of confusion exists 
between JEAN MARIE FARINA and JANMARIE is affirmed. 


Opposition proceeding No. 32,406 by Roger & Gallet v. Janmarie, Inc., 
application Serial No. 618,742, filed September 13, 1951. Opposer appeals 
from decision of Commissioner of Patents dismissing opposition. Affirmed. 

Case below reported at 46 TMR 216, 46 TMR 627, 47 TMR 1406. 

See also 47 TMR 1126, 48 TMR 352. 


Choate, Ronalds, Reynolds & Hollister (William A. Moore and Ralph E. 
Reynolds, of counsel), of New York, N. Y., for appellant. 
No appearance or brief for appellee. 


Before Wor.Ey, Acting Chief Judge, and Rico, Martin, and JOHNSON 
(retired), Associate Judges. 


Ricu, Judge. 

This is a trademark opposition which comes to this court for the 
second time. The opposer is the owner of the registered trademark JEAN 
MARIE FARINA and is opposing the registration of JANMARIE. 

On the first appeal (No. 6302), 44 CCPA 965, 245 F.2d 505, 114 
USPQ 238 (47 TMR 1126), we reversed the inter partes decision (107 
USPQ 295, 46 TMR 216) of the Commissioner of Patents that the opposer, 
Roger & Gallet (a New York corporation), was not the owner of JEAN 
MARIE FARINA. In the same opinion we also pointed out that an ex parte 
ruling of the Commissioner, contained in the same opinion with the inter 
partes decision, that use of the marks of the respective parties was not 
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likely to result in confusion, mistake or deception of purchasers, was not 
before us for consideration. On that appeal we remanded the case to the 
Patent Office for further proceedings not inconsistent with our opinion. 

In due course on August 6, 1957, the Commissioner, acting through 
the Assistant Commissioner, made an inter partes determination of the 
likelihood of confusion issue which corresponded exactly with the previous 
ex parte ruling on the same issue. See Roger & Gallet v. Janmarie, Inc., 
114 USPQ 406 (47 TMR 1406). 

Appellant-opposer then moved in this court to vacate that decision 
of the Assistant Commissioner “because it is not within the scope of actions 
contemplated or allowed under the remand of this Court for further pro- 
ceedings not inconsistent with its said decision of June 10, 1957.” That 
motion we denied on October 10, 1957, 45 CCPA 724, 248 F.2d 464, 115 
USPQ 289 (48 TMR 352). 

We now have before us the opposer’s appeal from the commissioner’s 
inter partes ruling on the likelihood of confusion issue. The opposer raises 
not only this issue but also a technical point similar to that raised by its 
motion to vacate, contending that the Commissioner was without power to 
render the inter partes decision holding that confusion was not likely. 

Since we sent the case back to the Patent Office for the specific pur- 
pose of having it make an inter partes ruling as to whether or not confusion 
was likely it seems rather strange that anyone should contend that such a 
ruling was beyond the power of the Commissioner. The contention appears 
to be based on the theory that when the Commissioner rendered the first 
decision, in 1955, reversing the examiner’s inter partes determination that 
there was likelihood of confusion, but on the ground that the opposer had 
no standing to oppose because it did not own the trademark relied on, 
failure to say anything about likelihood of confusion inter partes amounted 
to an affirmance of the examiner’s view of this issue. Opposer cites the 
rule that where appeal is taken from the determination of a lower court 
and the determination is “neither reversed, modified nor questioned in a 
subsequent decision by the appeal court, the determination is deemed to be 
affirmed.” It is on this basis alone that opposer argues that the Commis- 
sioner’s decision in 1955 constituted an affirmance of a holding by the 
examiner that confusion was likely. This contention is pressed upon us 
notwithstanding the fact that the very same Commissioner’s opinion, which 
is relied on as a technical affirmance, because of “inter partes’ silence, 
stated in no uncertain terms that the Commissioner disagreed with the 
examiner and held there was no likelihood of confusion. In so stating and 
holding, however, the Commissioner labeled the conclusion “ex parte.” 

We find no merit whatsoever in the contention that the express ex 
parte ruling in an inter partes case, made in 1955, is to be taken as silence 
and consequently as an affirmance of a ruling directly to the contrary. 
Appellant cannot make an inter partes affirmance out of an ex parte 
reversal. We therefore hold that the Commissioner was not without au- 
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thority to determine inter partes the question of likelihood of confusion 
on remand, as was later done in 1957. 

We do fully agree with opposer, however, that it would have been 
better if the initial Commissioner’s decision on the likelihood of confusion 
issue had been made, technically, in the inter partes case instead of being 
labeled “ex parte.” While it would seem there was a certain amount of 
logic in making such a determination ex parte, subsequent to a decision 
that the opposer was without standing to oppose, thus technically disposing 
of the opposition or inter partes case, the difficulty with labeling such a 
determination ex parte is that if the first decision should be reversed, the 
question decided ex parte has to be decided over again inter partes. The 
identical difficulty was encountered in the later case of The Gillette Co. v. 
George P. Kempel, 45 CCPA 920, 254 F.2d 402, 117 USPQ 356, 357 (48 
TMR 1143). At the conclusion of the opinion in that case, we said: 


* * In our opinion it would be highly desirable in the interest of 
expeditious and orderly procedure to make the ruling in such cases 
inter partes in the first instance rather than ex parte. It would then 
be subject to review by us in the inter partes appeal if the decision 
on other issues required such review, without having to await an inter 
partes ruling on remand. 


On the merits of the question of likelihood of confusion, which opposer 
has now had an opportunity to argue fully before us by virtue of the inter 
partes decision on remand, a right it did not have on the first appeal 
because no review of an ex parte decision was there possible, we feel con- 
strained, on all the evidence before us, to agree with the Commissioner’s 
decision (114 USPQ 406, 47 TMR 1406) that confusion, mistake or decep- 
tion would not be likely. We do this primarily on the basis of the cumula- 
tive differences in the marks considered as a whole. In considering the 
opposer’s mark we do not think that the prominent word FARINA may be 
disregarded, leaving only the first two words JEAN MARIE for comparison 
with applicant’s mark. We find nothing in the infringement case of 
Saxlehner v. Eisner & Mendelson Co., 179 U.S. 19, which we deem to be 
controlling or contrary to the conclusion we have reached. 

For the foregoing reasons the Commissioner’s decision of August 6, 
1957, is affirmed. 


SEARS, ROEBUCK AND CO. v. HAYMER, doing business as 
GOLDIE HAYMER MANUFACTURING COMPANY 


Appl. No. 6412—C. C. P. A.— February 5, 1959 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
REGISTRABILITY—SUGGESTIVE MARKS 
Appeal from decision of Commissioner of Patents, dismissing opposition to appli 
cation for registration of GLO-RAY for hairdressing by owner of GLOW for shampoo 
is affirmed. 
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The word GLOW as associated with hair preparations is suggestive, and since 
words of that nature are given less protection than arbitrary words, registrant cannot 
expect same protection accorded stronger marks. 


Opposition proceeding No. 33,783 by Sears, Roebuck and Co. v. Goldie 
Haymer, doing business as Goldie Haymer Manufacturing Company, 
application Serial No. 655,578, filed October 30, 1953. Opposer appeals 
from decision of Commissioner of Patents dismissing opposition. Affirmed. 

Case below reported at 47 TMR 1407. 

Frank H. Marks, of Chicago, Illinois (Ivan P. Tashof, of Washington, D. C., 
of counsel), for opposer-appellant. 

Daniel H. Bobis, of Harrison, New Jersey (Albert W. Rinehart, of Wash- 
ington, D. C., of counsel), for applicant-appellee. 

Before Wor.LEy, Acting Chief Judge, and Ricu, MARTIN, and JOHNSON 

(retired), Associate Judges. 


Wor.eEy, Acting Chief Judge. 

This is an appeal from the decision of the Commissioner of Patents, 
acting through the Assistant Commissioner, affirming the decision of the 
Examiner of Interferences dismissing an opposition by appellant to an 
application of appellee for registration of GLO-RAYy as a trademark for hair- 
dressing containing lanolin as an ingredient. The opposition was based 
on appellant’s ownership and use of GLow as a trademark for shampoos. 


The case was submitted on stipulated evidence which shows that appel- 
lant began use of its mark in 1938. Appellee’s use of GLo-RAy began in 1953, 
thus there is no question of priority. The sole issue is whether GLOW as 
applied to shampoo is confusingly similar to GLO-RAY as applied to hair- 
dressing. 

Both the examiner and the Assistant Commissioner found that the 
differences between the marks were sufficient to avoid any likelihood of 
confusion when used on the goods of the respective parties. 

Appellant contends that the syllable GLo is merely a phonetic spelling 
of eaLow. However, while the hyphenation of appellee’s mark sets GLo apart 
and probably gives a suggestion of glowing, we agree with the Assistant 
Commissioner that the primary impression created by the mark as a whole 
is that of glory, or a shining ray. 

Moreover, the word GLOw as associated with preparations designed to 
be applied to the hair does not appear to be arbitrary, but rather suggests 
that a desirable result will be obtained when used. Under such circum- 
stances words of that nature are given less weight than more arbitrary 
words in determining confusing similarity, and the registrant can hardly 
expect the same protection accorded a stronger mark. Lauritzen & Co., 
Inc. v. The Borden Co., 44 CCPA 720, 239 F.2d 405, 112 USPQ 60 (47 
TMR 518), and cases there cited. 

We have given full consideration to the contentions advanced by 
appellant but we do not see such a similarity in sound, appearance, or 
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meaning of the marks as to result in any likelihood of confusion in the 
minds of the purchasing public. 
The decision appealed from is affirmed. 


LEVER BROTHERS COMPANY v. THRIFT-D-LUX 
CLEANERS, INC. 


Appl. No. 6403-—C. C. P. A.—February 11, 1959 


REGISTRABILITY—CONFUSINGLY SIMILAR MARKS 
No likelihood of confusion exists between opposer’s mark LUX, used extensively 
for soaps and detergents and by its licensed laundries which also engaged in dry 
cleaning, and applicant’s mark THRIFT-D-LUX with the phrases THRIFTY IN PRICE and 
DE LUXE IN QUALITY, for dry cleaning and pressing services. The connotation of 
applicant’s mark is “thrift”? combined with de luxe quality rather than THRIFTY LUX. 


Opposition proceeding No. 33,286 by Lever Brothers v. Thrift-D-Lux 
Cleaners, Inc., application Serial No. 635,005, filed September 8, 1952. 
Opposer appeals from decision of Commissioner of Patents dismissing 


opposition. Affirmed. 
Case below reported at 47 TMR 1290. 


Spencer A. Studwell, of New York, N. Y., for opposer-appellant. 
Adele I. Springer, of Los Angeles, California, for applicant-appellee. 


Before Wor.Ey, Acting Chief Judge, and RicH, Martin, and JOHNSON 
(retired), Associate Judges. 


Ricu, Judge. 

This appeal is from the decision of the Commissioner of Patents, acting 
through the Assistant Commissioner, affirming the decision of the Examiner 
of Interferences dismissing an opposition brought by appellant, Lever 
Brothers Company, against an application of Thrift-D-Lux Cleaners, Inc. 
to register a service mark for dry cleaning and pressing services. The 
opposition is based on the conceded prior use and registration of LUX as a 
trademark for soap flakes, toilet soap and liquid detergents. 

The mark of applicant-appellee is a double-bordered oval across which 
in block letters is the word mark THRIFT-D-LUX under which in script ap- 
pears the word CLEANERS. At the top of the oval in the border in smaller 
block letters than said word mark is the slogan THRIFTY IN PRICE and in the 
bottom of the border in matching type is the slogan DE LUXE IN QUALITY, 
said slogans being in quotation marks. 

The record shows the following pertinent facts. LUX was adopted by 
appellant’s predecessor in the year 1900 and continuously since that date 
has been used as a trademark for soaps. Appellant has spent over 
$150,000,000 in advertising the products sold under the trademark LUx 
and to date more than two billion packages of LUx flakes and more than 
three billion cakes of LUX toilet soap, and more than forty-five million cans 
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of LUx liquid detergent have been sold. Appellant markets its product 
through retail and wholesale grocery and drug channels, and serves markets 
in many foreign countries. In addition Lux flakes are sold in bulk to 
laundries. As a part of this latter program appellant operates a so-called 
LUX LAUNDRY PLAN which is designed to stimulate the sale of Lux flakes in 
bulk. In accordance with this program laundries, under agreement with 
appellant, call themselves a LUX LAUNDRY in their promotional advertising. 
To date approximately six hundred laundries located throughout the United 
States have entered into such agreements with appellant. Of the six 
hundred LUX LAUNDRIES approximately four hundred seventy take in dry 
cleaning as well as laundering. 

Appellee, Thrift-D-Lux Cleaners, Inc., is in the business of dry clean- 
ing and pressing garments. THRIFT-D-LUX, a principal feature of the mark 
in question, is, according to appellee, a coined expression suggesting 
“thrifty in price, de luxe in quality.” The issue is whether the mark of 
appellee so nearly resembles LUX as to be likely, when used in connection 
with appellee’s services, to cause confusion or mistake or to deceive pur- 
chasers under the circumstances above set forth. 

Appellant contends that LUX and THRIFT-D-LUX are confusingly similar 
because the verbal impact of THRIFT-pD is “thrifty,” meaning economical, 
leaving LUX as the dominant portion of the mark, conveying to the pur- 
chasers the meaning THRIFTY LUX. In our opinion, though LUX in itself 
may be quite arbitrary and unique, the import of THRIFT-D-LUX is not 
THRIFTY LUX, but rather thrift coupled with de luxe, meaning economy 
combined with special elegance. The well-known term “de luxe,” as the 
record indicates, is obviously suggestive and is in common use in a great 
variety of trademarks and trade names. To hold for appellant in this case 
would be tantamount to restricting the use of a term well established in the 
public domain. 

Appellant cites the case of American Throwing Company, Inc. v. 
Famous Bathrobe Co., Inc., 45 CCPA 737, 250 F.2d 377, 116 USPQ 156 (48 
TMR 750), in which an opposition to the registration of KNIT-KINs for 
infants’ and children’s underwear was sustained, based on the registration 
of wIPER-KINSs for children’s bibs. This case is distinguishable upon the 
fact, inter alia, that the suffix in both marks was the same, whereas here 
we regard them as different because the meaning of the end of appellee’s 
mark is de luxe (D-LUX) and appellant’s mark is generally understood to 
be the Latin word meaning light (LUX). 

Appellant also cites Lever Brothers Company v. The Sitroux Com- 
pany, Inc., 27 CCPA 858, 109 F.2d 445, 44 USPQ 357 (30 TMR 84), wherein 
the applicant sought to register sIT-RU-LUX for toilet tissue and was opposed 
by appellant herein, basing the opposition on the trademark LUx. Upon 
eareful consideration, we feel that this case is not controlling here for the 
reason that a descriptive word such as de luze is not involved. Also toilet 
tissue and toilet soap are goods belonging to the same class, i.e., both are 
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ordinary household articles for personal use sold in small packages through 
the same channels of distribution. In the instant case one of the marks is 
not for goods at all but for services. Though under particular circum- 
stances a service mark may be confusingly similar to a mark for goods, 
we feel the relationship here is tenuous. Appellant contends, however, that 
confusion is likely because appellee’s business is not confined to dry clean- 
ing and pressing services, but also includes the laundering of garments 
and other material. Thus it is likely, appellant contends, there would be 
an association in the public mind between LUX LAUNDRIEs and appellee’s 
THRIFT-D-LUX stores. In view of the common use of the term “de luxe” in 
describing services or goods offered to the public, and in the absence of 
evidence to support appellant’s contention of confusion between LUx 
LAUNDRIES and THRIFT-D-LUX stores, we feel that appellant has failed to 
show that it will be damaged by registration of appellee’s mark for the 
services enumerated in the application. 
The decision of the Commissioner is affirmed. 





